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IN THE 


United States Court of Appeals 
For rue District or Cotumsia Crecuir 


Appeal No. 22,866 


THE GoopyEar Trre & Russe Company, Appellant 
v. 


Epwarp J. Brenner, Commissioner of Patents, Epwrx L. 
Reynoups, First Assistant Commissioner of Patents, 
Sub Nomine—TuHE ComMIssIONER OF Patents, Appellees 


Appeal from the United States District Court 
for the District of Columbia 


» 


(Filed February 24, 1967] 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Tze Goopyeas Tire & Russer Company, 1144 East Market 
Street, Akron, Ohio 44316, Plaintiff 


Vv. 


Epwasp J. Brenner. Commissioner of Patents, Department 
of Commerce, Washington, D. C. 20251 


and 


Epwis L. Reynotps, First Assistant Commissioner of 
Patents, Sub Nomine, The Commissioner of Patents, 
Department of Commerce, Washington, D. C. 20231, 
Defendants 


Civil Action No. 445-67 


Complaint Under Title 5 United States Code Sections 701-706 
(Public Law 89-554, 89th Congress, 80 Stat. 392-393, Part IL 
Ch. 7, Sept. 6, 1966) to Compel Agency Action Unlawfully 
Withheld and Unreasonably Delayed and to Hold Unlaw- 
fu] and Set Aside Agency Action Which Is Not in Accord- 
ance With Law: Contrary to Constitutional Right of Due 
Process: in Excess of Statutory Authority: Without Ob- 
servance of Procedure Required by Law and Rules; and 
Unwarranted by the Facts 


1. Defendant Edward J. Brenner is Commissioner of 
Patents of the United States of America and Defendant 
Edwin L. Reynolds is First Assistant Commissioner of 
Patents of the United States of America, sub nomine, 
Commissioner of Patents of the United States of America. 


2. Defendants are each, in their respective official ca- 
pacities, residents of the District of Columbia, having their 
respective offices in the Department of Commerce, Wash- 
ington, D. C., and are within the jurisdiction of this court. 
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3. Plaintiff, a party to Trademark Cancellation §,738 
instituted in the United States Patent Office pursuant to 
Title 15 United States Code 1064 (Section 14, Trademark 
Act of 1946) and the Trademark Rules of Practice of the 
Patent Office promulgated pursuant to Title 15 United 
States Code Sections 1125 and 1067 (Sections 41 and 17, 
Trademark Act of 1946) and Title 5 United States Code 
Section 552, 553, is suffering a legal wrong and is ad- 
versely affected and aggrieved by the agency action of 
defendants and those acting under their authority. 


4. This action is brought under the provisions of Title 
5 United States Code Sections 701-706 (Public Law 89-554, 
89th Congress, 80 Stat. 392-393, Part I, Ch. 7, September 
6, 1966) to compel defendants to conduct proceedings in 
Trademark Cancellation 8,738, such proceeding being un- 
lawfully withheld and unreasonably delayed; the action of 
defendants in suspending such proceeding being arbitrary. 
capricious, and otherwise not in accordance with law: being 
a denial of constitutional due process; being in excess of 


statutory jurisdiction, authority and limitation: being with- 
out observance of procedure required by law and rules of 
procedure of the agency: and being unwarranted by the 
facts relied upon by defendants in support of their with- 
holding action in said Cancellation 8,738. 


». This court has jurisdiction of the subject matter under 
Title 28 United States Code Section 1361 and Title 5 United 
States Code Sections 701-706. 


6. This court has jurisdiction of all the necessary parties 
to this action under Title 28 United States Code Section 
1391(¢). 


7. On or about July 28, 1966, Plaintiff filed in the United 
States Patent Office, as provided by Title 15 United States 
Code 1064 (Section 14, Trademark Act of 1946) and the 
applicable Trademark Rules of Practice of. the Patent 
Office, a verified petition to cancel United States Trade- 
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mark Registration $11,725 which issued July 26, 1966 to 
Weather-Rite Sportswear Co., Inc. 


S. The cancellation petition was transmitted to the Trade- 
mark Trial and Appeal Board pursuant to Trademark Rule 
2.113, and said Board was directed by the Commissioner, 
pursuant to Title 15 United States Code Section 1067 (See- 
tion 17, Trademark Act of 1946) to determine and decide 
whether or not Registration $11,725 should be cancelled. 


9. On August 19, 1966 the Clerk of the Trademark Trial 
and Appeal Board, by direction of the Commissioner pur- 
suant to Trademark Rule 2.113, formally instituted Can- 
cellation 8,738, The Goodyear Tire & Rubber Company v. 
Weather-Rite Sportswear Co., Inc., stating that ‘‘Proceed- 
ings will be conducted in accordance with the Trademark 
Rules of Practice’? and set a period of forty days from 
August 19, 1966 for the registrant to answer the petition. 


10. Registrant filed its answer on or about September 
28, 1966, the fortieth day from August 19, 1966. 


11. On or about October 5, 1966 the Clerk of the Trade- 
mark Trial and Appeal Board assigned times for taking 
testimony pursuant to Trademark Rule 2.121, such assign- 
ment corresponding to ‘‘setting a case for trial in court 
proceedings’’ as stated in Trademark Rule 2.117(d). 


12. On October 7, 1966, pursuant to Trademark Rule 
2.120(a), plaintiffs served a ‘‘Notice of Taking Discovery 
Depositions’? of Martin Greenberg, Vice-President of 
Weather-Rite Sportswear Co., Inc., for the taking of his 
deposition on October 17, 1966. In addition, a subpoena 
was served on Weather-Rite Sportswear Co., Inc. com- 
manding Martin Greenberg to appear pursuant to the 
‘*Notice of Taking Discovery Depositions’”’ on the date and 
at the time and place stated therein. 


13. On or about October 12, 1966, Weather-Rite Sports- 
wear Co., Inc. filed in the Patent Office and served on plain- 


+) 

tiff a copy of a motion to consolidate Cancellation 8,728 
with an Opposition 44,248, The Goodyear Tire & Rubber 
Company v. Irving Raincoat Co., Inc., and to suspend pro- 
ceedings in said cancellation pending determination of the 
opposition or, in the alternative, pending completion of dis- 
covery proceedings in Civil Action 65C476, The Goodyear 
Tire & Rubber Company v. Weather-Rite Sportswear Co., 
Inc. 


14. On or about October 18, 1966, plaintiff filed in the 
Patent Office and served on the registrant a memorandum 
in opposition to registrant’s motions to consolidate and to 
suspend proceedings. 


15. On October 27, 1966 a member of the Trademark 
Trial and Appeal Board denied the motion of the registrant 
to consolidate the cancellation with the opposition pending 
between plaintiff and a third party, but placed the parties 
under an order to show cause by November 14, 1966 why 
the cancellation proceeding should not be suspended ** pend- 
ing the final determination”’ of the civil action. 


16. On November 14, 1966 plaintiff responded to the order 
to show cause, among other things, making reference in 
said response to the representations made on behalf of the 
present defendants by the Assistant Solicitor for the Patent 
Office in an antecedent Civil Action 2894-64 filed November 
23, 1964 in this court by The Goodyear Tire & Rubber Com- 
pany against the Commissioner of Patents at a hearing 
before Judge Joseph R. Jackson, with respect to the right 
of plaintiff to have remedy by way of cancellation of the 
registration, the issuance of which plaintiffs sought to have 
withheld by the Commissioner of Patents pending publica- 
tion for purposes of opposition. 


17. On December 9, 1966 a member of the Trademark 
Trial and Appeal Board suspended proceedings in Can- 
cellation 8,738 “pending the final outeome’’ of the civil 
action between the parties in the United States District 
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Court for the Southern District of New York ‘‘notwith- 
standing the fact that the civil suit is not concerned with 
the cancellation of respondent’s registration here in- 
volved”. 


ls. On December 19, 1966 plaintiff filed in the Trademark 
ul and Appeal Board and served on registrant a peti- 
tion for reconsideration of the action of the Board member 
dated December 9, 1966 suspending proceedings in Cancel- 
lation 3.738, pointing out that the Acting Commission of 
Customs, although aware of the pending cancellation pro- 
g. recorded the subject registration in the Bureau 
toms, saying: ‘*However, until such time as the 
cancellation proceeding may be concluded in favor of your 
lient, we know of no authority providing us a basis for 
ng to record a trademark which is currently reg- 

red in the Patent Office’’. 


19. On January 19, 1967 a member of the Trademark 
Trial and Appeal Board denied plaintiff’s petition for 
reconsideration. 


20. On January 27, 1967, pursuant to Trademark Rule 
2.146(a)(3), (b) and (c), plaintiff filed a petition to the 
Commissioner of Patents, in person, seeking the exercise 
of his supervisory authority over the Trademark Trial and 
Appeal Board to compel it to resume and go forward with 
the cancellation proceeding; to designate himself as a mem- 
ber of the Trademark Trial and Appeal Board pursuant to 
Title 15 United States Code 1067 (Section 17, Trademark 
Act of 1946) to hear and decide further matters in the pro- 
ceeding and to conduct an oral hearing on plaintiff’s peti- 
tion as provided by Trademark Rule 2.146(c). 


. On or about February 16, 1967 registrant filed in the 

ed States Patent Office and served on plaintiff a copy 

fa memorandum in response to plaintiff’s petition to the 

Commissioner of Patents in person, but there is nothing in 
the record to indicate whether or not the contents thereof 
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was considered by cither of the defendants before a decision 
was rendered on plaintiff’s petition to the Commissioner 
of Patents in person. 


22. The Commissioner of Patents, in person, did not con- 
sider plaintiff’s petition either in his capacity as Commis- 
sioner of Patents or as a statutory member of the Trade- 
mark Trial and Appeal Board. 


23. On February 16, 1967, defendant Reynolds, sub 
nomine Commissioner of Patents, denied plaintiff’s peti- 
tion to the Commissioner of Patents in person, refusing to 
hold an oral hearing, refusing to have the Commissioner 
designate himself a member of the panel to determine and 
decide the right of registrant to retain the subject registra- 
tion, and refusing to exercise any supervisory action what- 
ever, while stating that the suspension of the cancellation 
proceeding ‘‘does not deny the petitioner’s right to main- 
tain the present proceeding’’ and that ‘‘at the most it 
merely delays the decision somewhat in the interest of 


avoiding unnecessary work by the parties and the Patent 
Office’’. 


24. The action of defendants in suspending proceedings 
in Cancellation 8,738 is inconsistent with the action taken 
on February 20, 1967 in Trademark Application Serial No. 
296,675 filed August 27, 1965, wherein the request of appli- 
cant to have proceedings on the application suspended 
pending the final outcome of ancillary concurrent use pro- 
ceeding was denied. 


25. There is no preeedent for suspending action in a 
cancellation proceeding pending the outcome of a civil ac- 
tion between the same parties, wherefore the action of de- 
fendants in suspending proceedings in Cancellation $8,738 
has no precedent, is not based on any statute or rule, and 
is not in accordance with any established or long-standing 
practice before the agency. 


N) 


The action of defendants in suspending proceedings 
Cancellation 8,758 is inconsistent with the representa- 
ts made on their behalf before this court in antecedent 

Civil Action 2894-64 wherein defendants urged that they 
should not be required to republish for opposition the mark 

the subject of the present cancellation for the rea- 
son that plaintiff would have remedy by way of cancellation 
of the registration after issuance and that the consequences 
of issuance of such registration would be no more dam- 
aging to plaintiff than if the mark was republished for 


opposition. 


27. Plaintitf has been irreparably damaged by the issu- 
ance of the subject registration and is further damaged by 
defendants” refusal to perform their statutory duty to pro- 
ceed to determine and decide the issues raised in Cancella- 
tion $738 without further delay on the part of defendants. 


oe Commissioner of Customs will not remove Reg- 

ion $11,725 from the records of the Bureau of Customs 
t ing cancelation of said registration upon final disposi- 
eee of Cancellation 8,738 and defendants, Commissioner of 
Patents and First Assistant Commissioner of Patents, sub 
nomine Commissioner of Patents, refuse to proceed with 
said cancellation in the manner prescribed by the statutes 
and Rules of Practice. 


29. The Commissioner of Patents and those acting in his 
name and under his authority are unlawfully withholding 
and unreasonably delaying action in the aforesaid Trade- 
mark Cancellation 8,738 by suspending proceedings therein; 
have acted arbitrarily, capriciously, and otherwise contrary 
to and not in accordance with law in doing so; and are 
causing plaintiff immediate and irreparable damage each 
day such proceedings remain suspended. 


20. A copy of this Complaint and Summons is being for- 
warded by first-class certified air mail, return receipt re- 
quested, to Weather-Rite Sportswear Co., Inc., 5802 Third 
Avenue, Brooklyn, New York 11220, respondent in Cancel- 
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lation 8,738 and Friedman & Goodman, 26 Court Street, 
Brooklyn, New York 11201, counsel of record for said 
respondent in Cancellation 8,738 for their information. 


WueEreror£, Plaintiff prays that: 


A. Defendants, the Commission of Patents, the First 
Assistant Commissioner of Patents, sub nomine Commis- 
sioner of Patents, and all those acting in their names or 
under their authority be directed to immediately resume 
proceedings in Trademark Cancellation 8,738 and to go 
forward with such proceedings in accordance with the 
statute and applicable Trademark Rules of Practice of the 
Patent Office until said proceeding is terminated in accord- 
ance with law and such rules. 


B. Defendants, the Commissioner of Patents and the 
First Assistant Commissioner of Patents be ordered and 
directed to perform their statutory duty of determining 
and deciding, as members of the Trademark Trial and 
Appeal Board, the right of registrant to retain Registration 


$11,725. 

C. Defendants be ordered and directed to refrain from 
further suspension of proceedings in Cancellation 8,738 in 
the absence of a stipulation of the parties or order of this 


court. 
Respectfully, 


Tue Goopyear Tire & Russer ComPaNy 


By Francis C. Browxe 
1815 H Street, N.W. 
Washington, D. C. 20006 
Attorney for Plaintiff 
Phone: 638-6181 
Of Counsel: 
Browne, ScuvuyYterR & BEVERIDGE 
1815 H Street, N.W. 
Washington, D. C. 
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[Filed April 25, 1967] 
Answer to Complaint 


To the Honorable the Judges of the United States District 
for the Court for the District of Columbia 


1. 2. Defendants admit the allegations of these para- 
graphs of the complaint. 


. Defendants admit the allegation of this paragraph 
of the complaint respecting plaintiff being a party to Trade- 
mark Cancellation $738, but defendants deny, for reasons 
hereinafter given, the allegation that plaintiff is suffering 
a legal wrong by the agency, action of defendants. 


+. Except for admitting the allegations of this paragraph 
of the complaint respecting Title 5 United States Code 
Sections 701-706, defendants deny all other allegations of 
this paragraph, for reasons hereinafter given. 


. Defendants admit the allegations of these para- 
: of the complaint. 
7-11. Defendants admit the allegations of these para- 


} 


phs of the complaint. 


12. Defendants are without knowledge or information 
sufficient to form a belief as to the truth of the allegations 


of this paragraph of the complaint, and, therefore, defend- 
ants deny said allegations. 


12-22. Defendants admit the allegations of these para- 
graphs of the complaint. 


24. Defendant denies the allegations of this paragraph 
of the complaint. 


25, 26. Defendants deny the allegations of this paragraph 
of the complaint, for reasons hereinafter given. 


27. Defendants are without knowledge or information 
sufficient to form a belief as to the truth of the allegations 
of this paragraph of the complaint, and, therefore, defend- 
ants deny said allegations. 
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28. Defendants admit the allegations in this paragraph 
of the complaint, except that which alleges that defendants 
refusal to proceed with said cancellation, is contrary to law 
or rules of practice, which allegation defendants deny. 


29. Defendants deny the allegations of this paragraph 
of the complaint, for reasons hereinafter given, with the 
exception of the allegation respecting immediate and irre- 
parable damage each day the cancellation proceeding re- 
mains suspended, which allegation defendants deny, be- 
cause they are without knowledge or information sufficient 
to form a belief as to the truth of said allegation. 


30. The allegations of this paragraph of the complaint 
are considered to be of a nature not requiring an answer 
by defendants. 


Furtuer ANSWERING, defendants denying that plaintiff 
is entitled to an order of this Court directing immediate 
resumption of proceedings in Trademark Cancellation 8,738, 
as requested in prayer A of the complaint, or an order 
directing defendants to decide, as members of the Trade- 
mark Trial and Appeal Board, the right of registrant to 
retain registration $11,725, as requested in prayer B, or 
an order directing defendants to refrain from further 
suspension of proceedings in Cancellation $738 in the 
absence of a stipulation of the parties or order of the court. 
for the reasons given and in view of the authorities cited 
and relied upon by the member of the Trademark Trial 
and Appeal Board in the decisions of December 9, 1966 
and January 19, 1967, and by the First Assistant Commis- 
sioner in his decision of February 16, 1967. Profert of 
said decisions is hereby made. 

Respectfully submitted, 
JOSEPH ScHIMMEL 
Solicitor, United States 
Patent Office, Attorney for 
the Defendants 
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Plaintiff's First Set of Interrogatories to Defendants 


in accordance with Rule 35 of the Federal Rules of Civil 
Procedure, each and all of the following Interrogatories: 


1. Has the Secretary of Commerce ever vested in himself 
any function conferred on the Commissioner of Patents or 
the Trademark Trial and Appeal Board by statute under 
Title 15, United States Code? 


la. If the answer to Interrogatory 1 is in the affirmative, 
describe each such function, the statutory basis for such 
action, and the respective dates on which the Secretary of 
Commerce vested each such function in himself. 


1b. If the answer to Interrogatory 1 is in the affirmative, 
has the Secretary of Commerce delegated to the Commis- 
sioner of Patents, the Trademark Trial and Appeal Board, 


or anyone acting under the authority of either, any of those 


functions which the Secretary of Commerce vested in him- 
self or vested in him by statute? 


le. If the answer to Interrogatory 1b is in the affirmative, 
describe which such functions have been delegated, the 
statutory basis for such action, to whom and the respective 
dates on which the delegation became effective. 


2. On what date did defendant, Edward J. Brenner, as- 
sume the office and duties of Commissioner of Patents? 


3. Has defendant, Edward J. Brenner, continuously held 
the office of Commissioner of Patents from the date given 
in answer to Interrogatory 2 to the date of answering this 
Interrogatory? 

4. Was defendant, Edward J. Brenner, Commissioner of 
Patents on February 16, 19677 

4a. If the answer to Interrogatory 4 is in the negative, 
who was Commissioner of Patents or Acting Commissioner 
of Patents on February 16, 1967? 


3 
5. Has defendant, Edward J. Brenner, in his capacity 
as Commissioner of Patents, ever, since the date given in 
answer to Interrogatory 2, acted, in person, upon a petition 
of a party addressed to the Commissioner of Patents under 
Rule 2.146(a) of the Trademark Rules of Practice of the 
Patent Office? 


5a. If the answer to Interrogatory 5 is in the affirmative, 
identify each such instance and state whether each such 
petition was granted or denied. 


6. Has Edward J. Brenner, in his capacity as Commis- 
sioner of Patents, ever, since the date given in answer to 
Interrogatory 2, designated himself a member of the Trade- 
mark Trial and Appeal Board to hear a case within the 
meaning of Section 17 of the Trademark Act of 1946 (15 
USC 1067)? 


6a. If the answer to Interrogatory 6 is in the affirmative, 
identify each such case and state the names and title of 
each person other than the Commissioner of Patents desig- 


nated to hear the respective cases. 


7. Has the Commissioner of Patents designated the mem- 
bers of the Trademark Trial and Appeal Board who are to 
hear Cancellation 8,738? 


7a. If the answer to Interrogatory 7 is in the affirmative, 
state the names and titles of each person thus designated 
and the date on which such designation was made. 


S. On what date, if at all, did defendant, Edward J. 
Brenner, personally first see the Patent Office file of Can- 
cellation 8,738? 


9. Has Edward J. Brenner, in his capacity as Commis- 
sioner of Patents, ever, since the date given in answer to 
Interrogatory 2, issued or caused to be issued by any per- 
son acting under his authority, any Rule of Practice, regu- 
lation, or oral or written statement of policy setting forth 
guidelines to be followed by members of the Trademark 
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Trial and Appeal Board or the Assistant Commissioner 
of Patents with respect to suspension of cancellation pro- 
ceedings in the United States Patent Office pending the out- 
come of a civil action between the parties to such cancella- 
tion proceedings? 


Qg. If the answer to Interrogatory 9 is in the affirmative, 
state the effective date of each such rule, regulation or 
statement of policy and where the text thereof may be 
inspected and copied. 


10. Under what statute, rule, regulation or statement of 
policy do the defendants contend the Commissioner of 
Patents or anyone acting under his authority may suspend 
all action in a trademark cancellation proceeding in the 
Patent Office in the absence of consent or stipulation be- 
tween all parties that such proceedings may be suspended? 


11. What is the Cancellation Docket Number of each 
cancellation proceeding in the United States Patent Office 
(except Cancellation 8,738) in which action in such pro- 


ceeding was suspended by the Patent Office pending the 
outcome of a civil action between the same parties, in the 
absence of a stipulation between or consent of one or more 
of each of the parties that such proceeding should be 
suspended? 


12. On what date did Edwin L. Reynolds assume the 
duties of First Assistant Commissioner of Patents? 

13. Has defendant, Edwin L. Reynolds, continuously held 
the office of First Assistant Commissioner of Patents from 
the date given in answer to Interrogatory 12 to the date of 
answering this Interrogatory? 

14. Was defendant, Edwin L. Reynolds, Commissioner 
of Patents or Acting Commissioner of Patents on February 
16, 1967? 

15. Was defendant, Edwin L. Reynolds, First Assistant 
Commissioner of Patents on February 16, 1967? 
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16. Has defendant, Edwin L. Reynolds, in his capacity as 
First Assistant Commissioner of Patents or Acting Com- 
missioner of Patents ever, since the date given in answer 
to Interrogatory 12, been designated, designated himself, 
or served as a member of the Trademark Trial and Appeal 
Board to hear a case within the meaning of Section 17 of 
the Trademark Act of 1946 (15 USC 1067)? 


17. If the answer to Interrogatory 16 is in the affirmative, 
identify each such case and indicate the disposition thereof. 


18. On what date, if at all, did Edward J. Brenner first 
see plaintiff’s Petition to the Commissioner of Patents, in 
person, in Cancellation 8,738? 


18a. Did Edward J. Brenner take any action whatever 
on plaintiff’s Petition to the Commissioner of Patents, in 
person, in Cancellation 8,738? 


18b. If the answer to Interrogatory 18a is in the affirma- 
tive, state what action he took, identify each and every 


written or oral action taken and specify the respective 
dates of each such action. 


19. Did Edward J. Brenner authorize or direct Edwin 
L. Reynolds to render a decision on plaintiff's petition to 
the Commissioner of Patents, in person, in Cancellation 
8,738? 


19a. If the answer to Interrogatory 19 is in the affirma- 
tive, state the wording of such authorization or direction 
and state where it may be inspected and a copy thereof 
made. 


20. Under what authority did defendant, Edwin L. Reyn- 
olds, act on plaintiff’s Petition to the Commissioner of 
Patents, in person, in Cancellation 8,738, on February 16, 
1967? 


21. Has defendant, Edwin L. Reynolds, acted on any 
petition to the Commission of Patents under Trademark 


m0 


Rule 2.146, other than the petition in Cancellation 8,738% 
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21a. If the answer to Interrogatory 21 is in the affirma- 
tive, state whether or not his authority to act on such 
petitions was delegated to him by the Commissioner of 
Patents. 


21b. If the answer to Interrogatory 21a is in the affirma- 
tive, state the statutory authority for the delegation of such 
authority to him by the Commissioner of Patents. 


21e. If the answer to Interrogatory 21 is in the affirma- 
tive, state the number of cases in which such petitions were 
denied, in whole or in part. 


21d. If the answer to Interrogatory 21 is in the affirma- 
tive, state the number of cases in which such petitions were 
granted. 


22. Did defendants deny plaintiff’s request for an oral 
hearing on plaintiff’s Petition to The Commissioner of 
Patents, in person? 


23. Does defendant, Edwin L. Reynolds, in his capacity 
as First Assistant Commissioner of Patents, have super- 
visory authority over the Trademark Trial and Appeal 
Board or the members thereof? 


24. Have the defendants, or either of them, ever received 
any written or oral communication from Weather-Rite 
Sportswear Co., Inc., or any of its officers, agents, em- 
ployees, or attorneys other than or in addition to the com- 
munications of record in Application Serial No. 172,441, 
filed July 3, 1963, and this Cancellation 8,738? 


24a. If the answer to Interrogatory 24 is in the affirma- 
tive, what was the date of each such communication? 


24b. If the answer to Interrogatory 24 is in the affirma- 
tive, from whom did defendants, or either of them, receive 
such communication? 


24. If the answer to Interrogatory 24 is in the affirma- 
tive, state where and in whose custody is each such com- 
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munication, if written, or each memorandum thereof, if 
oral. 


25. Did Application Serial No. 172,441 comply with all 
requirements of the statutes and rules prerequisite to issu- 
ance of a registration thereon at the time it was published 
in the Official Gazette on May 12, 1964? 


25a. If the answer to Interrogatory 25 is in the negative, 
state whether or not any lack of compliance was corrected 
after May 12, 1964. 


25b. If the answer to Interrogatory 25 is in the negative, 
state whether or not any lack of compliance was corrected 
after May 12, 1964. 


25c. If the answer to Interrogatory 25b is in the affirma- 
tive, state whether or not the mark was published for 
opposition in the Official Gazette pursuant to Sections 12(a) 
and 13 of the Trademark Act of 1946. 


25d. If the answer to Interrogatory 25c is in the nega- 
tive, state the basis upon which the Commissioner of Pat- 
ents acted in failing to publish the mark for opposition 
after the lack of compliance was corrected. 


26. Was Application Serial No. 172,441 ever published 
in the Official Gazette for opposition anytime other than 
on May 12, 1964? 


27. Did a registration ever issue under Registration No. 
780,649? 


28. Did the defendants, or either of them, or anyone 
acting under their authority, refuse to withhold issuance 
of a registration on Application Serial No. 172,441 after 
being apprised of the fact that a civil action was then pend- 
ing in the United States District Court for the Southern 
District of New York between The Goodyear Tire & Rub- 
ber Company and the applicant, Weather-Rite Sportswear 
Co., Ine.? 


Is 


28a. If the answer to Interrogatory 28 is in the affirma- 
tive. why were proceedings on the application not sus- 
pended pending the outcome of the civil action? 

29. Did the Commissioner of Patents issue a registration 
to Weather-Rite Sportswear Co., Inc. on application Serial 
No. 172, 4412 


29a. If the answer to Interrogatory 29 is in the affirma- 
-e, state the number of the registration and the date 


id a registration issue under Registration No. 


31. On what date was Registration 811,725 first subject 
to cancellation under Section 14 of the Trademark Act of 
1946? 


32. On what date did defendants receive the petition 
of plaintiff to cancel Registration $11,725 pursuant to Sec- 
tion 14 of the Trademark Act of 1946? 


32. Is the registration sought to be cancelled in Cancel- 
lation 8,738 involved in Civil Action 65C476, pending in 
the United States District Court for the Southern District 
of New York between The Goodyear Tire & Rubber Com- 
pany and Weather-Rite Sportswear Co., Inc.? 


33a. If the answer to Interrogatory 33 is in the affirma- 
tive, identify the pleading or other basis upon which de- 
fendants will rely to establish that such registration is 
involved in the aforesaid civil action. 


34. Did Mr. Roeming, on behalf of the Commissioner of 
Patents in Civil Action 2894-64, in this Court on December 
11, 1964, represent to the Court that ‘‘. . . if this Court 
should dismiss this complaint, the plaintiff can just, by 
the asking, find out on what day the registration of Weath- 
er-Rite would be issued and it would be possible for him 
to file a petition to cancel it on the very day it was issued 

..”’ and that ‘‘... he clearly has his remedy by petition 
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to cancel’’ and that ‘‘the complaint should clearly be dis- 
missed as to Prayer A’’? 


35. Did Mr. Roeming, on behalf of the Commissioner 
of Patents in Civil Action 2894-64, in this Court on De- 
cember 11, 1964, represent to the Court that Congress pro- 
vided a remedy for plaintiff in this situation under Section 
14 of the Trademark Act of 1946? 


36. Did either defendant authorize Mr. Roeming to state 
before the United States District Court for the District 
of Columbia in Civil Action 2894-64 on December 11, 1964 
that plaintiff ‘‘. . . clearly has his remedy by petition to 
cancel .. .’? the registration which was about to be issued 
by the Commissioner of Patents on Application Serial No. 
172,441? 


37. Did the United States District Court for the District 
of Columbia hold, in an opinion filed February 23, 1965 in 
Civil Action 2894-64 between The Goodyear Tire & Rubber 


Company and The Commissioner of Patents that the plain- 
tiff still has open to it the remedy of having the registration 
to be issued on Application Serial No. 172,441 cancelled by 
the Patent Office after registration? 


38. Did the Patent Office remit plaintiff to a remedy 
under Section 14 of the Trademark Act of 1946 (15 U.S.C. 
Sec. 1064) for cancellation of Registration No. $11,725, as 
held by the United States Court of Appeals for the Dis- 
trict of Columbia Court on December 29, 1965 in Appeal 
No. 19276? 


39. Do the defendants have a duty under Section 14 of 
the Trademark Act of 1946 to conduct cancellation pro- 
ceedings? 


40. Are defendants conducting cancellation proceedings 
under Section 14 of the Trademark Act of 1946 at this 
time with respect to Registration No. $11,725? 
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40a. If the answer to Interrogatory 40 is in the affirma- 
tive, state Whether or not plaintiff is entitled to take any 
action in such cancellation proceeding at this time. 


40d. If there is any action which plaintiff can take at 


+0c. If the answer to Interrogatory 40 is in the negative, 
state the date on which defendants will conduct such cancel- 
lation proceeding. 


+1. Has the Commissioner of Patents furnished status 
copies of Registration $11,725 to anyone since July 28, 
1966! 


tla. If the answer to Interrogatory 41 is in the affirma- 
tive, did such copies include a reference to the fact that 
such registration is the subject of pending Cancellation 
8,738? 

42. Have the defendants received any communication, 
either orally or in writing, from the Bureau of Customs 
with respect to Registration $11,725? 


42a If the answer to Interrogatory 42 is in the affirma- 
tive, identify each such communication by date and the 
parties between whom such communications passed and 
state where such communications or memoranda thereof 
may be inspected and copied. 


42b. If the answer to Interrogatory 42 is in the affirma- 
tive, was the Bureau of Customs informed of the existence 
of Cancellation 8,738 against Registration 811,725? 


42c. Has Registration 811,725 been recorded with the 
Burean of Customs under Section 42 of the Trademark Act 
of 1946? 


42d. If the answer to Interrogatory 42c is in the affirma- 
tive, state whether the Bureau of Customs will be informed 
of cancellation of Registration 811,725 by the Commis- 
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sioner of Patents if the registration is ordered cancelled 
in Cancellation 8,738. 

43. Was a copy of defendants’ Answer to Complaint in 
the present action furnished Weather-Rite Sportswear Co., 
Inc. or their attorneys of record in Cancellation 8,738? 


44. What is the authority for including Paper No. 12 in 
the Patent Office file of Registration 811,725? 


45. Will the Commissioner of Patents be bound by the 
final decision in Civil Action 65C476 in the United States 
District Court for the Southern District of New York in 
any respect whatever? 


46. If the answer to Interrogatory 45 is in the affirma- 
tive, state in what respect the Commissioner of Patents 
would be bound. 


47. Does the Commissioner of Patents have any basis 
in fact or law upon which he could intervene in Civil Ac- 
tion 65C476 in the United States District Court for the 
Southern District of New York? 


48. Has the Commissioner of Patents taken any steps to 
intervene in Civil Action 65C476 in the United States 
District Court for the Southern District of New York? 


49. Has either of the defendants or anyone acting under 
their authority read any of the pleadings of record in Civil 
Action 65C476 in the United States District Court for the 
Southern District of New York? 

49a. If the answer to Interrogatory 49 is in the affirma- 
tive, identify and quote each pleading which refers to 
Registration $11,725. 


50. Do any of the pleadings in Civil Action 65C476 in 
the United States District Court for the Southern District 
of New York seek cancellation of Registration $11,725? 


51. Would the final action by the Patent Office in Cancel- 
lation 8,738 be subject to judicial review in the United 
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States District Court for the Southern District of New 
York? 


dla. If the answer to Interrogatory 51 is in the affirma- 
tive. Would the Commissioner of Patents be a party to 
the action in which review is sought? 


52. Does the Commissioner of Patents have the right to 
intervene in a civil action in which judicial review is sought 
of the final action of the Patent Office in a trademark can- 
cellation proceeding conducted in accordance with Section 
14 of the Trademark Act of 1946 (15 U.S.C. 1064)? 


53. What **unnecessary work’’ on the part of the Patent 
Office is or would be avoided by suspending action in Can- 
cellation 8,738 under the circumstances of this case? 

54. Did defendants or any person acting under their au- 
thority refuse on February 20, 1967 to suspend ex parte 
proceedings in Application Serial No. 226,675 upon request 
of the applicant pending the outcome of ancillary concur- 
rent use proceedings? 


Respectfully, 


Tue Gooprear Tree & Russer Company 


By Feancis C. Bgowne 
Counsel for Plaintiff 


[Filed September 11, 1967] 
Opposition to and Motion to Strike Interrogatories 


Now comes defendants Edward J. Brenner, Commissioner 
of Patents, and Edwin L. Reynolds, First Assistant Com- 
missioner of patents, and in accordance with the provisions 
of Rule 33 of the Rules of Civil Procedure, object to and 
move to strike all of the interrogatories contained in 
Plaintiff’s First Set of Interrogatories To Defendants, 
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served on defendants’ attorney on August 30, 1967, for the 
reasons set forth in the accompanying Points and <Au- 
thorities. 
An oral hearing is requested. 
JoserH SCHIMMEL 
Solicitor 


September 11, 1967 


POINTS AND AUTHORITIES 


1. This action was brought by plaintiff under the Ad- 
ministrative Procedure Act to compel defendants to re- 
sume proceedings in a trademark cancellation matter, 
instituted by plaintiff against a registrant. Plaintiff and 
said registrant are parties to a federal court suit involving 
questions relevant to the cancellation proceeding in the 
Patent Office. Therefore, the registrant asked defendants 


to suspend that proceeding pending final determination of 
the court suit. That request was granted, for reasons 
fully stated in the record of the cancellation proceeding. 


2. Plaintiff, as a party to the indicated cancellation pro- 
ceeding, is fully informed of the reasons for suspension. 
There simply is no need to elicit any further facts. The 
nature of the present suit is one for review of the record 
in the cancellation proceeding, as though on appeal. 
Winkler v. Ladd, Comr. Pats., 221 F.Supp. 550, 1388 USPQ 
666 (affd. 143 USPQ 172). 


3. For the most part the interrogatories are unreason- 
ably burdensome, oppressive, immaterial, irrelevant and 
pointless, since plaintiff already possesses much of the 
information and the remainder would clearly be irrelevant. 
The listing is tedious, but the following will serve as ex- 
amples. Interrogatory 50 asks if any of the pleadings in 
the previously indicated suit ‘seek cancellation of Registra- 
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tion $11,725.°" Plaintiff, as a party to that suit, already 
oe the answer, whereas defendants do not have all the 

rleadings therein, not being a party therein. Then there 
is interrogatory 30, asking whether that same registration 
issued. Plaintiff knows that it did, having brought the 
previously mentioned cancellation proceedings there- 
against. Interrogatories 34-38 pertain to a prior suit by 
plaintiff against the Commissioner of Patents, wholly 
irrelevant to the present action. In interrogatory 54, plain- 
tiif asks whether or not a given action was taken in an- 
other unrelated matter, in no way relevant here. Moreover, 
certain interrogatories, such as 2le and d, would entail 
much research to no point whatever. 


+. In view of the foregoing, defendants can only con- 
elude that plaintiff is deliberately attempting to harass 
them, to the detriment of others having business before 
the Patent Office. Of course, should plaintiff show that 
certain information not already known to it is relevant, 
defendants stand ready to answer appropriate interroga- 


tories. Rule 33 does not sanction pointless quizzing of a 
party, particularly an executive head of a federal agency, 
and ‘‘only after the interrogatories have been found to be 
relevant should the court order them to be answered,”’ 
Greene v. Raymond, (DC Colo., 1966) 41 F.R.D. 11. 


JosEePH ScHIMMEL 
Solicitor 


September 11, 1967 
[Filed September 20, 1967] 
Motion for Leave to Amend Answer 


The defendants, Edward J. Brenner, Commissioner of 
Patents, and Edwin L. Reynolds, First Assistant Commis- 
sioner of Patents, move, under Rule 15(a) of the Federal 
Rules of Civil Procedure, for permission to amend the 
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Answer by substituting for the correspondingly numbered 
and ‘‘FPurruHer ANswERING’? paragraphs thereof the fol- 
lowing: 


4. Except for admitting that this action is brought under 
5 U.S.C. 701-706 ‘‘to compel defendants to conduct pro- 
ceedings in Trademark Cancellation 8,738,’’ corresponding 
to Prayers A and C only, defendants deny all other allega- 
tions of this paragraph, for reasons hereinafter given. 


5. Defendants admit that this court has jurisdiction over 
the subject matter represented by Prayers A and C under 
5 U.S.C. 701-706, but otherwise defendants deny the allega- 
tions of this paragraph. Defendants specially deny any 
jurisdiction in this court as to Prayer B under 5 U.S.C. 
701-706, for lack of any final agency action with regard 
thereto and also because the particular composition of a 
Trademark Trial and Appeal Board is commited to agency 
discretion by law. 


6. Defendants admit the allegation of this paragraph. 


13. Defendants admit that on October 12, 1966, Weather- 
Rite Sportswear Co., Inc. filed a motion in the Patent Office, 
having served a copy on plaintiff, for certain relief specified 
on the first page thereof, a copy of said page being attached 
hereto as Exhibit A, but otherwise defendants deny the 
allegations of this paragraph. 


14-22. Defendants admit the allegations of these para- 
graphs of the complaint. 


23. Defendants admit that on February 16, 1967, defend- 
ant Reynolds, sub nomine Commissioner of Patents, denied 
plaintiff’s petition to the Commissioner of Patents in per- 
son, except for the request that the Commissioner serve on 
the particular board to consider the involved cancellation 
proceeding which was held to be ‘‘moot at the present 
time,’’ while refusing to hold an oral hearing, while exercis- 


26 


ing supervisory authority in the sense of review, and while 
stating that the suspension of the cancellation proceeding 
**does not deny the petitioner’s right to maintain the 
present proceeding’’ and that ‘‘at the most it merely delays 
the decision somewhat in the interest of avoiding unneces- 
sary work by the parties and the Patent Office.’? In all 
other respects, however, defendants deny the allegations 
of this paragraph of the complaint. 


24. Defendants deny the allegations of this paragraph 
of the complaint, inasmuch as the indicated action by the 
trademark examiner in Trademark Application Serial No. 
226,675 was the only inconsistent action, not the action of 
defendants complained of here. This is evident from the 
fact that the trademark examiner did suspend proceedings 
in Trademark Application Serial No. 226,675 a month later 
after plaintiff’s attorney had argued that ‘‘[t]he action of 
the Examiner in refusing to suspend ex parte proceedings 
in the present application is utterly inconsistent with the 
cases relied upon by the Trademark Trial and Appeal 
Board and the Commissioner of Patents (speaking through 
the First Assistant Commissioner of Patents) in suspending 
inter partes proceedings in Cancellation 8,738, The Good- 
year Tire & Rubber Company v. Weather-Rite Sportswear 
Co., Inc..’’ This, of course, resulted in wholly consistent 
suspensions in the two proceedings. 


Fuetuer Answertnec, defendants deny that plaintiff is 
entitled to an order of this Court directing immediate re- 
sumption of proceedings in Trademark Cancellation 8,738, 
as requested in Prayer A of the complaint, or an order 
directing defendants to decide, as members of the Trade- 
mark Trial and Appeal Board, the right of registrant to 
retain registration 811,725, as requested in Prayer B, or 
an order directing defendants to refrain from further sus- 
pension of proceedings in Cancellation 8,738 in the absence 
of a stipulation of the parties or order of the court, for 
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the reasons given and in view of the authorities cited and 
relied upon by the member of the Trademark Trial and 
Appeal Board in his decisions of December 9, 1966 and 
January 19, 1967, and by the First Assistant Commissioner 
in his decision of February 16, 1967, copies of said decisions 
being attached hereto as Exhibits B, C and D, respectively. 


Should any hearing be necessary, defendants request that 
it coincide with that for their recently opposed ‘‘Opposition 
To and Motion To Strike Interrogatories.’’ 


Respectfully submitted, 


JoserH ScHIMMEL 
Solicitor, U. S. Patent Office, 
Attorney for Defendant 
September 20, 1967 


POINTS AND AUTHORITIES IN SUPPORT OF 
DEFENDANTS’ MOTION FOR LEAVE 
TO AMEND ANSWER 


1. Rule 15(a) states that leave to amend a pleading 
“shall be freely given when justice so requires.’’ The 
need for amending defendants’ answer has only recently 
been realized, in the course of considering interrogatories 
served on defendants August 30, 1967. The only answers 
which would be changed in substance are 4, 5, 13, 23 and 
24. The specific nature of those changes is explained in 
the following points. Also, copies of pertinent papers 
would be added as exhibits, as permitted by Rule 12(c¢). 


2. The changes in answers 4 and 5 reflect defendants’ 
present view inadvertently omitted from the original an- 
swer that the Court lacks jurisdiction where prayer B is 
concerned. As is evident from the paragraph beginning at 
the bottom of page 2 of Exhibit D, there has been no final 
refusal by the agency to include defendant Brenner as a 
member of the board to eventually consider plaintiff's 
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Cancellation proceeding. Also, plaintiff had never re- 
quested the agency to appoint defendant Reynolds to serve 
on such a board. Hence, there has been no final agency 
action where prayer B is concerned. Moreover, the com- 
position of any particular board is wholly discretionary 
with the Patent Office. Therefore, there can be no jurisdic- 
tion in this court as to Prayer B under 5 U.S.C. 701-706, 
which in pertinent part only sanctions review of ‘final 
agency action’’ (Section 704) and exempts agency action 
**committed to agency discretion by law’’ (Section 701 [a] 
2). As for 28 U.S.C. 1361, this section conferring federal 
jurisdiction in mandamus action against federal officers 
extends to district courts mandamus jurisdiction formerly 
exercised only by District of Columbia courts, and did not 
make any substantive change in law or extend scope of 
mandamus relief. Commonwealth of Mass. v. Connor, D.C. 
Mass 1966, 248 F. Supp. 656; Sprague Electric Co. v. Tax 
Court of U.S., D.C. Mass. 1964, 230 F. Supp. 779, affd. 
340 F.2d 947. 

3. The change in answer 13 is occasioned by the fact that 
Weather-Rite, the registrant in the cancellation proceeding 
instituted by plaintiff, did request the Patent Office to 
suspend that proceeding ‘‘pending the determination of 
the action,’ viz. ‘‘Civil Action 65 C 476... .’? This is 
evident from part (b) on the first page of its motion 
(Exhibit A). Weather-Rite did not request suspension 
‘‘pending determination of the opposition’”’ as alleged by 
plaintiff. 

4. The change in answer 23 is in line with those for 
answers 4 and 5, already discussed in point 2. 

5. The change in answer 24 is to point out the half-truth 
of plaintiff’s narrow allegation, by calling the Court’s at- 
tention to the fact that the trademark examiner eventually 
suspended proceedings in that matter after plaintiff’s at- 
torney relied upon the suspension of cancellation proceed- 
ing involved here as a precedent. The ultimate suspension 
of both proceedings is wholly consistent. 
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6. The ‘‘Further Answering’’ paragraph of the answer 
is changed to include copies of the three decisions referred 
to, as exhibits permitted by Rule 12(c). Such copies were 
only proffered in the original answer. There is no change 
in substance. 

JoserH ScHIMMEL 
Solicitor, U. S. Patent Office 
Attorney for Defendant 
September 20, 1967 


EXHIBIT B 


U. S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


BOG /acj Paver No. 14 
Cancelation No. 8,738 
Tue Goopyeark Tire & RussBer ComPaNy 
Vv, 


WEaTHER-RITE Sportswear Co., Ixc. 


The response filed November 16, 1966 by petitioner to 
the order to show cause why proceedings herein should 
not be suspended pending the outeome of a civil suit in- 
volving the parties in the United States District Court for 
the Southern District of New York is noted. 


In arguing against suspension, petitioner urges that the 
registration here involved is not the subject matter of the 
civil suit; that the outcome of the civil action may therefore 
not necessarily obviate the trouble and expense of a cancel- 
ation proceeding in the Patent Office; that the suspension 
of proceedings herein would unfairly prolong respondent's 
use of the registration notice to both the public’s and peti- 
tioner’s detriment; and that the case of Townley Clothes, 
Ine. v. Goldring, Ine. 100 USPQ 57 (Comr., 1953) ; Squirrel 

3rand Company v. Barnard Nut Co., Ine. 101 USPQ 340 
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(Comr., 1954): and A. E. Staley Manufacturing Company 
vy. Staley Milling Company 99 USPQ 175 (Comr., 1953), 
upon which the Trademark Trial and Appeal Board relies 
in suspending Patent Office proceedings where the parties 
are also involved in a civil suit, is not applicable for the 
reason that these cases were concerned with opposition 
proceedings whereas the instant case relates to a petition 
for cancelation. 

Although. as indicated by petitioner, the civil suit is not 
concerned with the cancelation of respondent's registration 
here involved, the injunctive relief which petitioner is seek- 

g therein in respect to respondent’s use of the term 
**>GOODYEAR” will unquestionably have a direct bearing 
on the question of respondent’s right to maintain its regis- 
tration of a composite mark which included said term as a 
salient feature thereof. 

The fact that the cases upon which the Office relies re- 
late to opposition proceedings whereas the instant situa- 
tion involves a cancellation proceeding in no way invali- 
dates the pertinency of these cases as a basis for suspen- 
sion. The overriding consideration is that while a decision 
by the United States District Court will be binding on the 
Patent Office, a decision by the Trademark Trial and Ap- 
peal Board would be only advisory in nature in regard to 
the dis sposition of the cases pending in the District Court. 
As stated in the case of Mills v. Greene (159 U.S. 533 


‘*The duty of this Court as in every other judicial 
tribunal, is to decide actual controversy by a judgment 
which can be carried into effect, and not to give opin- 
ions upon moot questions of abstract propositions, or 
to declare principles or rules of law which cannot affect 
the matter in issue in the case before it.”’ 


In view of the foregoing, proceedings herein are sus- 
pended pending the final outcome of the civil suit between 
the parties in the United States District Court for the 
Southern District of New York. Not later than twenty 
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days thereafter, the instant case should be called up for 
appropriate action by the interested. 
S. Lerxowirz 
Member, Trademark Trial and 
Appeal Board 


EXHIBIT A 


IN THE UNITED STATES PATENT OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 


Parez No. 7 
Cancellation No. 8,738 


THE GoopyEar Tire & Russer Company, Petitioner 
v. 
WeatHer-RiTE Sportswear Co., Ixc., Respondent 


Respondent, by its undersigned attorneys, hereby 
moves— 


a.) To consolidate this cancellation proceedings with 
Opposition proceeding No. 44,248, entitled: 
“THE GoopyEaR Tire & Ruspser Company, Opposer 
v. 


Irvine Rarncoat Co.. Inc., Applicant’’ 


b.) To suspend the proceedings herein pending the de- 
termination of the action or, in the alternative, the com- 
pletion of discovery proceedings in Civil Action 65 C 476 in 
the United States District Court in the Southern District, 
entitled: 


“THe GoopyeaR Tire & Russer Company, Plaintiff 
v. 
Weatuer-Rite Srortswear Co.. Ixc., Defendant?’ 


The grounds for said motion to consolidate the afore- 
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EXHIBIT C 


U. S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


Cancelation No. 
Tue Gooprear Tre & RusBer CoMPANY 
v. 
Wearner-Rite Sportswear Co., Ic. 


This case comes up on a petition filed December 19, 1966 
by petitioner for reconsideration of the decision dated 
December 9, 1966 wherein proceedings herein were sus- 
pended pending final determination of a civil suit involving 
the parties in the United States District Court for the 
Southern District of New York. Respondent has filed a 
brief in opposition to the petition. 


As grounds for reconsideration, petitioner reveals that 
respondent’s Registration No. 811,725 has been recorded 
by the Bureau of Customs notwithstanding the pendency of 
the present cancelation proceeding in the Patent Office. 
Petitioner urges that it is prejudiced by suspension of this 
proceeding since a favorable decision herein would re- 
verse the action taken by the Bureau. Petitioner also 
asserts that suspension of the instant proceeding contra- 
dicts a representation made by the Assistant Solicitor for 
the Patent Office that petitioner could have recourse to 
cancelation proceedings immediately upon issuance of the 
registration in question. 

Inasmuch as petitioner has in fact filed a cancelation 
proceeding in the Patent Office, the representation made 
by the Assistant Solicitor has been fulfilled and the ques- 
tion of whether or not this cancelation proceeding should 
be suspended pending the outcome of the civil suit which 
petitioner has filed against respondent in no way traverses 
the representation. 
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The mere fact that the Bureau of Customs has recorded 
respondent’s registration does not change, diminish, or 
vitiate the reason for suspending the administrative pro- 
ceeding pending the outcome of the civil action. That is 
to say, the injunctive relief which petitioner is asking in 
the civil action will unquestionably affect respondent’s 
right to the registration which the Board of Customs has 
recorded. In view thereof, and since as previously indi- 
cated, a decision by the United States District Court will 
be binding on the Patent Office whereas a decision by the 
Trademark Trial and Appeal Board would be only advisory 
in respect to the disposition of the civil suit, it is con- 
cluded that petitioner has failed to provide a proper basis 
for reconsideration of the decision to which it is directed. 
It may be noted at this point that petitioner is free to 
urge the District Court to expedite the prosecution of the 
civil suit. 

The petition for reconsideration is accordingly denied. 

8. Lerxow1Tz 
Member, Trademark Trial and 
Appeal Board 


EXHIBIT D 


U. S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


February 16, 1967 
Cancellation No. 8,738 
Tue (ijoopyeaR TrrE & Russer Company, Petitioner 
v. 
Weatner-Rite Sportswear Co., Ixc., Respondent 


By direction of the Commissioner, the petition filed in 
the above-identified proceeding and directed to him in per- 
son has been considered by the First Assistant Commis- 


ot 


sioner. The petition requests an oral hearing but it is 
settled practice not to hold oral hearings on petitions 
thetent reason appears for making an exception in 


tT case. 


The petition arises out of the action of the Trademark 
Trial and Appeal Board in suspending proceedings in 
this case pending the outcome of a suit in the United States 
District Court for the Southern District of New York in 
which the same parties and similar issues are involved. 
The precedents and reasons for such action are set forth 
in the opinion of a member of the Board, dated December 
9, 1966, and are considered to justify the action taken. 

petitioner notes that the cited cases involved opposi- 

ion proceedings whereas this is a cancellation proceeding, 

ut the applicable principles are thought to be the same in 

both cases. There is no more reason why the Patent Office 

should independently decide an issue which is pending be- 

fore a Federal Court in a cancellation than in an opposi- 
tion. 


It may be conceded that there is nothing which requires 
is Office to suspend proceedings in a situation such as is 
involved, but there is certainly nothing to preclude 
such suspension, and it is in accordance with the practice 
which has been consistently followed in similar cases for 
many years. This practice, it may be noted, was recently 
approved by the United States District Court for the South- 
ern District of New York in an opinion dated January 19, 
1967 in Tuvache v. Emilio Pucci Perfumes International, 
Inc., et al, 65 Civ. 2730 in which the Court declined to sus- 
pend action pending determination of a related case by the 
Trademark Trial and Appeal Board and clearly indicated 
that the Court case should take precedence, 


The petitioner emphasizes the fact that it was repeatedly 
stated in proceedings before the United States District 
Court for the District of Columbia that the petitioner could 
have a remedy by a proceeding to cancel the registration 
here involved. That, of course, is true, but no assurance 
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was or could properly have been given that such a proceed- 
ing would be expedited in any unusual way or that it would 
not be subject to the same conditions and procedure as 
other such cases. The action complained of here does not 
deny the petitioner’s right to maintain the present pro- 
ceeding; at the most it merely delays the decision some- 
what in the interest of avoiding unnecessary work by the 
parties and the Patent Office. 


The fact that Title 35, Sections 17 and 18, does not, in 
terms, authorize the suspension of a cancellation proceed- 
ing is not considered controlling here. The authority to 
suspend such proceedings in the interest of expediency and 
orderly conduct is inherent in the right to hold them at 
all. The statutes clearly leave the details of such matters 
to the discretion of the Commissioner. 


In view of the above conclusion, the petitioner’s request 
that the Commissioner designate himself a member of the 
panel hearing this case is moot at the present time. It 
does not appear, however, that the circumstances of this 
ease are such as to require such a designation. 

This entire case has been carefully reviewed in the light 
of the present petition but no such error has been found 
in the decision complained of as would justify supervisory 
action. 


The petition is denied. 


Epwiy L, Reyxouips 
First Assistant Commissioner 


Browne, ScuvyLer & BEVERIDGE 

1815 H Street, N. W. 

Washington, D. C. 20006 
Wearuer-Rrte Sportswear Co., Inc. 

5802 Third Avenue 

Brooklyn, New York 11220 
Frrepman & GoopMan 

26 Court Street 

Brooklyn, New York 11201 
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[Filed September 29, 1967] 
Recommendation of Pretrial Examiner 


Upon consideration of defendant’s motion for leave to 
amend answer, and oral argument thereon, it is this 29th 
day of September, 1967, 


RecoMMENDED that said motion be allowed and that the 
amendment to the answer contained in the motion be 
deemed to be the amendment to said answer. 


Jous H. Fix 
Pretrial Examiner 


[Filed October 3, 1967] 


Supplemental Points and Authorities in Support of Defendants’ 
“Opposition to and Motion to Strike Interrogatories” 


5. In line with original point 2, the Court’s review should 
Se to consideration of the written record in the 
pended cancellation proceeding, thus obviating any 
proper roll for discovery here. The Supreme Court has 
Administrative Procedure Act, particularly 
former section 1009 of Title 5 U.S.C., as a foremost ex- 
ample of ‘‘review limited to the administrative record,’’ in 
United States v. Bianchi & Co., 373 U.S. 709, 715-716. This 
is the very jurisdiction plaintiff pleads. [Note Sikora v. 
Brenner, Comr. Pats. (CA DC, May 8, 1967), 379 F2d 134, 
153 USPQ 585, fn. 3, where the Court explained that ‘5 
CSC. 02-04, as codified by Public Law 89-554, 80 
Stat. 378, xs , takes the place of what was formerly 5 
g = 1009. 77] Also, as recognized in Seagram et al. v. 
Dillon (CA DC, 1965) 344 F.2d 497, ‘‘[t]he doctrine of 
‘exhanstion of administrative remedies’... . encompasses 
the principle that a ruling of an administrative officer .... 
will not be set aside by a court upon evidence which was 
not before that officer.’? Thus, plaintiff’s interrogatories 
are not relevant to the subject matter of the action and 
cannot lead to the discovery of facts pertinent here, and 
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are therefore improper and objectionable as “irrelevant.” 
See Walled Lake Door Company vy. United States, (DC 
Mich, 1962) 31 F.R.D. 258, where the Court sustained ob- 
jections by ICC as to production of documents as ‘‘irrele- 
vant, since in reviewing an administrative order the Court 
must base its decision solely on the evidence in the record.’ 
The only interrogatories that might be warranted in this 
kind of action would be those directed to the procurement 
of simple facts to clarify or narrow the issues involved in 
the agency’s decision, e.g., were reliance had therein on 
‘long standing practice’? of the agency, without any am- 
plification. That is not the case here. However, should 
plaintiff demonstrate the need for any facts to clarify or 
narrow the issue, then defendants stand ready to answer 
appropriate relevant interrogatories, as indicated in orig- 
inal point 4. 


While it is probably obvious, one further reason why 
review in this action should be limited to the administrative 
record merits consideration. In a real sense, the merit of 
registrant Weather-Rite’s request for suspension of the 
Cancellation proceeding is to be reviewed in this action, 
although Weather-Rite is not a party to the present action. 
Should the Court grant cither of plaintiff's Prayers A or 
C, Weather-Rite would be adversely affected. Hence, in 
fundamental fairness to Weather-Rite, the Court should 
not consider any evidence beyond that considered by de- 
fendants in suspending the Cancellation proceeding, as to 
which Weather-Rite has had an opportunity to state its 
position. 


6. Defendants’ suspension of plaintiff's Cancellation pro- 
ceeding, at the request of the registrant Weather-Rite, is 
comparable to a judge's postponement of a trial, upon 
motion of a defendant. Where the administrative proceed- 
ing has the quality resembling that of a judicial proceed- 
ing, those responsible for the administrative determination 
should not be subjected to examination. United States v. 
Morgan, 313 U.S. 409, 422. “Just as a judge cannot be 


SS nj eeted to sucha serutiny 
rative process must be ae respecte a.” Accord- 
intitf’s interrogatories are improper here. 


In In Coca-Cola Company v. Dene Cola Laboratories 
(oe Ma, 1939) 30 F. Supp. 275, 279, Judge Chestnut opined 
t the number of interrogatories should be relatively 

few and ae to the important facts of the case, rather 
I very numerous and concerned with relatively minor 
itiary details."" He went on to say that ‘tin general 

be observed that it will be only the exceptional case 


and efficiently be submitted,’* and that ‘‘[w]here 

a more comprehensive examination of the adverse party is 
ired it should ordinarily be done by taking his deposi- 

** Here. in an unexceptional case requiring no more 

ial review of a written record made in the Can- 

ition proceeding, plaintiff has submitted a ‘‘First”’ set 

of fifty-four interrogatories, not including subdivisions. 
As for oral depositions, a party should not be compelled 
to answer irrelevant questions, as held in Ochsner et al. v. 
(CA 6th, Sept. 15, 1967) (Appeal No. 17526, F2d 
Moreover, as stated by Judge Walsh 

: The Union Saving Bank of Patchogue, 

ave Giana (D.C. D.C.. 1962), 13 Ad. L. (2d) 


**Certainly, this Court does not encourage the pro- 
cedure of taking the oral deposition of the head of 
an agency of the United States Government, and 
under normal circumstances would not allow such pro- 
cedure. The Court recognizes that such an official’s 
time and the exigencies of his everyday business would 
be severely impeded if any plaintiff filing a complaint 
against an agency head, in his official capacity, were 
allowed to take his oral deposition. Such procedure 
would be contrary to the public interest, plus the fact 
that ordinarily the head of an agency has little or no 
knowledge of the facts in the case.’’ 
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The same reservation, it is submitted, should apply to 
plaintiff’s interrogatories here. 


Nevertheless in order to delineate defendants’ position 
clearly particular objections to specific interrogatories are 
stated in the following points, wherein reference to any 
interrogatory includes any subdivisions thereof as well. 
8. Interrogatories 1-5, 8, 12-15, 18-21 and 23, calculated 
to elicit information upon which plaintiff at most might 
hope to challenge the authority of defendant Reynolds in 
rendering the agency action complained of here, are clearly 
irrelevant. That authority cannot be questioned in this 
action. In paragraph 5 of its complaint, plaintiff alleged 
as a jurisdictional basis the pertinent part of the Adminis- 
trative Procedure Act, 5 U.S.C. 701-706, and defendants 
admitted jurisdiction under 5 U.S.C. 704 as to Prayers A 
and C [see original answers 4 and 5 as well as proposed 
amended answers 4 and 5], the only prayers of any sub- 
stance [see following point 9 as to remaining Prayer B]. 
However, an essential prerequisite for any jurisdiction 
under that Act is that the agency action complained of be 
final, as specified by 5 U.S.C. 104. Any questioning by 
plaintiff of defendants for the purpose of challenging de- 
fendant Reynolds’ authority to render the agency action 
complained of could only impeach its finality, and hence 
the very jurisdiction plaintiff has pleaded. Consequently, 
these interrogatories are irrelevant and to force answers 
thereto would be pointless. 


9, Interrogatories 6, 7, 16 and 17 only pertain to Prayer 
B, and therefore are irrelevant to the only real subject 
matter before this Court—viz, defendants’ suspension of 
the Cancellation proceeding instituted by plaintiff. The 
Court has no jurisdiction where Prayer B is concerned. 
because there has been no final ageney refusal to inelnude 
defendants as members of the particular Trademark Trial 
and Appeal Board to eventually consider the merit of 
plaintiff's Cancellation petition, and also because the em- 
paneling of any particular board is by law comniitted to 
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ageney discretion. Attention is directed to the paragraph 
beginning at the bottom of page 2 of defendant Reynolds’ 

on of February 16, 1967 (Exhibit D, forming part of 
defendants” recent Motion For Leave To Amend Answer), 
where it was held that in view of suspension of the Can- 
cellation proceeding ‘the petitioner’s request that the 
Commissioner designate himself’ a member of the panel 
hearing this case is moot at the present time.’ As for in- 
clusion of defendant Reynolds in that panel, plaintiff made 
no such request. apart from eliciting no final refusal. The 
lamental need for finality of agency action is empha- 
sized by recent Court of Appeals decisions, e.g.: 


Sikora v. Brenner, Comr. Patents (CA DC, May 8, 
1967) 379 F2d 134, 153 USPQ 585 


Phillips Petroleum Co. v. Brenner, Comr. Patents (CA 
DC, June 29, 1967) F2d , 154 USPQ 211 


No petitioner for cancellation of a trademark can be per- 
mitted to pick his own particular board, any more than 
plaintiff could demand that any particular judge hear this 
action. However, by Prayer B, plaintiff would enlist the 
aid of the court to achieve the former, in clear violation of 
the constitutional principle of separation of powers. Mani- 
festly, plaintiff’s Prayer B is a transparent sham, devoid 
of any substance. Consequently, the indicated interroga- 
tories, pertaining only to service by defendants on prior 
boards and empaneling of a board for plaintiff’s Cancella- 
tion petition, are irrelevant. 


10. Interrogatories 9, 19 and 36 are barred by executive 
privileges, inasmuch as each inquires as to possible in- 
structions from the head of an executive agency to subordi- 
nates. In Kaiser Aluminum & Chemical Corp. v. United 
States (Ct. Cl., 1958) 157 F. Supp. 939, the court sustained 
the Government’s objection to disclosure of a document 
allegedly containing recommendations and advice on policy 
for nse within the Government, indicating that a strong 
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public policy was involved in this claim of privilege—‘‘the 
policy of open, frank discussion between subordinate and 
chief concerning administrative action.’’ Also, in Walled 
Lake Door Company v. U. S., (DC Mich., 1962) 31 F.R.D. 
258, the court sustained the Government’s objections to 
disclosure of documents and interrogatories on the basis 
of executive privilege, noting that ‘‘all of the internal 
workings of the agency are privileged, just as memoranda 
between a judge and his clerk,’’ citing United States v. 
Morgan, 313 U.S. 409, 61 S. Ct. 999, 85 L. Ed. 1429. 


11. Interrogatories 18, 22, 29, 30, 32, 33, 40, 49, 50, 55 
and 54 require no answers since defendants have already 
provided plaintiff with the desired information. In United 
States v. General Motors (DC Ill. 1942) 2 F.R.D. 528, the 
Government asked ‘‘ May interrogatories be used as a sub- 
stitute for a bill of particulars, and may a party having 
voluntarily given specifications be required again to give 
them by interrogatories?’’ The Court replied ‘‘[t]he an- 
swer to both questions is no.”’’ 


lla. Interrogatory 18 inquires about any action defend- 
ant Brenner may have taken concerning plaintiff’s petition. 
However, defendants have admitted paragraph 22 of the 
complaint, which alleged that ‘‘the Commissioner of Pat- 
ents, in person, did not consider plaintiff’s petition ...."° 
Therefore, this interrogatory requires no answer. 


11b. Interrogatory 22 asks if defendants denied plain- 
tiff’s request for an oral hearing on its petition to the 
commissioner. However, defendants have admitted the 
allegation in paragraph 23 of the complaint which con- 
cerns defendant Reynolds’ ‘‘refusing to hold an oral hear- 
ing.’? Obviously, this interrogatory requires no answer. 


lle. Interrogatories 29 and 30 require no answer. These 
request information about the issuance of Registration 
$11,725, the very registration plaintiff seeks cancellation 
of in the Patent Office. However, defendants have ad- 
mitted paragraph 7 of the complaint which alleges the fil- 
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ing by plaintiff *+[o]n or about July 28, 1966"" of its ‘*veri- 
fied petition to cancel United States Trademark Registra- 
tion $11,725, which issued July 26, 1966 to Weather-Rite 
Sportswear Co. Ine.’* The same admission embraces 
interrogatory 52 as well. As plaintiff well knows, the pre- 
cise date of fling the cancellation petition was July 28, 
1966, a matter of no material significance here. 
lld. Interrogatory 33 inquires whether the ‘‘registra- 
i t to be cancelled in Cancellation 8, 738,”’ Le. Reg- 
“involved in Civil Action 65C476,”° 
and what basis defendants might have for believing so. 
However, since defendants have admitted paragraph 17 of 
the complaint. which alleges recognition by the ruling 
member of the Trademark Trial and Appeal Board ‘‘that 
! it is not concerned with the cancellation of re- 


srrogatory is deemed unnecessary. Of course, defend- 

ants have no more of the pleadings in that suit than did 

I vber then, whereas plaintiff is a party to 

i therefore better informed. The position of 

lants remains the same on that matter, and has been 

ly stated by the ruling Board member in 

his decisions of December 9, 1966 and January 19, 1967, 

and by defendant Reynolds in his decision of February 

16, 1967 (Exhibits B-D accompanying defendants’ recent 

** Motion For Leave To Amend Answer’’). Moreover, since 

these are essential components of the record which the 

Court will review, in accordance with 5 U.S.C. 706, final 
-«, these facts will be before the Court. 


lle. Interrogatories 49 and 50 are subordinate to 33 dis- 
cussed above, and appear to have been included only for 
their nuisance value. The same objection applies. 


11f. Interrogatory 40 is patently ridiculous, in view of 
the circumstances here. If defendants had resumed the 
Cancellation proceeding, plaintiff would have been notified 
and been made aware of that change, and this paper would 
be needless. The terms of the suspension are explained 
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at page 3 of the ruling Board member’s decision of De- 
cember 9, 1966 (Exhibit B accompanying defendants’ ‘‘ Mo- 
tion For Leave To Amend Answer’’). The only action 
plaintiff could presently properly take in the Cancella- 
tion proceeding would be a renewed petition to the Com- 
missioner, provided significant new evidence or considera- 
tions are advanced bearing on the question of suspension. 
Of course, the registrant Weather-Rite would be entitled 
to state its position concerning any such renewed petition. 
That is the only proper way to amplify the record before 
this Court, not through discovery as here. The Court 
should bear in mind that any relief it might grant plaintiff 
would affect the registrant Weather-Rite, not a party to 
this action. 


llg. Interrogatory 53 asks ‘‘what ‘unnecessary work’ on 
the part of the Office would be avoided by suspending 
action’? in the Cancellation proceeding. This was ex- 
plained by the ruling Board member in his decision of 
December 9, 1966 (Exhibit B accompanying defendants’ 
‘*Motion For Leave To Amend Answer,’’ particularly the 
first full paragraph on page 2 thereof). Moreover, it ap- 
pears from the record of Cancellation proceeding 8,738 
that many, if not all, of plaintiff’s registrations, relied upon 
as a basis for seeking cancellation of Registration 811.725, 
are in turn subject to possible cancellation through counter- 
claim by Weather-Rite in Civil Action 65 C476. The pos- 
sible saving of effort to the Patent Office should Weather- 
Rite succeed in that counterclaim is apparent. Moreover, 
that counterclaim affords a valid analogy to Trademark 
Rule 2.67(b), as a further reason justifying suspension of 
the Cancellation proceedings. 


11h. Interrogatory 54 asks whether a certain action was 
taken on February 20, 1967 in a given application, wherein 
plaintiff's attorney represents another party. Defendants 
have already provided the solicited information, through 
the indicated action of the Trademark examiner on that 
date in that application. Also, additional commentary ap- 
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pears in defendants’ proposed amended answer to para- 
h D4 of the complaint, along with accompanying support- 
ing point 5, in defendants’ ** Motion For Leave To Amend 
Answer.” The action inguired of occurred on February 
2), 1967, whereas defendant Reynolds’ decision was mailed 
earlier on February 16, 1967. Hence, the information 
solicited here could not possibly form any part of the 
record of Cancellation 8,738 subject to review here. 


gatories 10, 25, 31, 37-39, 44-47, 51, and : 
mproper, in soliciting legal conclusions or 
: te bs of facts. As stated by the Court in United 
sv. General Motors (DC Il, 1942) 2 F.R.D. 528, “Tilt 
sver intended that a party should by interrogatories 
pel the adverse party to submit every item of evi- 
once he expects to produce on the trial of the case [, nor 
a@ party expected i in answer to interrogatories, to state 
= opinions on matters of law or fact.’ Interrogatory 25 
particularly u unwarranted, since Weather-Rite (the owner 
of Application S.N. 172,441 which issued as Registration 
725) is not a party here and plaintiff is fully informed 
he position taken by the Patent Office concerning re- 
: S.N. 172. AAl, which plaintiff unsuccessfully 
ht in Sora Tire & Rubber Co. v. Commissioner 
onts, 238 F. Supp. 509, 144 USPQ 526; affd. 355 
109, 148 USPQ 124: cert. denied 384 U.S. 941; 149 


13. Interrogatory 11 is irrelevant, since the final clause 
pis situations where any party consented to suspen- 
sion. Here, the registrant specifically asked for the sus- 
pension (see Exhibit A accompanying defendant’s ‘‘Mo- 

tion For Leave To Amend Answer,’’ particularly part b). 
Horeever, it should be clear to plaintiff from the decisions 
the ruling Board member and defendant Reynolds (Ex- 

bi bits B-D accompanying that same motion) that no prior 
ances of suspending cancellation proceedings as such 
relied upon. Hence, interrogatory 11 would be un- 
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warranted even if ‘‘one or more’’ did not appear in its 
final clause. 


14. Parts c and d of Interrogatory 21 pose an unreason- 
able burden and would yield no relevant information, 
particularly since the solicited statistics would not be 
restricted to petitions from suspensions of cancellation 
and/or opposition proceedings. Apart from that, however, 
statistics could not be relevant, since every petition is 
decided on its individual merit. 


15. Interrogatory 24 is unreasonable on its face, since 
it is not limited to communications pertaining to Can- 
cellation 8,738, the only record that is relevant to this 
action. Indeed, the interrogatory extends to any and all 
communications from Weather-Rite, regardless of the busi- 
ness at hand. However, plaintiff may be assured that all 
communications from Weather-Rite pertaining to Can- 
cellation 8,738 are of record therein. 


16. Interrogatories 25-28 and 34-38 are irrelevant to the 
only real issue before this Court, viz, whether or not de- 
fendants’ suspension of the Cancellation proceedings, at 
the specific request of the registrant, was warranted on the 
record in the Cancellation proceeding. These interroga- 
tories merely relate to events prior to issuance of Registra- 
tion $11,725, or to the merits thereof. Mr. Roeming’s rep- 
resentations in this Court on behalf of the Commissioner 
of Patents in Civil Action 2894-64 (corresponding to the 
case cited in point 12) are matters of judicial record, well 
known to plaintiff. Moreover, plaintiff has already been 
apprised of defendants’ position concerning those repre- 
senations, as having no bearing on suspension of the Can- 
cellation proceeding (see Exhibits C and D accompanying 
defendants’ ‘‘Motion For Leave To Amend <Answer,”’ 
particularly the second and third paragraphs of Exhibit 
C, and the second paragraph on p. 2 of Exhibit D). De- 
fendants therefore should not be compelled to repeat them- 
selves needlessly (see authority cited in point 11). It might 
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be added, however, that when Mr. Roeming made such 
representations, plaintitf had not even filed Civil Action 
65 C476 against Weather-Rite. The persistance of that 
suit and its issues, as represented to defendants in the 
record of the Cancellation proceeding, constitute the very 
basis for the suspension. 


17. Interrogatories 41 and 42 are irrelevant, inasmuch 
as plaintitf has never so much as alleged that any of its 
imported goods have been impounded by the Bureau of 
Customs, or that its business has in any other way been 
interferred with, by reason of Registration $11,725 having 
been recorded with the Bureau of Customs under 15 U.S.C. 
1124. The mere recording of that registration could not 
affect plaintiff adversely. Consequently, this line of ques- 
tioning is clearly pointless. However, plaintiff should 
realize that the Patent Office plays no direct role in re- 
cording registrations with the Bureau of Customs (see 
19 C.F.R.11.15). Also, that recording would probably have 
entailed securement by the registrant Weather-Rite of a 
status copy, as provided for by Trademark Rule 2.6(a). 
It is evident from that rule that such a copy would not 
indicate the filing of a cancellation petition, as distinguished 
from actual cancellation. 


18. Interrogatory 43 is clearly irrelevant, Weather-Rite 
not being a party to this action. Since the Court’s review 
should be on the record made in the Cancellation pro- 
ceeding, no point is seen in keeping Weather-Rite informed 
of developments herein. 


19. Interrogatory 48 is clearly irrelevant. Moreover, 
if the Commissioner of Patents had taken actual steps to 
intervene in that suit, plaintiff, as a party thereto, would 
have been notified. 


JOSEPH SCHIMMEL 
Solicitor, U.S. Patent Office 
Attorney for Defendants 
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[Filed October 24, 1967] 


Pretrial Examiner’s Recommendation on Defendants’ 
Opposition to and Motion to Strike Interrogatories 


This action was brought by plaintiff under the Adminis- 
trative Procedure Act to compel defendants to resume 
proceedings in a trademark cancellation matter, instituted 
by plaintiff against a registrant. 


+s 


The following facts are agreed upon by the parties, as 
ascertained from the pleadings: 


On July 28, 1966, the plaintiff filed in the US. Patent 
Ofice. pursuant to 15 U.S.C. 1064, a petition to cancel 
U.S. Trademark Registration $11,725, which was issued 
July 26, 1966, to Weather-Rite Sportswear Company, Inc. 
The petition was transmitted to the Trademark Trial and 
Appeal Board for a determination and decision as to 
whether or not Registration $11,725 should be cancelled. 


On August 19, 1966, the Clerk of the Trademark Trial 
and Appeal Board instituted Cancellation 8,738. Weather- 
Rite responded to the Cancellation on September 28, 1966. 


Subsequently, on October 12, 1966, Weather-Rite Sports- 
wear Company, Inc. filed in the Patent Office and served 
on the plaintiff a copy of a motion to consolidate Cancella- 
tion $,738 with an Opposition 44,248, The Goodyear Tire 
and Rubber Company v. Irving Raincoat Company, Inc., 
and to suspend proceedings in the aforesaid Cancellation 


pending determination of the Opposition, or alternatively, 
completion of discovery proceedings in Civil Action 65C476, 
The Goodyear Tire and Rubber Company v. Weather-Rite 
Sportswear Company, Inc., U.S.D.C., S.D.N.Y. 


On December 9, 1966, a member of the Trademark Trial 
and Appeal Board suspended proceedings in Cancellation 
8,738 ‘pending the final outcome”’ of the civil action be- 
tween the parties in the U.S. District Court for the South- 
ern District of New York ‘‘notwithstanding the fact that 
the Civil suit is not concerned with the cancellation of 
respondents’ registration here involved’’. 


Subsequently, on February 16, 1967, the defendant Rey- 
nolds, in the name of the Commissioner of Patents, denied 
plaintiff’s petition seeking the exercise of the supervisory 
authority of the Commissioner of Patents over the Trade- 
mark Trial and Appeal Board, to compel and to resume 
and go forward with the cancellation proceedings, to desig- 
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nate himself as a member of the Trademark Trial and 
Appeal Board to hear and decide further matters in the 
proceedings, and to conduct an oral hearing on the plain- 
tiff’s petition, thereby refusing the plaintiff’s requests and 
stating that the suspension of the Cancellation proceedings 
‘*does not deny the petitioner’s right to maintain the pres- 
ent proceedings’’ and that ‘‘at the most it merely delays 
the decision somewhat in the interest of avoiding unneces- 
sary work by the parties and the Patent Office.”’ 


Interrogatories were filed by the plaintiff on August 30, 
1967, to be answered by defendants, who, on September 
14, 1967, filed an opposition to and motion to strike interrog- 
atories which is considered on the bases of the foregoing 
facts, the memoranda of counsel, their oral argument, and 
the entire record. 


15 U.S.C. 1119 reads as follows: 


“In any action involving a registered mark the court 
may determine the right to registration, order the can- 


celation of registrations, in whole or in part, restore 
canceled registrations, and otherwise rectify the reg- 
ister with respect to the registrations of any party to 
the action. Decrees and orders shall be certified by 
the court to the Commissioner, who shall make ap- 
propriate entry upon the records of the Patent Office, 
and shall be controlled thereby. July 5, 1946, ¢. 540 
Title VI, § 37, 60 Stat. 440.”” 


In essence, the plaintiff is seeking a review of what ap- 
pears to be an interlocutory action on the part of the 
Patent Office. Since this action is obviously, by its very 
terms, not a final action, some doubt may be entertained 
as to whether, at this time, this Court has jurisdiction to 
entertain the action. Furthermore, doubt exists that, on 
such review, plaintiff would be entitled to go outside the 
record established in the Patent Office. But perhaps it 
could be argued that the interrogatories filed by the plain- 
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tli¥ seek to establish abuse of discretion or that the Patent 
Office has acted with finality. However, for reasons set out 
hereindelow, it is the view of the Examiner that one need 
not go into this question in deciding the matter presented 
by defendants* motion now before the Court. 


In the opinion of the Examiner, the present action funda- 
mentally raises the question of whether or not the Com- 
missioner of Patents exceeded his authority in suspending 
the Opposition proceedings in view of the pending New 
York litigation which, if concluded in favor of the plain- 
titf Goodyear, would give plaintiff complete relief by di- 
recting the Patent Office to cancel the subject registration, 
irrespective of any proceedings already, or to be, held 
in the Opposition in the U.S. Patent Office. 


The Interrogatories filed inquire into the powers, duties 
and authority of, and operations in, the Office of the Com- 
missioner of Patents with particular reference to the rul- 
ine of his office suspending proceedings because of the 


pendency of the New York District Court action. 


It would appear that the United States District Court 
for the Southern District of New York, in the action there 
pending, can order the Patent Office to dismiss the Cancel- 
lation proceedings in favor of Weather-Rite if it deter- 
mines that Weather-Rite is entitled to continue use of that 
trademark. Assuming this to be true, the Patent Office and 
the parties would be put to unnecessary expense, time and 
effort in continuing the Patent Office Cancellation proceed- 
ings since its determination is subject to modification by 
the decision to be rendered by the United States District 
Court for the Southern District of New York. See Avon 
Shoe Co., Inc. v. David Crystal, Inc., 171 F. Supp. 293, 
U.S.D.C., S.D.N.Y., February 9, 1959. 


This would be so even if the plaintiff in the New York 
case has not asked that Court for Cancellation. Thus it 
wonld seem that the pendency of the trademark litigation 
pending in the United States District Court for the South- 


ern District of New York is sufficient ground for suspend- 
ing proceedings in the United States Patent Office because 
that involves the same trademark which is contested in the 
Patent Office and thus involves ultimately the plaintiff’s 
rights, if any, to the Cancellation sought in Trademark 
Cancellation 8738. 


Therefore, at this time at least, the information sought 
by the plaintiff’s interrogatories has no relevancy to the 
basic issue involved nor could it lead to information which 
would benefit plaintiff. 


Therefore, it is RECOMMENDED, on this 24th day of Octo- 
ber, 1967, that the defendants’ opposition to, and motion to 
strike, interrogatories be sustained. 


Jou» H. Fixx 
Pretrial Examiner 


[Filed October 30, 1967] 


Plaintiff's Objections to Recommendation of Pretrial Exam- 
iner on Defendants’ Objections to and Motion to Strike 
Plaintiff's Interrogatories 


The Pretrial Examiner has recommended that defend- 
ants’ opposition to and motion to strike plaintiff’s Interrog- 
atories be sustained. Plaintiff objects to the recommenda- 
tion of the Pretrial Examiner and prays that the Court 
overrule defendants’ objections to plaintiff’s Interroga- 
tories and set a date by which defendants shall answer the 
Interrogatories. 


The recitation of facts set forth in the Pretrial Ex- 
aminer’s recommendation is incomplete as to certain mat- 
ters which are germane and essential to the merits of 
the case. The recitation not only omits all reference to 
representations made on behalf of the Commissioner of 
Patents in the antecedent civil action against the Commis- 


Ries 


sioner of Patents but also omits all reference to the fact 
that, contrary to established (unreported and reported) 
precedents’, proceedings were suspended in the cancella- 
tion over Goodyear’s objection, while unresolved and un- 
Gecided matters were in progress. Indeed, it completely 
ignores the fact that Weather-Rite did not move to suspend 
proceedings until after pretrial and discovery proceedings 
were initiated by Goodyear. 


The recitation of facts does include the salient point 
that the civil suit between Goodyear and Weather-Rite 
does not concern the registration sought to be cancelled in 
the suspended cancellation proceeding in the Patent Office. 


The Pretrial Examiner’s recitation of the background 
glosses over the fact that Goodyear petitioned the Com- 
missioner of Patents, in person, to exercise his supervisory 
authority over the Trademark Trial and Appeal Board 
and direct it to vacate its order suspending proceedings 
and to resume the cancellation and hear and decide it 


on its merits pursuant to the statutes and rules.* 


The purpose of plaintiff’s Interrogatories, among other 
things, is to ascertain the authority, if any, under which the 
First Assistant Commissioner of Patents acted on the peti- 
tion addressed to the Commissioner of Patents, in person. 
Since the hearing on defendants’ objections to the Interrog- 
atories, counsel for plaintiff has caused an investigation to 
be made to determine from the Federal Register the ex- 
tent to which, if any, the Secretary of Commerce assumed 


1 The Goodyear Tire ¢ Rubber Company v. The Commissioner of Patents, 
228 F. Sapp. 511, affd. 355 F. 2d 109, 122 App. D.C. 398, 1966, wherein 
the Solicitor for the Patent Office represented to the Trial Court and the 
Court of Appeals that Goodyear would have remedy by way of cancellation 
of the registration, when issued, pursuant to Section 14 of the Trademark 
Act in Hea of the right to oppose issuance of the registration pursuant to 
Section 13 of the Trademark Act. 


2G. D. Searle v. A. H. Robins, Opp. 41,125. 


23Certain other relief was also sought in the petition, but the principal 
relief sought was the resumption of proceedings. 
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functions of the Commissioner of Patents and the extent, 
if any, to which he delegated functions back to the Com- 
missioner. As indicated in the attached Appendix A, the 
last reference found with respect to delegation of au- 
thority was that recited in Sections 3.01, 3.02, 3.02a, 5.01 
and 5.04 of Department of Commerce Dept. Order 89-B 
as amended effective May 4, 1967 and published at 32 Fed. 
Reg. No. 95, pp. 7348 and 7349 dated May 17, 1967. No- 
where has any reference been found to the delegation by 
the Commissioner of Patents of the authority to the First 
Assistant Commissioner to act on petitions brought under 
Trademark Rule 2.146, albeit Rule 2.146(e) provides that 
such authority ‘‘may’’ be delegated. 


Even if the authority to act on Goodyear’s petition had 
been properly delegated to the First Assistant Commis- 
sioner, the essential facts pertaining to the inconsistency 
of the action of the First Assistant Commissioner in this 
case with actions taken in other cases must be developed 
to narrow the issues to be tried on the merits. 


The Pretrial Examiner expressed the thought that sus- 
pension of an administrative proceeding by executive fiat. 
over the objections of a party to the proceeding, ‘‘appears 
to be an interlocutory action’’ on the part of the agency. 
Not only does this observation go beyond the matter before 
the Pretrial Examiner, namely, a ruling on objections to 
Interrogatories, but also is premature since the Pretrial 
Examiner does not have all the facts of the case before 
him at this time. If, however, the defendants hold a similar 
view, the way is open for them to file a motion to dismiss 
on jurisdictional grounds. 


What constitutes the ‘‘record’’ on which a case is to be 
tried under the Administrative Procedure Act and the 
matters which would be admissible in evidence at the trial 
on the merits are not determinable until the issues are 
defined. The present action is not ready for pretrial and 
is not likely to he ready until normal discovery procedures 


ot 


are completed. Therefore, it is not the province of the 
Pretrial Examiner to prejudge the case on the merits, as 
he appears to have done on pages + and 5 of his recommen- 


dation. 


It has deen plaintiff's intention to bring on a Motion for 
Summary Judgment, at the appropriate time, and partic- 
ularly after it is ascertained that there are no material 
tacts in dispute. It is not feasible, however, to proceed 
in this manner if discovery of the relevant facts is thwarted 
oy the defendants, not on the ground that the facts are not 
available but on the ground that they think the burden of 
determining the cancellation issue should be borne by the 
judiciary rather than by the administrative branch, as pre- 
seribed by statute. 


Just to illustrate how ludicrous and inconsistent the de- 
fendants can be, the following is a description of the posi- 
tion taken by the Commissioner of Patents in another ac- 
tion where the Court did have a registration before it and 
the Patent Office, nevertheless, made the parties go through 


@ cancellation proceeding in the Patent Office, de novo, 
after the Court action had terminated. 


he District Court for the District of Maryland, in 
Wembley, Inc. v. Diplomat Tie Company, 216 F. Supp. 
565 (1963) held that one of the trademark registrations 
of plaintiff ‘-should have been denied’’ and that all that 
had been said applied with equal force to the second regis- 
tration involved. The Court even went so far as to say 
that the ‘‘registration of plaintiff’s marks was invalid’’. 
Nevertheless, the Court refused to ‘‘order the cancellation 
of [the] registrations’’ or to ‘‘rectify the Register with 
respect to the registrations’? as provided in Title 15 
U.S.C. 1119. 


Thereafter, Diplomat Tie Company (the successful de- 
fendant) filed a petition in the Patent Office to cancel the 
registrations involved in the civil action. The Patent Office 
refused to dismiss the petition and cancellation proceeding 
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and insisted that proceedings go forward, notwithstanding 
the fact that the Court proceedings had become final and 
the question of validity of the registrations had been 
litigated ‘‘by consent’’. 

In Wembley, Inc. v. Commissioner of Patents, 352 F. 2d 
941 (1965), 122 U.S. App. D.C. 273, the Court of Appeals 
of this jurisdiction ruled that the action of the Commis- 
sioner of Patents in refusing to apply F.R.C.P. Rule 13(a) 
and dismiss the action was an interlocutory matter and 
therefore was not ripe for judicial review under the Ad- 
ministrative Procedure Act*. 

Now, the Commissioner suspends proceedings in a pend- 
ing cancellation on the mere conjecture that the action of 
the District Court for the Southern District of New York 
may render the cancellation moot, even though registration 
to which the cancellation pertains has not been injected 
into the civil action by either party. 


The dilemma: Must Goodyear wait until the civil action 


in New York is concluded (even though the registration 
in question has not been injected into that case by either 
party) before it is entitled to due process before the 
Patent Office, as promised by the Solicitor in the antecedent 
civil action between Goodyear and the Commissioner, and 
as provided by Section 14 of the Trademark Act and as 
provided by the Commissioner’s own rules? 


Back to THE IssvE BEFORE THE PRETRIAL EXAMINER 


Having been forced, by the Pretrial Examiner’s excur- 
sion into the question of jurisdiction and the merits of 
the action, to go so deeply into the substance of the matter, 
we now return to the questions before the Court: 


*1t will bo noted that tho District Court originally held in favor of 
Wembley but, on the motion of the Commissioner of Patents to vacate the 
judgment in favor of plaintiff, reversed itself and held for the Commissioner 
of Patents on the ground that the ruling of the Commissioner was inter- 
locutory and that there was ‘‘no showing that injury would result from delay- 
ing judicial relicf until such time as the entire proceeding of which the deci- 
sion is a part can be concluded.’’ 235 F. Supp. 704, 705. 


AY) 


1. Is the government (in the person of the Commissioner 
of Patents and the First Assistant Commissioner of Pat- 
ents) immune from all discovery by way of written Inter- 
rogatories under the Federal Rules of Civil Procedure? 


2. If the government is not immune, are Interrogatories 
proper if they are directed to: 


2) The basis for the authority of the First Assistant 
Commissioner of Patents, in person, where such peti- 
tion is fled in accordance with the Patent Office rules 
and there has been no published delegation of authority, 
as far as counsel has been able to determine ; 


b) The facts as to actions taken by the Patent 
Office in other cases involving the same issue, to de- 
termine whether the action in the present case is in- 
consistent, arbitrary, capricious, contrary to statute or 
rule, or otherwise without reasonable basis. 


c) The facts (as distinguished from subjective judg- 


ment or department or agency policy) upon which the 
Patent Office acted in suspending the cancellation pro- 
ceeding while discovery proceedings were in process 
in the cancellation according to the Patent Office rule 
when the suspension occurred. 


d) The facts as to the representations made by the 
Solicitor on behalf of the Patent Office in the antecedent 
civil action to the effect that Goodyear could proceed 
with cancellation as soon as the registration issued. 


¢) The facts as to the representations made by the 
Solicitor on behalf of the Patent Office in the antecedent 
civil action in order that the arbitrariness and capri- 
ciousness of the action of the Patent Office in the pres- 
ent case may be established. 


3. As the question of jurisdiction may be raised at any 
time, and has now been raised by the Pretrial Examiner, a 
ruling of the Court on that question at this time is re- 


quested in order that the law of the case may be decided 
now rather than after lengthy proceedings and appeals. 
In this respect, the present case differs from Wembley v. 
Commissioner, supra, in that suspension of all proceedings 
is diametrically opposite from an interlocutory ruling which 
does not stop the administrative machinery in its tracks, 
leaving the aggrieved party without remedy to obtain the 
relief sought, namely cancellation of the registration by 
the only authority before whom the question of cancella- 
tion exists (or may ever exist). 


ConcLuUsION 


If ever there was a situation where ‘‘justice delayed is 
justice denied’’, this is it. Goodyear has done everything 
lawful and proper to have its cause determined. It now 
stands frustrated by an agency which not only refuses to 
honor its commitment made in open Court but also refuses 
to follow the mandate of the trademark statute and its own 
rules of practice. The agency is acting without justifica- 


tion in fact, in law or common decency in its refusal to 
perform the duty which its officers duly swore they would 
perform. 


An order of this Court compelling defendants to answer 
the Interrogatories will move the controversy closer to 
conclusion and, hopefully, shorten the pendency of what 
has already been proved to be too lengthy cavillacious en- 
counter between plaintiff and the officials of the United 
States Patent Office over their failure or refusal to perform 
the duties with which they are charged by law. 


Respectfully, 


Tue Goopyear TrrE & RuBBER CoMPANY 


By 
Francis C. Browne 
Counsel for Plaintiff 
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{Filed October 31, 1967] 

Addendum to Plaintiff's Objections to Recommendation of Pre- 
trial Examiner on Defendants’ Objections to Plaintiff's 
Interrogatories 

Reference has been made in the third and fourth lines 
of page 3 of Plaintitf’s Objections filed herein on October 
dO, 1967 to an Appendix A, which is a reproduction of 

Commerce Department Order 89-B, published in the Fed- 

eral Register on May 17, 1967, effective May 4, 1967. The 

reproductions were inadvertently omitted from the paper 
previously filed and are submitted herewith for the con- 
venience of the Court and defendants. 


Inasmuch as the Court might, in any event, take judicial 
notice of the Federal Register publication of this Depart- 
ment Order, the addition of this reproduction at this time 
should not be objectionable. 


There is also attached hereto for the convenience of 
the Court, and marked Appendix B, a copy of the sole 


opinion upon which the Pretrial Examiner bases his recom- 
mendation that defendants’ objections to plaintiff’s Inter- 
rogatories be sustained. 


It will be observed that the case relied upon by the Pre- 
trial Examiner was not cited or relied upon by either 
party in their memoranda, but apparently was drawn upon 
by the Pretrial Examiner as justification for his excur- 
sion into the merits of the case rather than confining his 
recommendation to the disposition of defendants’ objec- 
tions to the Interrogatories. 


In the cited case (loc. cit. page 297, column 1, seventh 
full paragraph, subparagraph [2]), it is clear that the 
District Court had before it a prayer for relief under Title 
15, United States Code, Section 1119 by virtue of de- 
fendants’ counterclaims. This essential fact is not present 
in the pleadings in the civil action between Goodyear and 
Weather-Rite in New York. Neither is there any reference 


in the Patent Office record to the civil litigation except the 
reference made thereto by Weather-Rite when it sought 
suspension of the cancellation. 


The Pretrial Examiner goes far beyond the Avon Shoe 
case (Appendix B) and commits error in saying that the 
United States District Court for the Southern District of 
New York ‘‘can order the Patent Office to dismiss the can- 
cellation proceedings in favor of Weather-Rite’’ and that 
the determination of the cancellation proceeding by the 
Patent Office ‘‘is subject to modification by the decision to 
be rendered by the United States District Court for the 
Southern District of New York.’’ 


The United States District Court for the Southern Dis- 
trict of New York has nothing before it to even indicate 
that a cancellation proceeding has been instituted in the 
Patent Office or that the registration sought to be can- 
celled is even in existence. How, therefore, could that 
District Court possibly have cognizance or jurisdiction of 


proceedings in the Patent Office about which it knows noth- 
ing? Indeed, the Patent Office would be the first to object 
if the District Court, without basis in the pleadings and 
without opportunity to appear in that Court and be heard, 
ordered the Patent Office to do anything or refrain from 
doing anything. 


The Patent Office insists that the Interrogatories pro- 
pounded by plaintiff must be limited to matters on the In- 
terrogatories propounded by plaintiff must be limited to 
matters on the record made in the cancellation. Yet the 
very action taken by the Patent Office which gives rise to 
the present suit is based on a matter outside the record 
of the cancellation, no reference to the pending civil ac- 
tion being present in the petition for cancellation or 
Weather-Rite’s pleading in response thereto. 


It therefore approaches absurdity for the Pretrial Ex- 
aminer to hold that the District Court for the Southern 
District of New York could order the Patent Office to dis- 
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miss the pending (but suspended) cancellation proceeding 
“even tf the plaintiff in the New York case has not asked 
that Court for cancellation.”’* On the one hand, he ques- 
tions the jurisdiction of this Court to entertain the present 
action, yet tries to confer jurisdiction on another Court to 
order a party not before it to do something with respect to 
a matter which is not even involved in or referred to in 
the litigation pending before it. 


Plaintiff prays, therefore, that the defendants’ objections 
to plaintiff's Interrogatories be overruled and, in the 
event the Court takes up the question of jurisdiction at 
this time or goes into the merits of the case, the law of 
the case regarding jurisdiction be settled and the defend- 
ants be advised or ordered to resume the cancellation pro- 
ceeding without the necessity for further pretrial, dis- 
covery or interlocutory proceedings or full trial on the 
merits before this Court. 


Respectfully, 


Tre Gooprear Tree & RusBer ComPaNy 


By 
Francis C. Browne 
Counsel for Plaintiff 


* Emphasia plaintiff ’s. 
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APPENDIX A 


DEPARTMENT OF COMMERCE 
OFFICE OF THE SECRETARY 


(Dept. Order 89-B] 
Patent OFFICE 
ORGANIZATION AND FUNCTIONS 


The following material supersedes the material appear- 
ing at 31 F.R. 6751-6752 of May 5, 1966; 31 F.R. 10702 
of August 11, 1966; and 31 F.R. 15550 of December 9, 1966. 


Section 1. Purpose. The purpose of this order is to 
prescribe the organization and assignment of functions 
within the Patent Office. 


Src. 2. Organization structure. The organization struc- 
ture and line of authority of the Patent Office shall be as 
depicted in the attached organization chart. 


Sec. 3. Functions of the Office of the Commissioner. 01. 
The Commissioner determines the policies and directs the 
programs of the Patent Office and is responsible for the 
conduct of all activities of the Patent Office. 


.02. The Assistant Commissioners shall perform the 
duties pertaining to the Office of the Commissioner assigned 
to them by the Commissioner under his prior and continu- 
ing authority. Principal functions assigned to the Assistant 
Commissioner are: 


a. The First Assistant Commissioner shall provide ad- 
ministrative and policy direction to the Office of the Solici- 
tor, the Board of Appeals, the Board of Patent Interfer- 
ences, the Trademark Trial and Appeal Board, and the 
Trademark Examining Operation. 


b. An Assistant Commissioner shall provide administra- 
tive and policy direction to the Office of Patent Classifica- 
tion, Office of Patent Services, Office of Examining and 
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Classifying Control, and to each of three patent examining 
operations (Chemical, Electrical, and Mechanical). 


ce. An Assistant Commissioner shall provide administra- 
tive and policy direction to the Office of Information Serv- 
ices, the Office of Legislative Planning, and the Office of 
International Patent and Trademark Affairs. 


.03. Administrative and policy direction of organization 
components of the Patent Office not delegated to an Assist- 
ant Commissioner in paragraph .02 of this section, is re- 
served in the Commissioner. 


Sec. 4. Functions of offices reporting to the Commis- 
sioner .01 The Office of Planning and Programing shall 
provide the principal assistance to the Commissioner in 
planning and developing the major programs of the Patent 
Office to accomplish its objectives and enhance its role and 
effectiveness in carrying out the purposes of the patent 
system; provide overall coordination of internal program 
planning in support of Office-wide objectives, preparing 
pertinent guidelines governing such effort including PPBS 
as well as immediate and extended range program stages; 
initiate and conduct or coordinate the conduct of special 
studies and analyses required for formulating, reviewing, 
and appraising program plans and projections of goals, 
making use of the Organization and Systems Analysis Di- 
vision or other most appropriate available resources for 
this purpose. 


.02 The Office of Internal Audit shall conduct a continu- 
ing program of independent, objective, and constructive 
comprehensive internal audits of the operating, adminis- 
trative, and financial activities of the Patent Office to de- 
termine whether in the direction and execution of these 
activities they are being carried out effectively, efficiently, 
and economically and in conformance with applicable laws, 
administrative rules and regulations, operating procedures, 
policy, and sound administrative practice; report findings 
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and make appropriate recommendations for corrective 
action. 


03 The Office of Research, Development, and Analysis 
shall plan and conduct a comprehensive operations improve- 
ment program aimed at achieving maximum effectiveness 
in fulfilling the current and future objectives of the Patent 
Office. The responsibilities of this Office shall be carried 
out through the Office of the Director and the following 
Divisions: 


a. The Research and Development Division shall identify 
areas of needed research, formulate approaches to research 
problems, conduct research (or monitor research carried 
out under contract), design and install experimental sys- 
tems, new equipment, or other products of research, and 
evaluate their effectiveness after installation. Major re- 
search and development efforts are aimed at development 
of automated search and retrieval systems and more effec- 
tive dissemination of stored information to Patent Office 
examiners, the patent profession, and the scientific com- 
munity. 


b. The Organization and Systems Analvsis Division, a 
staff organization serving the entire Patent Office, shall pro- 
vide analytical and system research for management in 
developing and implementing improvements in methods, 
procedures, systems, organization and corresponding fune- 
tional alignment, and manpower and equipment utilization 
to resolve operational problems, achieve efficiency, economy, 
and effectiveness in operations, and strengthen manage- 
ment practices; develop information systems providing 
data for management in planning and programming future 
requirements, in exercising day-to-day operational control, 
and in measuring and evaluating the effectiveness of pro- 
grams and policies; develop cost-benefit data and apply 
new system concepts; design and develop systems utilizing 
automatic data processing equipment ; analyze and interpret 
systems data; and perform related activities and functions. 


6+ 


ce. The Automatic Data Processing Division shall provide 
data processing services to other elements of the Patent 
Office. It shall be responsible for operation, support, and 
maintenance of all general purpose automatic data process- 
ing equipment except that which may be assigned to other 
elements for data collection or which is integral to process 
control systems of the Patent Office. Its functions shall 
also include writing and testing of computer programs, 
maintaining a comprehensive library of programs includ- 
ing those provided by other elements of the Office, develop- 
ing special utility routines, and defining needs for new 
equipment or modification of existing units. 


0+ The Office of Administration shall be responsible for 
overall Patent Office administrative functions. These func- 
tions shall be carried out, as indicated, in the following 
Division which constitute the Office of Administration: 


a. Administrative Services Division shall provide Office- 
wide services including the procurement and supply of 


equipment, furnishings, and consumable items; the pro- 
eurement of property and services through formally adver- 
tised and negotiated contracts; space and facilities manage- 
ment: communications; travel and transportation services; 
mail, messenger, and general correspondence services; pro- 
curement and supply of graphic services and administrative 
printing, including office forms and publications. This Di- 
vision is also responsible for carrying out a comprehensive 
paper work management program in the Patent Office, em- 
bracing forms, reports, directives and records. 


b. Budget and Finance Division and also provide staff 
assistance in the development, application and execution of 
budgetary and fiscal policies and programs; conduct ac- 
counting operations for revenue, trust funds, and the Pat- 
ent Office appropriation; and administer payroll and re- 
lated employee accounts. 


c. Personnel Division shall administer activities relating 
to recruitment, placement, employee relations, training and 
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career development, incentive awards, performance rating, 
position classification and wage administration, group- 
management relations, and various employee benefit pro- 


grams. 


Sec. 5. Functions of offices reporting to the First As- 
sistant Commissioner. .01 The Office of the Solicitor com- 
prises the Solicitor, who is the chief legal Officer for the 
Patent Office and his professional associates. This Office 
shall handle all litigation to which the Commissioner is a 
party and provide all other required legal services includ- 
ing drafting of legislation and advice and assistance on 
legislative matters. 


.02 The Board of Appeals shall conduct hearings and 
render decisions on appeals from adverse decisions of ex- 
aminers rejecting claims in patent applications. 


.03 The Board of Patent Interference shall conduct pat- 
ent interference proceedings and make final determination 
in the Patent Office as to priority of invention. The Board, 


also, shall decide questions concerning property rights in 
inventions in the atomic energy and space fields brought 
before it under the provisions of 42 U.S.C. 2182 and 2497 
(d) and (e). 


.04 The Trademark Trial and Appeal Board shall be re- 
sponsible for hearing and deciding adversary proceedings 
involving interfering applications, oppositions to registra- 
tion, cancellation petitions, and concurrent use proceedings 
and for hearing and deciding appeals from final refusals of 
the trademark examiners to allow the registration of trade- 
marks 


05 The Trademark Examining Operation shall be re- 
sponsible for the elassification and examination of applica- 
lions for the registration of trademarks and service marks 
and the maintenance of the principal and supplemental 
register of trademarks. 
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SS of offices reporting to an Assistant 
.OL The Office of Examining and Classifying 
Control sh all decelop procedures and quality and quantity 
standards relating to the conduct of the examination fune- 
tion; evaluate examiner compliance with such standards; 
in new eXaminers in patent practice and procedure; 
late and provide general direction for implementing 
elassifeation programs; and provide logistic support for 

doeumenting and effecting search file provisions. 


02 There are three Examining and classifying Opera- 
tions, respectively stated: Chemical, Electrical, and Me- 
ial, each of which shall examine patent applications 
its generic category and shall have technical re- 
ility for perfecting and updating the classification of 
patents within its cognizance, subject to overall plans and 
policies. An Examining Operation comprises an Office of 
he Director, including a division charged with the classi- 
on functions, and a number of examining groups, each 
representing a broad field of invention within a generic 
category and having jurisdiction over several examining 
subdivisions representing art groupings. 


.03 The Office of Patent Services shall review incoming 
applications for compliance as to form, assign applications 
to appropriate examining units, issue patent grants, record 
instruments transferring property rights in patents and 
trademarks, provide drafting services, furnish copies of 
patents and office records, maintain a search room for 
public use in searching and examining patents, coordinate 
the mailing of examiner’s actions and cited reference mat- 
ter, and maintain a Scientific Library to provide pertinent 
technical and scientific information to patent and trade- 
mark examiners and for public reference. 


Sec 7. Functions of offices reporting to an assistant 
commissioner. 01 The Office of Information Services shall 
advise and represent the Commissioner on information 
matters; conduct programs fostering public understanding 
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of the American patent system and the functions, services 
and publications of the Patent Office; develop publication 
policies; provide direction and assistance in developing new 
and revised publications; and assure conformity with 
policies, regulations, and standards concerning publications 
and publication practices. 


.02 The Office of Legislative Planning shall make studie= 
and advise the Commissioner on matters which may re- 
quire legislative action and, in cooperation with the Office 
of the Solicitor, shall plan and conduct the legislative pro- 
gram of the Patent Office under applicable Department and 
Administrative Orders. 


.03 The Office of International Patent and Trademark 
Affairs shall make policies and advise on policy and action 
concerning international patent and trademark matters. 


Effective date: May 4, 1967. 


Davi R. Batpwry, 


Assistant Secretary for 
Administration. 


[F. R. Doc. 67-5458; Filed, May 16, 1967; 8:45 a.m.] 


[Filed November 8, 1967] 


Defendants’ Answer to Plaintiff's Objections and Addendum to 
Recommendation of Pretrial Examiner on Defendants’ Ob- 
jections to Plaintiff's Interrogatories 


The Pretrial Examiner has recommended that defend- 
ants’ opposition to and motion to strike plaintiff's inter- 
rogatories be sustained. Defendants submit that the 
Pretrial Examiner's recommendation is sound in law, that 
it should be adopted, and that plaintiff’s objections thereto 
should be overruled. 


6s 


After summarizing the nature of this action and the 
underlying history of plaintiff's suspended trademark 
cancellation proceeding in the Patent Office, the Pretrial 
Examiner based his recommendation on the fact that the 
same trademark attacked by plaintiff in that proceeding 
is also involved in pending litigation between plaintiff and 
the registrant in the United States District Court for the 
Southern District of New York, which court has ample 
authority under 15 U.S.C. 1119 to ‘torder the cancellation 
of registrations, . . . and otherwise rectify the register 
with respect to the registrations of any party to the 
action."" As noted, ‘tthe Patent Office and the parties 
Would be put to unnecessary expense, time and effort in 
continuing the Patent Office Cancellation proceedings since 
its determination is subject to modification by the decision 
to be rendered by the United States District Court for the 
Southern District of New York.’? Though this finding 
may go to the merits of the present action seeking resump- 
tion of the cancellation proceedings, it is nonetheless apt. 
The Pretrial Examiner concluded that ‘‘at this time at 
least, the information sought by the plaintiff’s interroga- 
tories has no relevancy to the basic issue involved nor 
could it lead to information which would benefit plaintiff.’’ 


The mark involved in plaintiff’s Cancellation proceed- 
ing is ‘*‘GOODYEAR DELUXE BY WEATHERITE,”’ 
covered by Registration 811, 725, issued on July 26, 1966 
to Weather-Rite Sportswear Co., Inc. A copy of this 
registration is appended hereto as Exhibit A. 


In asking the Patent Office to suspend plaintiff’s Can- 
cellation proceeding against the foregoing registration, the 
registrant submitted copies of the complaint and its answer 
thereto in Crom Action No. 65 Crv. 476 in the United 
States District Court for the Southern District of New 
York, captioned Tue Gooprzar Tre & Russer Company 
v. WeaTHERITE Sportswear Co., Inc. In that complaint, 
plaintiff alleged that defendant Weather-Rite had imported 
specified rubber goods so labeled as to include notations 
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such as “GOODYEAR DE LUXE By Weatherite”’ 
(Paragraph 13) and that Weather-Rite ‘‘had falsely 
represented by using an encircled letter ‘R’ in connection 
with ‘GOODYEAR DE LUXE By Weatherite’ that such 
notation is or was registered as a trademark in the United 
States Patent Office’? (Paragraph 24). As part of the 
relief sought, plaintiff prayed for a permanent injunction 
against Weather-Rite ‘‘From using GOODYEAR in any 
manner whatsoever . . . in the manufacture, advertising, 
sale, labelling, or other identification of goods not of 
Plaintiff’s manufacture’? (Prayer I-c). In its answer, 
Weather-Rite summarized its efforts as of then to register 
the mark ‘*Goodyear Deluxe by Weatherite,’’ as well as 
frustrations thereof attributable to plaintiff (paragraphs 
50, 52-56, and 59-62). Weather-Rite pleaded ‘‘jurisdiction 
for a declaratory judgment and for an order directing the 
rectification of the Trademark Register of the Patent Office 
farising] under Title 28 U.S.C. 2201 and the Trademark 
Act of 1946, 15 U.S.C. 1119 and 1121’’ (paragraph 69). 
Further, Weather-Rite counter-claimed for cancellation of 
at least twenty of plaintiff’s registered trademarks, ‘‘and 
that the Trademark Register of the Patent Office be 
rectified accordingly’’ (paragraph 93, prayer C). Hence, 
it is evident that jurisdiction under 15 U.S.C. 1119 has been 
invoked in the noted suit, and that Weather-Rite’s mark 
“Goodyear Deluxe by Weatherite’’ is involved therein. 


Under Section 37 of the Lanham Trademark Act (15 
U.S.C. 1119), ‘‘all questions in respect to a registered trade- 
mark may be determined in one proceeding, thus pre- 
venting vexatious and harassing litigation as well as saving 
time, expense and inconvenience to the parties and to the 
courts and Patent Office tribunals.’? Simmonds Aero- 
cessories, Lid. v. Elastic Stop Nut Corporation of America 
(CA 3, 1958), 257 F.2d 485, 491; 118 USPQ 187, 191. As 
specified by that section, ‘‘[d]eerees and orders shall be 
certified by the court to the Commissioner, who shall 
make appropriate entry upon the records of the Patent 
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Offee. and shall be controlled thereby.’? The Commis- 
sioner is not a necessary or proper party, but is nonethe- 
less, by the express language of the statute, governed by 
the court's ruling under this section. Avon Shoe Co. v. 
? Crystal. Inc., 171 F. Supp. 293, cited by the Pre- 
trial Examiner. clearly illustrates this statutory authority. 
There. in Conclusion of Law XI, the Court entered judg- 
ment directing **the Commissioner of Patents (in accord- 
ance with the provisions of 15 U.S.C.A. $1119) to dismiss 
and dissolve the pending opposition of plaintiff Avon 
Shoe Co. Inc. to the registration of the mark ‘Haymaker’ 
for items of women’s sportswear and to issue registration 
to defendant Haymaker Sports, Inc. of said mark . . .”’ 
(Plaintit¥’s Addendum .., Ex. B, Final page). As cor- 
reetly noted by the Pretrial Examiner, ‘‘the United States 
District Court for the Southern District of New York, in 
action there pending, can order the Patent Office to 
dismiss the Cancellation proceedings in favor of Weather- 
ite if it determines that Weather-Rite is entitled to 
continue use of that trademark.’’ Alternatively, should 
that court rule for plaintiff, its judgment could direct the 
Commissioner to cancel the subject registration. 


In view of the foregoing, it is clear that plaintiff had 
the right and might reasonably have been expected to 
exercise that right to seek cancellation of Weather-Rite’s 
registration in the already pending civil action in New 
York upon issuance of that registration. Instead, plaintiff 
sought cancellation thereof in the Patent Office under 15 
U.S.C. 1064, thereby opening up a needless second front 
against Weather-Rite. In line with its pretense that action 
in the administrative agency is the only avenue open to it 
for seeking cancellation of Weather-Rite’s registration, 
plaintiff contends that ‘‘[t]he United States District Court 
for the Southern District of New York has nothing before 
it to even indicate that . . . the registration sought to 
be cancelled is even in existence.’’ If so, then the ques- 
tion reasonably arises as to why plaintiff did not apprise 


71 


that court of the registration, since the trademark is 
certainly involved in the pending suit. Having failed to 
acquaint that court with that important fact, plaintiff’s 
request for equitable relicf from this court appears 
tainted by the withholding from another court of per- 
tinent information. 


In suspending plaintiff’s Cancellation proceeding at the 
request of the registrant Weather-Rite, the Patent Office 
deferred to the broader jurisdiction of the District Court 
in New York, and might be said to have anticipated an 
injunction thereby against plaintiff’s prosecution of its 
Cancellation proceeding. In Dwinell-Wright Co. v. National 
Fruit Product Co., Inc. (CA 1, 1942), 129 F.2d 848, the 
court affirmed an order enjoining a defendant in a trade- 
mark infringement action from prosecuting a later-filed 
Cancellation proceeding against plaintiff’s registration 
in the Patent Office, notwithstanding the Commissioner’s 
refusal to suspend that proceeding on plaintiff’s motion. 
While the Cancellation proceedings had initially been 
suspended by the an examiner at the request of plaintiff- 
registrant, ‘‘the defendant petitioned that the Commis- 
sioner of Patents . . . vacate the stay of proceedings 
granted by the latter,’’ and ‘‘[t]his petition was granted 
and the Assistant Commissioner of Patents . . . over- 
ruled and vacated the order staying the cancellation pro- 
ecedings.’’ The Commissioner's refusal to stay proceed- 
ings was in turn effectively overruled by the court’s 
injunction. ‘‘Neither party asked the district court for 
affirmative relief by way of cancellation of the other’s 
trademark registrations under 15 U.S.C.A. $102 [now 
15 U.S.C. 1119].”’ After noting prior judicial condemna- 
tion of needless duplicative litigation, the appellate court 
said ‘‘[e]learly it is just as harassing and vexatious, and 
there is just as much waste and duplication of effort in- 
volved in twice trying the same issue between the same 
parties, whether the second trial is before an administra- 
tive tribunal or before a court . ... .”? The common issue, 
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of course, Was validity of a trademark registration. An 
essentially parallel situation obtains here between plaintiff 
and Weather-Rite. 


The foregoing Dwinell-Wright Co. case also illustrates 
the fact that it is established practice in the Patent Office 
of long standing for an Assistant Commissioner to act 
for the Commissioner on petitions to the latter. The 
authority of the Assistant Commissioner to act on such 
petitions cannot be circumvented or challenged by peti- 
tioning to the Commissioner ‘in person.’? Stapleton v. 
Duell, (1901) 17 App. D.C. 575. There can be no serious 
question that defendant Reynolds, as First Assistant 
Commissioner, exercised properly delegated authority 
under 35 U.S.C. 3 in ruling on plaintiff’s petition to the 
Commissioner ‘tin person.’? His authority is reflected by 
Dept. Order S89-B, 31 F.R. 6751-6752, May 5, 1966 (copy 
attached as Exhibit B). Under Sec. 5.04 of that order, 
procedural rulings in Cancellation proceedings are re- 
viewable by the First Assistant Commissioner on petition 
to the Commissioner. The effective date of that order 
revision was April 13, 1966, and no relevant change was 
effected therein through February 16, 1967, when defend- 
ant Reynolds ruled in the present matter. The revision 
noted by plaintiff (Addendum. .., Ex. A) is comparable, 
but came afterwards. 


The Pretrial Examiner’s comments concerning the 
possible lack of finality of the agency action complained 
of, and also whether plaintiff would be entitled in this 
action to go beyond the record of the Cancellation pro- 
ceeding by way of admissible evidence, did not serve as 
bases for his recommendation. Hence, no extended dis- 
cussion is deemed necessary. Should this Court consider 
defendants’ suspension of plaintiff’s Cancellation pro- 
ceeding to be interlocutory in character, akin to a tem- 
porary postponement of trial in the Patent Office at the 
request of the respondent Weather-Rite, then jurisdiction 
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here under the Administrative Procedure Act may be 
lacking. Note Phillips Petroleum Co. v. Brenner, Comr. 
Patents (CA DC, June 29, 1967) —— F.2d ——, 154 
USPQ 211. While defendants have not challenged this 
Court’s jurisdiction as to Prayers A and C seeking re- 
sumption of the suspended Cancellation proceedings, 
defendants have and do contend that no discovery is 
warranted in this action under the Administrative Pro- 
cedure Act, where at most the Court should consider the 
record made before the agency. This is in line with 
observations made concerning judicial review under that 
Act in United States v. Bianchi € Co., 373 U.S. 709, 715- 
716. Review limited to the agency record is particularly 
appropriate here, where Weather-Rite is not a party and 
its motion for suspension would actually be reviewed. 
Where no new evidence may be admitted, interrogatories 
have been held irrelevant. Walled Lake Door Co.v.U.S., 
(DC Mich., 1962) 31 F.R.D. 258. 


The Pretrial Examiner made no comment on defendants’ 
specific objections to plaintiff’s interrogatories, as repre- 
sented by defendants’ Points 8-19. Hence, no discussion 
thereof would be warranted here. 


Respectfully submitted, 


JosEPH ScHIMMEL, Solicitor 
U.S. Patent Office, 
Attorney for Defendants 
November 8, 1967 


74 
EXHIBIT A 
UNITED STATES PATENT OFFICE 
$11,725 
Registered July 26, 1966 


Principal Register 
Trademark 


Ser. No. 172,441, filed July 3, 1963 


GoopyEar DELUXE 
By WeEaTHERITE 


Weather-Rite Sportswear Co., Inc. (New York corporation) 
657 Broadway 
New York 12, N.Y. 


For: Rainwear—Namely, Raincoats, Rainsuits, Rainhats, 
Ponchos, and Waterproof Fishing Shirts, Hunting Shirts, 
Vests and Jackets, Sport Jackets, Boots, Shoes and Over- 
shoes, and Ground Cloths—in Class 39. 


First use in or about February 1958; in commerce in or 
about February 1958. 


Applicant disclaims the words ‘‘Goodyear Deluxe By’’ 
separate and apart from the mark. 


EXHIBIT B 
[Dept. Order 89-B] 
PATENT OFFICE 
ORGANIZATION AND FUNCTIONS 


The following material supersedes the material appear- 
ing at 30 F.R. 11152-11153 of August 28, 1965. 


Sectios 1. Purpose. The purpose of this order is to 
prescribe the organization structure and to assign functions 
within the Patent Office. 
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Sec. 2. Organization. The Patent Office shall consist of 
the following organization units: 
. Office of the Commissioner of Patents. 
. Commissioner of Patents. 
2. First Assistant Commissioner of Patents. 


. Assistant Commissioner of Patents (2) (Officers re- 
porting to the Commissioner). 


b. Office of Internal Audit. 
ce. Office of Research, Development, and Analysis. 


d. Office of Administration (Offices reporting to the First 
Assistant Commissioner). 


e. Office of the Solicitor. 


f. Board of Appeals. 


g. Board of Patent Interferences. 


h. Trademark Trial and Appeal Board. 


i. Trademark Examining Operation (Offices reporting to 
an Assistant Commissioner). 


j. Office of Patent Classification. 

k. Office of Patent Services. 

1. Office of Examining Control. 

m. Chemical Examining Operation. 

n. Electrical Examining Operation. 

o. Mechanical Examining Operation. 

p. Office of Information Services. 

q. Office of Legislative Planning. 

r. Office of International Patent and Trademark Affairs. 


Src. 3. Functions of the Office of the Commissioner. 
.01 the Commissioner determines the policies and directs 
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: of the Patent Office and is responsible for the 
conduet of all activities of f the Patent Office. 


02 The Assistant Commissioners shall perform the 
ies miners « to the Oftice of the Commissioner assigned 
om Ese he Commissioner under his prior and continuing 
Principal functions assigned to the Assistant 


tissioners are: 


a. ea First Assistant Commissioner shall provide ad- 
ministrative and policy direction to the Office of the 
Solicitor. the Board of Appeals, the Board of Patent Inter- 
ferences, the Trademark Trial and Appeal Board, and the 
Trademark Examining Operation. 


b. An Assistant Commissioner shall provide adminis- 
trative and policy direction to the Office of Patent Clas- 
sifcation. Office of Patent Services, Office of Examining 
Control. and to each of three patent examining operations 
(Chemical, Electrical, and Mechanical). 


¢. An Assistant Commissioner shall provide administra- 

tive and policy direction to the Office of Information Serv- 

ices, the Office of Legislative Planning, and the Office of 
nternational Patent and Trademark Affairs. 


03 Administrative and policy direction of organization 
components of the Patent Office not delegated to an Assist- 
ant Commission in paragraph .02 of this section, is reserv ed 
in the Commissioner. 


Sec. 4. Functions of offices reporting to the Commis- 
sioner. .01 The Office of Internal Audit shall conduct a 
inuing program of independent, objective, and con- 
seractive comprehensive internal audits of the operating, 
administrative, and financial activities of the Patent Office 
to determine whether in the direction and execution of 
these activities they are being carried out effectively, 
efficiently, and economically and in conformance with 
applicable laws, administrative rules and regulations, 
operating procedures, policy, and sound administrative 
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practice; report findings and make appropriate recom- 
mendations for corrective action. 


02 The Office of Research, Development and Analysis 
shall plan and conduct a comprehnsive operations improve- 
ment program aimed at achieving maximum effectiveness 
in fulfilling the current and future objectives of the Patent 
Office. The responsibilities of this office shall be carried 
out through the Office of the Director, which shall also be 
responsible for providing mechanized data processing 
services, and the following Divisions: 


a. The Research and Development Division shall identify 
areas of needed research, formulate approaches to research 
problems, conduct research (or monitor research carried 
out under contract), design and install experimental 
systems, new equipment, or other products of research, 
and evaluate their effectiveness after installation. Major 
research and development efforts are aimed at develop- 
ment of automated search and retrieval systems and more 
effective dissemination of stored information to Patent 
Office examiners, the patent profession, and the scientific 
community. 


b. The Organization and Systems Analysis Division, as 
a staff organization serving the entire Patent Office, pro- 
vides analytical and system research resources for manage- 
ment in developing and implementing improvements in 
methods, procedures, systems, organization, and man- 
power and equipment utilization to resolve operational 
problems, achieve improved efficiency, economy, and 
effectiveness in operations, and strengthen management 
practices; develops information for management planning, 
evaluation, program budgeting, and control; aids in 
planning to meet future requirements; develops cost- 
benefit system applications of new technology; and per- 
forms related functions. 


.03 The Office of Administration shall be responsible for 
overall Patent Office administrative functions. These fune- 
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tions shall be carried out, as indicated, in the following 
Divisions which constitute the Office of Administration: 

a. Administrative Services Division shall provide office- 
wide services including the procurement and supply “ot 
equipment, furnishings, and consumable items; the pro- 
‘urement of property and services through formally ad- 
vertised and negotiated contracts; space and facilities 
management: communications; travel and transportation 
services: mail, messenger, and general correspondence 
services; procurement and supply of graphic services and 
administrative printing, including office forms and pub- 
lieations. This Division is also responsible for carrying 
out a comprehensive paperwork management program in 
the Patent Office, embracing forms, reports, directives and 
records. 


b. Budget and Finance Division shall provide staff as- 
sistance in the development, application and execution of 
budgetary and fiscal policies and programs; conduct ac- 


counting operations for revenue, trust funds, and the Pat- 
ent Office appropriation; and administer payroll and re- 
lated employee accounts. 

c. Personnel Division shall administer activities relating 
to recruitment, placement, employee relations, training and 
career development, incentive awards, performance rating, 
position classification and wage administration, group- 
management relations and various employee benefit pro- 
grams 

Sec. 5. Functions of offices reporting to the First As- 
sistant Commissioner. 01 The Office of the Solicitor com- 
prises the Solicitor, who is the chief legal officer for the 
Patent Office and his professional associates. This Office 
shall handle all litigation to which the Commissioner is a 
party and provide all other reqnired legal services in- 
cluding advice and assistance on legislative matters. 

02 The Board of Appeals shall conduct hearings and 
render decisions on appeals from adverse decisions of ex- 
aminers rejecting claims in patent applications. 
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.03 The Board of Patent Interferences shall conduct 
patent interference proceedings and make final determina- 
tion in the Patent Office as to priority of invention. The 
Board, also, shall decide questions concerning property 
rights in inventions in the atomic energy and space fields 
brought before it under the provisions of 42 U.S.C, 2182 
and 2457 (d) and (e). 


.04 The Trademark Trial and Appeal Board shall be 
responsible for hearing and deciding adversary proceed- 
ings involving interfering applications, oppositions to regis- 
tration, cancellation petitions, and concurrent use pro- 
ceedings; and for hearing and deciding appeals from final 
refusals of the trademark examiners to allow the regis- 
tration of trademarks. 


.05 The Trademark Examining Operation shall be re- 
sponsible for the classification and examination of appli- 
cations for the registration of trademarks and service 
marks and the maintenance of the principal and supple- 
mental registers of trademarks, 


Sec. 6. Functions of offices reporting to an Assistant 
Commissioner. .01 The Office of Examining Control shall 
develop procedures and quality and quantity standards 
relating to the conduct of the examination function; evalu- 
ate examiner compliance with such standards: and train 
new examiners in patent practice and procedures. 


02 The Office of Patent Classification shall be respon- 
sible for developing a system for the classification of pat- 
ents in the various useful arts and insuring the effective 
use of this system in the classification of issued patents. 


.03 The Office of Patent Services shall review incoming 
applications for compliance as to form, assign applications 
to appropriate examining units, issue patent grants, re- 
cord instruments transferring property rights in patents 
and trademarks, provide drafting services, furnish copies of 
patents and office records, maintain a search room for 
public use in searching and examining patents, coordinate 


Nil 


the mailing of examiner’s actions and cited reference mat- 
ter, and maintain a Scientitie Library to provide pertinent 
technical and scientific information to patent and trade- 
mark examiners and for public reference. 


(Ot There are three Examining Operations respectively 
the Chemical, Electrical, and Merchanical each of which 
shall examine patent applications falling in its generic 
eategory. An Examining Operation comprises a number 
of groups, each representing a broad field of invention with- 


a generie category and having jurisdiction over several 
examining subdivisions representing are groupings. 


ssc. 7. Functions of offices reporting to an Assistant 
Commissioner. .01 The Office of Information Services 
shall advise and represent the Commissioner on informa- 
tion matters; conduct programs fostering public under- 
standing of the American patent system and the functions, 
services and publications of the Patent Office; develop pub- 
lication policies; provide direction and assistance in de- 


veloping new and revised publications; and assure con- 
formity with policies, regulations, and standards concern- 
ing publications and publication practices. 


02 The Office of Legislative Planning shall make studies 
and advise the Commissioner on matters which may require 
legislative action and, with advice and assistance of the 
SOBcHOr prepare necessary legislation and supporting 
reports. 


02 The Office of International Patent and Trademark 
Affairs shall make studies and advise on policy and action 
concerning international patent and trademark matters. 


Effective date. April 13, 1966. 


Davip R. Baupwrin, 
Assistant Secretary for 
Administration. 


[F.R. Doc. 66-4927; Filed, May 4, 1966; 8:50 a.m.]} 


$1 
NOTICES 
[Dept. Order 11] 
STAFF AND SUPPORT OFFICES FOR ECONOMIC 
DEVELOPMENT ACTIVITIES 
Organization and Functions 


The following order was issued by the Secretary of Com- 
merce on April 6, 1966. 


Section 1. Purpose. The purpose of this order is to 
establish the staff and support offices necessary for the 
efficient conduct of economic development activities of the 
Department, and to prescribe their organizational structure 
and functions. 


Sec. 2. Organization. The following staff and support 
offices, which shall report directly to the Assistant Secre- 
tary of Commerce and Director of Economic Development, 
and hereby established and designated as constituent op- 
erating units of the Department of Commerce: 


a. The Office of Economie Research. 

b. The Office of Administration. 

ce. The Office of Program Plans and Analyses. 
d. The Office of the Chief Counsel. 

e. The Office of Public Affairs. 

f. The Office of Congressional Affairs. 


Sec. 3. Functions. Staff and support offices established 
herein shall carry out the following functions and respon- 
sibilities in providing staff services and administrative 
support to the Economie Development Administration and 
the Office of Regional Economic Development: 


.01 The Office of Economie Research shall: 


Direct and conduct a program of research to meet the 
needs of the Assistant Secretary, the Economie Develop- 


stration, and the Office of Regional Economic 

as authorized by sections 301(¢) and 505(a) 

he Publie Works and Economie Development Act and 

section 302(a (2) of the Appalachian Regional Develep- 
ment Act. In so doing, the Office shall: 


a. Perform in-house research; 


>. Arrange for the performance of research by other 
Government agencies or by private organizations, and 
or the performance of such research; 


ce. Review on-going research both in and out of Govern- 
which is pertinent to economic development, and 
le and make available reports on the progress of such 


d. Advise on the state of the art in economic develop- 
ment research and related fields; 


e. Encourage and stimulate research on economic de- 
velopment by other Government agencies and by nongov- 


ermment organizations; 


velop, and organize seminars, institutes, work- 
g sions, ete., to stimulate interest in and 
increase knowledge of economic development; 
h. Perform special studies and research projects as re- 
quested by the Assistant Secretary; 
i. Recommend new areas of research which are worthy 
of further investigation and study; and 
j. Perform other assignments as directed by the As- 
sistant Secretary. 
02 The Office of Administration shall: 


a. Develop, promulgate, and administer administrative 
management policie-, programs, and standards; 
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b. Review and coordinate budget requirements and pre- 
pare and control fisical plans and programs; 

¢. Plan and conduct comprehensive audit of all activities 
and programs; 

d. Plan and conduct an investigations program; 

e. Conduct organization and management studies and 
surveys; 


f. Plan and conduct a program for maximum economy, 
effectiveness, efficiency, and personnel utilization: 


g. Provide office services for the headquarters and Field 
Offices ; 


h. Develop and conduct a program for the efficient man- 
agement of all official records and the design and control 
of official forms; 


i. Plan, arrange for, and coordinate any personnel, pro- 
curement, fiscal, or other administrative management serv- 
ices obtained through the staff offices of the Department: 


j. Plan and conduct comprehensive employee develop- 
ment programs to meet the training needs of assigned 
staff; 


k. Provide administrative support for institutes and 
other training activities for State, local and other eco- 
nomic development personnel, and assist in the planning 
and conduct of such activities: 


1. Develop a list of business firms, within redevelopment 
area, desirous of obtaining Government contracts and pro- 
vide such data to appropriate Government procurement 
offices ; 


m. Carry out such liquidation of the affairs and fune- 
tions conducted under the Area Redevelopment Act as 
directed by the Administrator; and 
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ee liaison with counterpart offices reporting 
to the Assistant Seeretary for Administration. 


03 The Office of Program Plans and Analyses shall: 


a. Develop measures of resource utilization and methods 
of characterizing resource limitations and availabilities to 
provide quick and accurate answers to questions about the 
cost and feasibility of various alternative programs for 
economic development and the alleviation of economic 


distress, projected over a period of several years; 


p consolidations of, and present, economic de- 

programs to show the total financial implication 

of currently approved, new, or alternate programs, so as 
to clarify the problems of choice; 


c. a estabish and implement a Program Planning and 
ing System by identifying objective oriented pro- 
categories and developing an eight-year program 

dget for these categories; 


d. Develop cost benefit studies, to aid the Assistant Sec- 
retary in making choices and decisions, employing ad- 
vanced techniques of operations research analysis, econome- 
trics, and mathemati- 
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TRANSCRIPT OF PROCEEDINGS 
Friday, November 17, 1967 
MOTIONS 


° * * * * * . e 7 ° 


{2] The above-entitled matter came on for hearing on 
Objections of Plaintiff to Recommendations of the Pretrial 
Examiner, before The Honoraste Joun J. Smica, United 
States District Judge, at approximately 10:00 a.m. 


APPEARANCES: 
For the Plaintiff: 
Francis C. Browne, Eso. 
For the Defendants: 
JERE Seres, Esa. 


[2] PROCEEDINGS 


The Court: This is an objection to the Pretrial Ex- 


aminer’s recommendations. I will hear you, Mr. Browne. 

Mr. Browne: May it please the Court, my name is 
Francis C. Browne. I represent the Plaintiff, The Good- 
year Tire and Rubber Company. 

The Court: I have not had an opportunity to read this 
whole file, so I wish you would enlighten me on the issues 
in the case. 

Mr. Browne: This particular hearing is directed to the 
objections of the Plaintiff to the recommendation of the 
Pretrial Examiner who recommended that the Defendants’ 
objections to interrogatories served by Plaintiff be sus- 
tained. 

Up until Wednesday of this week we thonght that this 
was a case of first impression before this Court, but on 
Wednesday of this week we found an unpublished decision 
—what we considered to be a controlling precedent in this 
Court—in Horizons Titanium v. Muller and Watson. 

The Court: What is the picture here first of all? 


So 


Browne: <All right. First of all, this case arises 
out of a proceeding initiated by Plaintiff, The Goodyear 
Tire and Rubber Company, in the Patent Office to cancel 
8 registration of a trademark issued to Weather-Rite 
Sportswear Company, Ine., of New York. . 


ae 


The cancellation proceeding was initiated under Title 
15 USC. Section 14 of the Trademark Act of 1946. The 
antecedent history is of some relevance here because be- 
2 > registration was issued by the Commissioner of 
. HERES to the usual regulations and statutes 

ner of Patents caused the mark in question 

blished in the Official Gazette of the Patent Office, 

30-day period within which any member of 

ie might object to the issuance of the registration. 

30-day period, through inadvertence on the part 

of Plaintitf’s house counsel, had expired and shortly after 
he 30-day period expired, and upon examination of the file, 
was found there were several reasons why that applica- 
tion Ww ras not reer for registration at the time it was 
e Patent Office. Therefore, Goodyear peti- 


examine the oes first. It was ees and 
rejected, and amended by the applicant under oath. And 
then the Commissioner of Patents was about to issue the 
registration forthwith, without publishing it a second time 
to afford the members of the public a chance to oppose a 
validly published application. 

We came in and got a temporary restraining order on 
the day before the registration was to issue, to hold the 
status quo in order that we might be heard on the merits 
[4] of whether or not a second publication was required. 
The District Court dismissed our complaint. On appeal 
the District Court was affirmed, saying this was premature. 
And this is the most important point of all: before the 
District Court, the Solicitor for the Patent Office—before 
this District Court—the Solicitor for the Patent Office rep- 
resented there would be no difference between opposing 
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the application before the issuance of the registration or 
petitioning to cancel the day it issued, or thereafter. The 
District Court agreed and the Court of Appeals agreed 
that we would have our remedy under Section 14 of the 
Trademark Act by way of cancellation instead of Section 
13, by way of opposition before isuance. 

So under that mandate the registration issued, and the 
day after it issued Goodyear petitioned to cancel. The 
petition for cancellation was properly received by the Com- 
missioner and given a cancellation number. The registrant 
was called upon to answer; the registrant answered. Good- 
year then served notice of taking discovery depositions 
on the president of the registrant company in accordance 
with the Patent Office rules and the Federal Rules of Civil 
Procedure. 

At that juncture the registrant moved to suspend all 
further proceedings in the Patent Office in the cancellation 
on the theory that the registration sought to be cancelled 
was involved in a civil action then pending between Good- 
year and [5] Weather-Rite in the Southern District of 
New York. The Trademark Trial Appeal Board, before 
whom the motion to suspend proceedings came initially, 
granted the motion and suspended proceedings on the 
theory that there was private litigation going on between 
the parties in the Southern District of New York; that 
the mark which was the subject of the registration sought 
to be cancelled was involved in that civil action: and that 
ipso facto the registration was involved; and that the 
decision of the District Court for the Southern District 
of New York would be ultimately dispositive of this issue. 
or perhaps might make it moot, and so on. And they 
pointed out that the Title 15, Section 1119 of the Trade- 
mark Act gives a Federal Court in which any action is 
pending which involves a registration, the right to cancel 
the registration, to rectify the register of the Patent Office. 
and take such other action as may be necessary with respect 
to that registration. 


ss 


tion L116 of Title 15 provides that the Clerk of the 
riet Court in which such action is filed, or in which 


he Patent Office. 
Your Honor may be familiar with that procedure 
his Court follows the same procedure in any 
.volving a registered mark, and in fact involving a 
I should say. 
There has been no notice given to the Patent Office 
is very date by the United States District Court for 
rn District of New York of any action pending 
hat Court or any amendment or answer or other plead- 
Sled by any party in any action in that Court affecting 
gistration sought to be cancelled by Goodyear in 
Ofice cancellation proceeding. 
Weather-Rite, in support of its motion to suspend pro- 
attached a copy of the complaint and answer. 
n the complaint or answer is any reference made 


In order to exhaust its administrative remedy Goodyear 

I ‘ommissioner of Patents, in person, from 

e Trademark Appeal Board and asked the 

do a number of things—most important 

esume the proceedings in accordance with 

and rules, because we were being denied due 

process because there is no provision in the rules for 
suspending proceedings. 

Now, I realize certain matters come within the discretion 
of the Commissioner. We contend this is not one of those. 
We say if the Court should feel it is, then the action of 
the Cornmissioner was arbitrary, capricious, contrary to 
law, contrary to precedent. Therefor he should have di- 

ted [7] the Trademark Trial and Appeal Board to re- 
sume proceedings. 
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We wanted this case heard by the Commissioner in 
person because we felt it was of major importance since 
a representation had been made on his behalf by his at- 
torney in this very Court when we had the previous ac- 
tion against the Commissioner, that when the registration 
issued Goodyear would have the right to petition for can- 
cellation. 

Now they worded it very cagely, I admit. They said 

we'd have a right to petition for cancellation. Now they 
take the position: ‘‘well, we didn’t say you could go 
ahead and have it without any hindrance or without any 
suspension, we said you could file your petition to cancel, 
you filed it, now we suspended proceedings.’? So I say 
the representation upon which this Court acted in refusing 
to require second publication (which would have given us 
the right to oppose and would have maintained the status 
quo at that stage),—the very representation which was 
made is now being denied to us. So we thought it important 
the Commissioner himself, not the First Assistant, or some 
‘‘flunky’’ he might pass the paper along to act on it— 
but we wanted the Commissioner himself to decide this. 
We wanted him to constitute himself a member of the 
Trademark Trial Appeal Board, because it is a matter 
of major importance—. I won’t go into the facts and 
background—but it is a significant private importance as 
well as public concern. 
[8] To be short, the defendant is using the trademark 
Goodyear on rainwear, raincoats, boots, liferafts, articles 
of that sort imported from Japan, and we have had twenty 
different civil actions across the country. We have gotten 
temporary restraining orders, preliminary injunctions, final 
judgments enjoining use by retailers, and the main ac- 
tion is pending against the importer in New York. 

But in the meantime, in order to aid this importer in 
getting his goods through customs he had to have—or 
wanted to have—a registration from the Patent Office to 
wave around. That is why we were so intent on trying 
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to prevent the registration from issuing in the first place, 
would do irreparable harm to Goodyear 

tion—which is prima facie evidence of the 

the registration, prima facie evidence for ex- 

ht to use, ete,.—was not determined,—whether 

lity was determined,—whether it was entitled 

: before it issued, not after the fact. » 

. the Commissioner, when the petition was 

i to him to review the action of the Trademark 

d Appeal Board. did not act on the petition. Good- 
received a paper signed by the First Assistant Com- 


rer of Patents saying he had been—I have forgotten 


'9] wording—but in any event, he was acting on 
in lien of the Commissioner. That is why 


ase—bdecause he is the one who signed the order which 
sustained the action of the Trademark Trial and Appeals 
Board and denied our petition to exercise supervisory 


that posture of the case, there are quite a 

nvolved procedurally and technically since this 

the Administrative Procedure Act. This 

w on the merits—this is whether we are being 

due process which is guaranteed by the Statute 

= Rules, and the decided precedents. Since this is 

> Administrative Procedures Act there are certain 

E which the defendants have knowledge which are 

material and relevant and, if admitted, would probably 

constitute an adequate basis for motion for summary judg- 

It would eliminate all issues of fact that would 

ispnte otherwise, and put the case in posture for 

on motion for summary judgment instead of 

yg it go to trial later on, and furthermore, would be 
more expeditions. 

So plaintiff, in its efforts to expedite proceedings, filed 

and served interrogatories on the defendants, asking them 


or four categories of questions. First of all, as 
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the Court knows, the statute provides that the function of 
[10] the Commissioner of Patents are vested in the Sec- 
retary of Commerce, or he may vest them in himself, ac- 
cording to the Statute. We are led to believe he has 
vested himself with some of those functions, or all of 
them. The Statute also provides that he may redelegate 
those functions to the Patent Office or the Commissioner, 

Now, what we are trying to find out is whether or not, 
first of all, the Secretary of Commerce took over the func- 
tions of the Commissioner, and whether he redelegated 
them to the Commissioner. 

Second, did the Commissioner redelegate those functions 
to anyone such as the First Assistant Commissioner? If 
so, What was his authority? And then we might want to 
test the legality of redelegation of a delegation. In any 
event, if we got to that point, we might prove that the 
Commissioner, in fact the Patent Office, never did act on 
the petition and therefor we’d have to go back and get 
another ruling and come back up. That would be foolish. 

So we are trying to crystallize all these things and get 
it down to a point as to who had authority to act? What 
was their authority for such action? 

Second group: we wanted to know what actions were 
taken in comparable cases so we could establish arbitrari- 
ness and capriciousness in action he took [11] in this case. 
as compared to actions in other cases—many of which are 
unpublished. Indeed, the very case upon which we are 
relying this morning in this very Court—in which the 
Patent Office was the defendant—is an unpublished deci- 
sion. If that had been published we would have made short 
work of it before the Pretrial Examiner, I think. Un- 
fortunately, the Pretrial Examiner didn’t have this prece- 
dent. 

The Court: What was that opinion about, the one you 
just mentioned? What did that say? 

Mr. Browne: It was a situation where, again, the Plain- 
tiff sought discovery by interrogatories, or filed and served 
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srrogatories against the Secretary of Commerce and 
ssioner of Patents in the matter in the Patent Office 
h the plaintiff was not then a party. It was in an 
r After the interference was dissolved and 
y were out, they wanted to know why they were out 
f it and what actions were taken by various officials of 
Ofice, and the basis for it, ete. The Patent 
: n this case, objected to the interrogatories. The 
tions were overruled. The Patent Office answered 
: set of interrogatories. Another set of interroga- 
.s were fled and served and objection was made to 
the second set and that was overruled, and the plaintiff had 
ly to the Court in order to compel answers. 
he Court: I think I understand. Now let me ask 
ae Isn't there a case pending now in New York? 
Browne: That is right, Your Honor. 
he Court: Didn’t the Pretrial Examiner say answers 
interrogatories ought to be delayed until that case 
is disposed of? 

Mr. Browne: Well, actually his ruling did not say the 
answers to these interrogatories should be delayed. His 
ruling was that the objections to the interrogatories would 
be sustained because he thought the ruling of the Com- 

missioner on the merits, in sustaining the Trademark Trial 
‘Appeal Board suspension of proceedings, was correct. He 

+ to the merits of the case as I said in my original 
memorandum before this Court, (I am willing to stand 
on that too), if that is going to be the law of this case, 
then I’d like to have it so stated and made a part of the 
opinion. No matter what comes out of this, it is going 
to be the law of this case from this point forward, as I 
see 1. 

Now, the Pretrial Examiner did not have before him 

copies of the complaint and answer in the Southern Dis- 

He was going on the basis of conclusions repre 
sented to him by the Patent Office, and he bought the 
proposition that the [13] Patent Office shouldn’t be bothered 
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with this sort of thing. In fact, he even went so far as 
to take up the argument used by the Patent Office in its 
memoranda here, that is, ‘‘why should Goodyear want 
to fight cancellation proceedings in the Patent Office against 
Weather-Rite when they could seek that same remedy in 
a civil action in New York?’’ Well, the fact of the matter 
is, the Patent Office is in no position to tell us how to 
litigate our cases, where we seek our remedies, or how we 
seek them. If they have a statutory duty to perform, it 
is up to them to perform it and we ask the powers of 
this Court to compel them to perform it. 

Why doesn’t Weather-Rite put it [the registration] in 
issue in the case in New York? They were furnished a 
copy of the complaint filed in this present action. They 
know what is going on. They know we are trying to get 
the Patent Office to go forward with the proceedings. 
They knew the proceedings which were antecedent to this 
against the Commissioner to try and get publication. Never 
once did they appear in this Court to intervene or take 
any other part in it. Now if they were an interested party 
they could do either one of two things: they could have 
intervened in this action today or they could have gone 
to the District Court in the Southern District of New York 
and sought an injunction. That case up there, by the way, 
is assigned for all purposes to [14] a single judge. Chief 
Judge Ryan, as a matter of fact. They could have ap- 
plied there for an injunction against Goodyear proceeding 
in the Patent Office if they saw fit. They haven't done so. 

So, the Patent Office is taking upon its shoulders to 
determine how private parties are going to litigate their 
matters instead of performing their statutory duties in 
accordance with their own rules and precedents, and above 
all, in accordance with precedents established in this Court. 

I don’t think I would need to go any further into the 
support for the Plaintiff's position. 

The Court: What is the name of the ease you have before 
you? 
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Mr. Browne: Horizon Titanium v. Muller, Seeretary 


The Court: What is the opinion referred to? 

Mr. Browne: It was simply an order, no written opinion. 

The Court: Order by whom? 

Mr. Browne: Order by Judge MeGarraghy, initial order 
overruling the Patent Office— 

The Court: What was the date of it? 

Mr. Browne: May 10, 1960, an appeal was taken from 
the second order overruling the Patent Office’s objections 
to a second set of interrogations. Judge MeGarraghy was 
very accommodating. He did his best to frame an appeal- 
able order. The Patent Office [15] took an appeal. There 
was a motion to dismiss the appeal and the Court of Ap- 
peals dismissed it. 

The Court: Certified under 1292B, US Code? 

Mr. Browne: That’s right. Nevertheless, the Court of 
Appeal threw it out. So this would not be an appealable 
order here. 

The Court: Would be if the Court of Appeals wanted 

Mr. Browne: It would be if the Court of Appeals wanted 
to accept it, if they would accept it, yes, but under the 
precedent there was not a sufficient showing. 

The Court: What is the file number? You ought to have 

his in the record. 

Mr. Browne: 3079-59. I filed a supplemental memo- 
randum and served a copy by hand on the Patent Office 

sterday, and a copy was filed in this Court calling at- 

ntion to this precedent. It is part of this file now. I 
brought the file up in case the Court wants to have refer- 
ence to it. 

The Court: Let me hear from other counsel. 

I think the important thing in this case is to determine 
whether or not the Court should overrule the recom- 
mendation of the Pretrial Examiner. That is the only thing 
before me. 

What objection does the Commissioner of Patents have 
to answering these interrogatories? 
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[16] Mr. Seres: Basically the Commissioner takes the 
view that in this type of action under the Administrative 
Procedures Act it should be a review on the record of 
this cancellation proceeding has everything in it necessary 
to the Commissioner’s suspension of the cancellation pro- 
ceeding. In other words, if Plaintiff has some further 
facts which might alter that ruling by the Commissioner, 
he is certainly free to go back to the Commissioner and 
renew his petition from the Trademark Trial and Ap- 
peal Board members’ initial ruling. 

Now the Pretrial Examiner based his recommendation 

on the merits undeniably, and Mr. Browne this morning 
has spoken mostly with regard to the merits of the civil 
action here, and mention has been made of the suit in 
the Federal Court in New York state as between the 
Goodyear Tire and Rubber Company and the Weather-Rite 
Sportswear. Now that particular New York suit was filed. 
I believe, in February of ’65. The representation by the 
member of the Solicitor’s office that Mr. Browne has re- 
ferred to in the earlier litigation here had been made the 
prior December. Mr. Roeming (phonetic spelling), then 
a member of our staff, did indicate that the Plaintiff could 
seek cancellation of the registration as soon as it issued 
as a remedy to Plaintiff. He could not have had any 
knowledge of the suit in New York at that time. 
[17] Now the Statute, the “46 Trademark Statute, pro- 
vides alternate remedies to a person seeking cancellation 
of registration. They may proceed in the Patent Office by 
petition or possibly as an ancillary matter they can seek 
it in a Federal Court involving the trademark. 

Now let me read that portion, Section 1119, I believe 
the Pretrial Examiner set it forth in full in his recommenda- 
tion. In any action involving a registered mark—now mind 
you, at the time the New York ease was filed the particular 
mark had not been registered, that would not come about for 
another year and a half. However, the mark was very much 
involved in that suit. The particular mark is ‘Goodyear 
Deluxe by Weather-Rite’’, not simply ‘*Goodyear’’. In 
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th: suit the Plaintiff, same plaintiff here, sought an in- 
junction against Weather-Rite’s use of the word ‘‘Good- 
eye for any purpose unless Plaintiff OK'd it. Supposing 
that injunction were granted. That would deny the present 
registrant, Weather-Rite, to use the particular mark be- 
cause Goodyear is a necessary part of that mark. On 
the other hand Weather-Rite in the New York case counter- 
claimed for cancellation of a host of Goodyear’s marks 
involving the word **Goodyear.”’ 

According to our information, as indicated by Mr. 
Browne. we only know of that suit through copies of 

complaints [18] and answers filed by Weather-Rite in the 
eee proceedings. 

On that basis we can see that the defendant there, 
Weather-Rite, has invoked the Court’s jurisdiction under 
Section 1119. Now that section indicates that the Court 
may rectify the register, that the register in the Patent 
Office, with respect to the registration of any party to the 
action. It has very broad jurisdiction under 1119, and 
the Patent Office says the Commissioner needn’t be a party 

such an action. This is clear from the second sentence 

f Section 1119: ‘‘Decrees and orders shall be certified 

the Commissioner, who shall make appropriate entry 

n the records of the Patent Office and shall be con- 
trolled thereby.’”? The Commissioner performs adminis- 
terial record-keeping function here. In other words, he 
will abide by what the Court tells him as far as the 
registration. 

Now, recognizing that, the Patent Office felt that it 
wouldn't make good sense to go on with the cancellation 
proceedings before it which were filed well after the New 
York case in view of the real issue involved in that New 
York case because whatever happens up there could have 
a material bearing on what the Patent Office might do 
should it have to persist in considering the cancellation 
tnatter. 

[19] Now, nobody can tell the New York court to cancel 
any particular registration. There is a possibility it might 
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if it becomes aware of it. Incidentally, it doesn’t appear 
that either party to the New York case has informed that 
Court of the fact that this mark has been registered. This 
is very puzzling, but that seems to be the situation. 

Now, later if the New York Court does not order can- 
cellation of the particular mark, then it would time enough 
for the Patent Office to resume the cancellation proceed- 
ings. That is the position of the Commissioner in a nut- 
shell. 

We have some authority for suspending cancellation 
proceedings, at least by inference. In the Commissioner’s 
answer to Plaintiff’s present objections we have cited the 
Dwinell-Wright Company v. National Fruit Products Com- 
pany case out of the First Circuit. In that particular case— 

The Court: Excuse me. This is in your memorandum? 

Mr. Seres: Yes, it is, Your Honor. 

The Court: Now I might save you some time. I try, 
of course it is almost impossible, especially on this par- 
ticular assignment of long motions, for a judge—the num- 
ber of motions we have had, and J have heard over a 
hundred, I think, since the 1st of October—to actually go 
through every paper in the file. I try to read as much as 
I can before coming on the Bench [20] so that I get a 
feel of the case and understand the issue. As I indicated 
in the beginning I have not had an opportunity because of 
the pressure of other work and business to read this file 
like I would like to read it, so I will take this matter under 
advisement before I rule on it, so I can read it completely, 
the file and memoranda, and I will rule on the matter as 
soon as I can. I have other matters to take up too. 

Mr. Seres: Could I say a few words about the new case 
that Plaintiff discovered this week, the Horizon Titanium 
—Muller and Watson case? The particular order that 
Plaintiff referred to in the paper we received yesterday, 
of course overruled the objections filed by the Commis- 
sioner answering interrogatories in that matier. That 
case would have been under the Administrative Proce- 
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dures Act. The background is somewhat unusual. Two 
applications for patent have been involved in interference 
nd one application was stricken because it developed in 
> eourse of the interference that someone had altered 
application after the inventor executed it. And that 
was brought against the Commissioner to reinstate 
application, get it back into the interference. There 
was a Savoring of fraud involved in the situation. Also, 
there wasn’t any collateral litigation between the inter- 
ested parties, at least no litigation that would have re- 
instated the application before the Commissioner. There 
was a case between the parties [21] in the state of Massa- 
chusetts but I think it was addressed mainly to gaining 
information that might help the Plaintiff. 

The Court: I understand you. Now what I am going 
to do in this case is this: I know it is a very important 
matter to both sides. If I determine and believe after 
Z he matter further thought and study that there 
mi ght be room for difference of opinion in this matter, I 
might, if I rule in favor of the Plaintiff, I might—I don’t 

say I will—depends on what conclusion I come to after 

studying the matter further, I might certify this matter 
to the Court of Appeals if I rule in favor of the Plaintiff, 
if I think the question is that close and there is room for 

ifference of opinion as set forth in Title 28, Section 1292 2B, 

which you are familiar with, then let the Court of Appeals 
take a good look at it, let them rule on the matter. But 
I have that in mind, the matter is that close. 

Mr. Seres: Could I interject this thought, Your Honor? 
Mr. Finn, the Pretrial Examiner based his recommendation 
on the broad view of the crux of the whole problem, he 
didn’t go into the specific objections that defendants had 
lodged against the 54 interrogatories in the subsection, 
so there might be some basis for remand, if you will, to 
him if Your Honor felt that plaintiff had prevailed on 
the major points. 
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[22] The Court: Well, I don’t know. I don’t want to 
burden him with anymore work. I would rather take a 
look at it myself and then decide what I think should be 
done. All right. 

Mr. Browne: May it please the Court. In the absence 
of a published decision we had started preparation of a 
rather lengthy memorandum in reply to defendants’ paper. 

The Court: How much time do you need, five days, ten 
days? 

Mr. Browne: We can file it this afternoon, as a matter 
of fact, or Monday morning would be more convenient. 

And another thing, I just would like to mention some- 
thing on this matter that counsel for the Patent Office 
has raised with regard to judicial review. The Patent 
Office proceedings generally, and more specifically as to 
cancellation proceedings there is a point that hasn't been 
mentioned to the Court yet; that is that Section 21 of the 
Trademark Act provides for judicial review of the holding 
of the Trademark Trial and Appeal Board in a cancella- 
tion proceeding. Now ordinarily the civil courts defer 
to the expertise of the Patent Office and they want to 
know the decision of the experts before they rule. The 
Patent Office in this case takes the opposite view. They 
say their opinion is only advisory and therefore the Dis- 
trict Court should rule [23] first and then the Patent Office 
will, as they did in the Wembley case, go into the cancella- 
tion, sitting on the merits. So actually, there will be op- 
portunity for judicial review of the cancellation proceeding 
in the normal course if they go ahead with the cancellation 
now and it probably will catch up with the civil action 
before the civil action is disposed of. 

Mr. Seres: Your Honor, could I ask for a little time 
to reply to the paper received yesterday if plaintiff is go- 
ing to file papers? 

The Court: How many papers were filed here? If you 
keep on replying we will never terminate this matter. 

Mr. Browne: Actually the paper which I propose to file, 


100 


which I have almost finished and had ready—this is in 
reply to his previous memorandum. 

The Court: Now isn’t that enought Don’t you think 
1 have enough to read? 

Mr. Seres: Yes, Your Honor, if you will keep in mind 
what I said about the Titanium case. 

Mr. Browne: As a matter of fact, Your Honor, I will 
withdraw the request for leave to file this paper so the 
matter can be disposed of more expeditiously and we will 
stand, at present, on the papers filed. 

The Court: All right. 


(23-a] (Thereupon the hearing on motion in the above- 
entitled cause was concluded.) 


[Filed Jan. 5, 1968] 
Order 


Upon consideration of plaintiff’s objections to the recom- 
mendations of the pretrial examiner, the reply in opposi- 
tion of the defendant, and oral argument in open court, 
and the Court being of the opinion that the recommenda- 
tions of the pretrial examiner were based on improper 
considerations, it is, by the Court, this 5th day of January, 
1968, 


OgpezED, that the objections of the plaintiff are sus- 
tained, and it is 


Frerner Onperep, that the original objections to inter- 
rogatories filed by the defendant be referred to the pre- 
trial examiner so that he might rule on the merits of each 
interrogatory, and it is 

Frerser Orperep, that, the Court being of the opinion 


that a controlling question of law is involved herein as to 
which there is substantial ground for difference of opinion 
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und that an immediate appeal from this order may materi- 
ally advance the ultimate termination of the litigation, this 
question be certified to the Court of Appeals under 28 
U.S.C. § 1292(b) (1964). 


Joun J. Smica 
United States District Judge 


[Filed February 28, 1968] 


Pretrial Examiner’s Further Recommendation on Defendants’ 
Opposition To and Motion To Strike Interrogatories 


This action having been referred again to the Examiner 
following the recommendation of October 25, 1967 by the 
Order of Court entered January 5, 1968, and a review of 
the entire file having been had as well as of the citations 
of authority in the various memoranda of the parties. filed 
both before and after the previous recommendation of 


October 25, 1967, and having in mind the further argu- 
ment of counsel on February 23, 1968, it is this 28th day of 
February, 1968. 


RecomMENDED: that the defendants’ objections to the 
following interrogatories filed by the plaintiff be sus- 
tained: 1, 5, Ga, 8, 9, 10, 11, 17, 18, 19, 20, 21, 23, 25, 26, 28, 
33, 34, 35, 36, 37, 38, 39, 40, 42d, 43, 44, 45, 46, 47, 49a, 50. 
51, 52, 53 and 54 on the basis that these interrogatories 
cither involve a question of law or of interpretation of a 
law in whole or in part; they call for an expression of 
opinion or for the mental processes of heads of a govern- 
ment agency; that insofar as the questions are directed 
to delegation of authority such delegations are, if such 
there may be, set out in the Federal Register and answers 
to such interrogatories would serve no useful purpose in 
the litigation as well as setting out opinion as to meaning 
and thus being questions of law. 
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r. simce in an action under the Administrative 

es Act, such as this, the Court would have no trial 

t i} must act on the record of the Patent Office, 
foregoing questions would be irrelevant and would not 


lead to discovery of relevant information, and it is further 


RecoOMMENDED: that the defendants’ objections otherwise 
be overruled, and it is further 


RecoMMENDED: that the defendants may have until 
1968, within which to respond to those inter- 


Jouys H. Fiys 
Pretrial Examiner 


[Filed March 5, 1968] 


Plaintif#’s Objections to Further Recommendation of Pretrial 
Examiner on Defendants’ Objections To and Motion To 
Strike Plaintiff's Interrogatories 


I. Scmatazy or Action or Pretriat EXxaMINeR 


1. In a recommendation dated February 28, 1968, the 
Pretrial Examiner recommended that: 


(a) Defendants’ objections to plaintiff’s Interrogatories 
1, 5. 6a, 8, 9, 10, 11, 17, 18, 19, 20, 21, 23, 25, 26, 28, 
33, 34, 35, 36, 37, 38, 39, 40, 42d, 43, 44, 45, 46, 47, 
49a, 50, 51, 52, 53 and 54 be sustained; 


, 


objections otherwise be overruled; and 


Defendants 


Defendants have until March 25, 1968 to respond to 
the Interrogatories as to which it is recommended 
that defendants’ objections be overruled. 


2. The grounds for the Pretrial Examiner’s recommenda- 
tion that defendants’ objections to the foregoing Inter- 


rogatories be sustained were that: 
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(a) These Interrogatories involve either a question of 
law or of interpretation of law in whole or in part; 


These Interrogatories call for an expression of opin- 
ion or the mental processes of heads of a govern- 
ment agency ; 


The answers to these Interrogatories, insofar as 
they are directed to delegations of authority, would 
serve no useful purpose in the litigation as well as 
setting out opinion as to meaning and thus are ques- 
tions of law since such delegations, if any, are set 
out in the Federal Register; 


The Interrogatories would be irrelevant and would 
not lead to discovery of relevant information since 
the court has no trial function in an action, such as 
this, under the Administrative Procedure Act, but 
must act solely on the record of the Patent Office. 


II. PrarxtTiFF’s OssEections TO RECOMMENDATIONS 
oF PRETRIAL EXAMINER 


1. Plaintiff objects to the Pretrial Examiner’s recom- 
mendation that defendants’ objections to plaintiff’s inter- 
rogatories 1, 5, 6a, § to 11, inclusive, 17 to 21, inclusive, 
23. 25, 26, 28, 33 to 40, inclusive, 42d, 48 to 47, inclusive, 
49a and 50 to 54, inclusive, be sustained and prays that 
the court sustain plaintiff's objections to the aforemen- 
tioned recommendation of the Pretrial Examiner and that 
defendants’ objections to the aforementioned Interroga- 
tories be overruled. Copies of the aforementioned Inter- 
rogatories are appended hereto as Annex A. 


2. In addition, plaintiff objects to and prays that the 
court overrule and strike from the Pretrial Examiner's 
recommendation the paragraph which reads: 


‘‘Purther, since in an action under the Administrative 
Procedures Act, such as this, the court would have no 
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ion and must act on the record of the Patent 

Ree, the foregoing questions would be irrelevant and 

would not lead to discovery of relevant information, 
and it is further’’ 


ILI. Gsorxps ror Puustirr’s OBJECTIONS TO 
RECOMMENDATION OF PreTRIAL EXAMINER 


1. Interrogatory 1 should be answered by defendants 
rch as their very jurisdiction over the subject matter 
the cancellation proceeding which gave rise to the 


ice and its officers and employees and to authorize their 
performance by any other officer or employee. 

It is essential, therefore, to know whether or not de- 

s have been divested of their statutory duties or 


whom the Secretary has delegated the vested functions. 


The Interrogatory does not call for a conclusion or opin- 
ion nor does it involve a question of law. There is no 
assnrance that notice of any vesting or delegation of func- 
i if any, were published in the Federal Register. 
r not published, defendants should be required 

to state by a ‘‘yes’’ or ‘‘no’’ answer, whether or not the 
Secre tary of Gonmnce has vested in himself any of their 


2. Interrogatory 5 merely asks defendant Brenner 
©r or not he, in person, ever acted on any petition to 

the € ormmissioner under his rules. 
is is a question of fact which can be answered by 


Torn ” 


1@ answer is ‘‘yes’’, it may be that the Commissioner 
srily and capriciously avoided acting on plaintiff’s 
ion and abdicated this function to a subordinate. 
If the answer is ‘‘no’’, it may be that the Commissioner 
is denying plaintiff due process since his rules provide for 
petitions to ‘* The Commissioner’’. 
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3. Interrogatory 6(a) is dependent upon the answer to 
Interrogatory 6, the defendants’ objection as to which was 
overruled. 

If, as it is expected, the Commissioner will answer Inter- 
rogatory 6 by saying that he has never designated him- 
self a member of the Trademark Trial and Appeal Board 
to hear any case, he should at least identify the ‘‘Patent 
Office employees designated by the Commissioner’’ to 
serve as members of the Trademark Trial and Appeal 
Board in order that it can be determined whether or not 
such employees possess the qualifications for appointment 
by the Commissioner. 

This Interrogatory is directed to a question of fact and 
does not involve a conclusion, opinion or question of law. 
The name and title of each person designated will fully 
answer the question. 


4. Interrogatory 8 merely calls upon defendant Brenner 
to specify the date on which he saw the file of the cancel- 
lation proceeding in question, if at all. 

If, as it is expected, the answer is that he has never seen 
it, plaintiff will wish to show that it has not had due 
process and the Commissioner has acted arbitrarily and 
capriciously in that the Commissioner acted, if at all. 
without even seeing the file of the Patent Office upon 
which its refusal to conduct the cancellation proceeding 
is based. 


5. Interrogatory 9 is intended to establish, as a fact, 
whether or not a written statement of policy or guidelines 
exist with respect to the criteria for suspending contested 
proceedings which have been duly initiated in the Patent 
Office. 

If, in the discharge of his statutory duties or those re- 
vested in him by the Secretary of Commerce, the Com- 
missioner has laid down statements of policy or guidelines 
under which the matter in question was decided, plaintiff 
is entitled to know not only if such statements of policy 
or guidelines have been laid down but also what they are. 
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Only in this way ean plaintiff establish whether or not such 
policies or guidelines are contrary to law or are arbitrary 
and capricious. If there are such, they are records of the 
Patent Office and should be made available under the 
Public Information Act, in any event. 


Interrogatory 10 is directed to whether or not the 
nce of any statement of policy or guidelines re- 
i to in Interrogatory 9 or any other statute or rule 
ed upon by defendants as their authority for sus- 


pending proceedings in the cancellation in question. 
. 


T. Interrogatory 11 is intended to determine what prece- 
dent there is. if any, for the Patent Office to suspend can- 
sation proceedings under the facts in the present case, 
nee the defendants normally contend that actions such as 
this are based upon long standing precedent where they 
are unable to find a basis for their action in the statutes 
r the rules. 


. Interrogatories 17 to 21, inclusive, and 23 correspond, 


in substance, to Interrogatories 6a, 8, 9, 10 and 11, except 
that Interrogatories 17 to 21, inclusive, and 23 are directed 
to defendant Reynolds, whereas the earlier numbered In- 
terrogatories were directed to defendant Brenner. 
sfendant Reynolds purported to act in the name of the 
Cormmissioner of Patents in denying plaintiff’s petition to 
pg cae of Patents, in person. Accordingly, 
ntiff is entitled to know how it happened that defend- 
: Re ynolds acted on the petition instead of defendant 
B renner and what authority did defendant Reynolds have, 
f over the Trademark Trial and Appeal Board or 
the cancellation proceeding pending before it. 


9, Interrogatories 25, 26 and 28 are directed to matters 
involving the registration which is the subject of the can- 
cellation proceeding here involved, but relate back to the 
time when it was in the form of a pending application, 
during which time the Patent Office refused to suspe ond 
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proceedings on the application in the absence of a court 
order. 

If the answer to Interrogatory 25 is in the negative, it 
follows that the registration in question should not have 
issued without publication of the mark in the Official 
Gazette at a time when the application was in compliance 
with all requirements of the statutes and rules. 

If the answer to Interrogatory 28 is in the affirmative, 
plaintiff will wish to show that the refusal to suspend ex 
parte proceedings pending the outcome of civil litigation 
is inconsistent with suspension of cancellation proceedings 
based on a registration issued on such application and re- 
sulted in immediate and irreparable damage to plaintiff. 


10. Interrogatories 33 to 38, inclusive, are the most im- 
portant interrogatories in the set since they go directly 
to the merits of the controversy. 

Defendants went outside the record in the Patent Office 
in suspending the cancellation proceedings in that they 
relied on hearsay as to the matters in issue or in the 
pleadings in the civil action between plaintiff and its 
adversary. Now defendants want to avoid answering In- 
terrogatories directed to the representations made to this 
court in an action between plaintiff and defendant Brenner 
which caused the court to dismiss plaintiff’s complaint to 
cause the application to be republished for opposition. 

If, as plaintiff contends, defendant Brenner authorized 
his counsel to represent that plaintiff could have a remedy 
by way of cancellation of the registration when it issued. 
such representation is binding on defendant Brenner to 
the extent that he is now estopped to suspend the can- 
cellation proceeding, such proceeding having been duly 
instituted and in progress at the time of suspension. 


11. Interrogatories 39 and 40 are intended to establish 
that the defendants are responsible for the conduct of 
cancellation proceedings under the statute since the Mem- 
oranda heretofore filed by them and the decision of which 
judicial review is sought in the present action seem to 
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aoe of conducting the cancellation proceed- 
he court in New York instead of defendants bear- 

in g that Ren themselves. 
Moreover, their answers to the Interrogatories regard- 


ing Vesting, revesting and delegation of authority to con- 
duet cancellation proceedings lead directly to the ques- 
tion of whether or not they are carrying out the statutory 
or delegated functions, i.e., whether or not they are afford- 
ing plaintiff due process 


J. Interrogatory 42(d) is intended to elicit from de- 
fendants an answer as to a procedural step in the Patent 
Office, there being no rule or statute from which the answer 
may be derived. If the Patent Office does not inform the 
Bureau of Customs of the cancellation of a registration, it 
will be incumbent upon plaintiff to go through another 
administrative proceeding to have the Bureau of Cus- 
toms strike the cancelled registration from its records. 

When plaintiff sought to prevent issuance of the registra- 
tion unless there was a republication of the application 
for opposition, counsel for defendant Brenner represented 
that there would be no difference between remitting plain- 
tiff to a remedy by way of cancellation and republishing 
the application so that plaintiff could oppose issuance of 
the registration. Nevertheless, shortly after the registra- 
tion issued (and after the cancellation proceeding was in- 

ited) the registration was recorded with the Bureau 
of Customs and the Patent Office didn’t even apprise the 
Bureau of Customs that the registration was the subject of 
a pending cancellation proceeding. 

The least defendants can do now is to say whether or 
not they will inform the Bureau of Customs of cancella- 
tion if plaintiff prevails in the cancellation proceeding. 


Interrogatory 43 is intended to ascertain whether or 
not ee -fendants are keeping Weather-Rite Sportswear Co., 
Inc. (the registrant) informed of the progress of the pres- 
ent action to encourage Weather-Rite to intervene in this 
action or to encourage Weather-Rite to keep defendants 
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informed of the status of the civil action upon the basis 
of which defendants suspended proceedings in the cancel- 
lation pending in the Patent Office. 

Since defendants went outside the records of the Patent 
Office as a basis for its action which gave rise to the present 
complaint, it is proper to continue to follow up on the 
matters outside the Patent Office record to determine 
whether the condition which caused suspension still exists, 
if it ever did. 


14. Interrogatory 44 is directed to a paper which mis- 
represents the statutory basis for the present action against 
defendants. No rule or statute known to counsel for 
plaintiff provides for the inclusion of such a paper in the 
file, whereas Section 34 of the Trademark Act (Title 15, 
United States Code, Section 1116) provides that the Clerk 
of a court in which an action is filed under the Trademark 
Act must notify the Commissioner of Patents of the num- 
ber or numbers of registrations involved in the action. 

In fulfilling this statutory requirement, the Clerk of 
the court in New York would have given notice to the Com- 
missioner if Registration $11,725 was involved in the civil 
action upon which the Patent Office based its action in 
suspending the cancellation proceedings with respect to 
that registration. The fact is that the registration is not 
involved in the civil action and, therefore, there is no 
basis for the Clerk to give such notice. 

Since a notice of one pending suit is incorporated in the 
record of the Patent Office (albeit an incorrect notice), 
plaintiff is entitled to know the basis for including a refer- 
ence to one suit in the record and not including a reference 
to the other, particularly where defendants rely upon such 
other suit to justify its actions. The answer to this ques- 
tion will further support plaintiff's contention that de- 
fendants have acted inconsistently, arbitrarily and capri- 
ciously, as well as without statutory authority in suspend- 
ing the cancellation proceedings. 
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15. Interrogatories +, 45, 46, 47, 49(a), 50, 51 and 52 
are all direeted to the relationship, if any, between the 
eivil action which defendants have relied upon as a basis 
for suspension of the sancellation proceeding, and the 
issue to be determined in the suspended cancellation 
proceeding. 

Ir would thwart the ends of justice to deny plaintiff 
the right to hear defendants’ answers to the questions per- 
taining to the civil action on the ground that these Inter- 
rogatories pertain to matters outside the Patent Office 
record. z 

If, as appears to be the case, the Patent Office action was 
predicated upon matters outside the Patent Office and 

atside the records of the Patent Office (except as relayed 
by paraphrase and hearsay), plaintiff should be entitled 
to explore and discover all other matters outside the Patent 
Odice record which could, in any way, have contributed to 
the inconsistent, arbitrary, capricious and lawless acts 
complained of herein. 


16. Interrogatory 53 is intended to elicit the facts as to 
what work which the Patent Office would avoid which would 
be ‘‘unnecessary work’’ by suspending the cancellation 
proceeding. 

t is clearly established by Patent Office precedents that 
it may be required to conduct cancellation proceedings 
even after civil actions between the parties have been con- 
clnded. Thus there is no escaping the work which the stat- 
ntes and rules prescribe in conducting cancellation pro- 
ceedings. It cannot be said, therefore, that any ‘‘unneces- 
sary’? work would be avoided merely by suspending the 
proceedings. Otherwise the Patent Office might as weli go 
all the way and dismiss the proceeding. This it obviously 
could not do. 


17. Interrogatory 54 is intended to show inconsistent 
action on the part of the Patent Office. 

Had this Interrogatory been framed as a request for ad- 
mission, defendants would have had to admit that it re- 
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fused to suspend proceedings in one case in the Patent 
Office while a contested proceeding involving the matter 
was going forward. It is utterly inconsistent for the de- 
fendants to stay or refuse to stay one proceeding or an- 
other, according to its whim or fancy. 


IV. Trrau Funcrion or Court 


The Pretrial Examiner, both in his original ruling of 
October 24, 1967 on defendants’ wholesale objection to 
plaintiff’s Interrogatories and in his ruling of February 
28, 1968 on the specific objections pursuant to the order 
of the court dated January 5, 1968, went beyond his func- 
tion of ruling on the defendants’ objections to the Inter- 
rogatories and expressed a view on the merits of plain- 
tiff’s case-in-chief to the extent of expressing a doubt as 
to the jurisdiction of the court to entertain the present 
action and suggesting that ‘‘the court would have no trial 
function”’ since it ‘‘must act on the record of the Patent 
Office’? even though the basis for the Patent Office action 
lies upon matters which are outside the Patent Office and 
outside the Patent Office record. 

If defendants wished to contest the jurisdiction of the 
court to entertain the action or if it felt that the undis- 
puted facts as embodied in the Patent Office record leaves 
nothing for the court to try, they could have done so by 
way of appropriate motion more than a year ago. (The 
complaint was filed February 24, 1967, answer was filed, 
and the ease was calendared April 25, 1967.) Under the 
circumstances, it is requested that there be stricken from 
the Pretrial Examiner’s ‘‘ Further Recommendation” dated 
February 28, 1968, the paragraph which reads: 


“Further, since in an action under the Administrative 
Procedures Act, such as this, the Court would have no 
trial function and must act on the record of the Pat- 
ent Office, the foregoing questions would be irrelevant 
and would not lead to discovery of relevant informa- 
tion, and it is further’’. 
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In the alternative, plaintiff requests the court to over- 
rule all of the Pretrial Examiner’s recommendations set 
forth in the aforementioned paper and, in lieu thereof, re- 
quests entry of an order overruling all of defendants’ ob- 
jeetions to plaintiff's Interrogatories and allowing defend- 
ants fifteen days within which to answer the Interroga- 
tories. A proposed Order to that effect is submitted here- 
with. 

As of the time of preparation of the plaintiff’s present 
odjections to the Pretrial Examiner’s ‘‘Further Recom- 
mendations’’, no notice has been received of any objec- 
tions thereto on behalf of defendants. However, in the 
event defendants present objections, plaintiff reserves its 
right to answer such objections in the manner and within 
the time prescribed by the local rules of the court. 


V. Coxcivsiox 


n conclusion, plaintiff requests that the foregoing ob- 
jections be heard by the Court and the recommendations 
of the Pretrial Examiner be overruled to the extent sought 
herein. 

Respectfally, 


Tue Goopyear Tire & RusBerR CoMPANY 


Francis C. Browne 
Counsel for Plaintiff 


CERTIFICATE OF SERVICE 


Two copies of the foregoing ‘‘Plaintiff’s Objections to 
Further Recommendation of Pretrial Examiner on De- 
fendants’ Objections to and Motion to Strike Plaintiff’s 
Interrogatories”’ are being served this 5th day of March, 
1968 on Joseph Schimmel, Solicitor, United States Patent 
Office, Washington, D. C. 20231, Attorneys for Defendants. 
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ANNEX A 


1. Has the Secretary of Commerce ever vested in him- 
self any function conferred on the Commissioner of Patents 
or the Trademark Trial and Appeal Board by statute 
under Title 15, United States Code? 


5. Has defendant, Edward J. Brenner, in his capacity 
as Commissioner of Patents, ever, since the date given 
in answer to Interrogatory 2, acted, in person, upon a 
petition of a party addressed to the Commissioner of 
Patents under Rule 2.146(a) of the Trademark Rules of 
Practice of the Patent Office? 


6. Has Edward J. Brenner, in his capacity as Commis- 
sioner of Patents, ever, since the date given in answer to 
Interrogatory 2, designated himself a member of the 
Trademark Trial and Appeal Board to hear a case within 
the meaning of Section 17 of the Trademark Act of 1946 
(15 USC 1067) ? 


6a. If the answer to Interrogatory 6 is in the affirma- 


tive, identify each such case and state the names and title 
of each person other than the Commissioner of Patents 
designated to hear the respective cases. 


8. On what date, if at all, did defendant, Edward J. 
Brenner, personally first see the Patent Office file of Can- 
cellation 8,738? 


9. Has Edward J. Brenner, in his capacity as Commis- 
sioner of Patents, ever, since the date given in answer to 
Interrogatory 2, issued or caused to be issued by any 
person acting under his authority, any Rule of Practice, 
regulation, or oral or written statement of policy setting 
forth guidelines to be followed by members of the Trade- 
mark Trial and Appeal Board or the Assistant Commis- 
sioner of Patents with respect to suspension of cancella- 
tion proceedings in the United States Patent Office pending 
the outcome of a civil action between the parties to such 
cancellation proceeding? 


1l+ 


10. Under what statute, rule, regulation or statement of 
policy do the defendants contend the Commissioner of 
Patents or anyone acting under his authority may suspend 
all action in a trademark cancellation proceeding in the 
Patent Office in the absence of consent or stipulation be- 
tween all parties that such proceedings may be suspended? 


11. What is the Cancellation Docket Number of each 
cancellation proceeding in the United States Patent Office 
(except Cancellation $8,758) in which action in such proceed- 
ing was suspended by the Patent Office pending the out- 
come of a civil action between the same parties, in the 
absence of a stipulation between or consent of one or ntore 
of each of the parties that such proceeding should be 

spended. 


16. Has defendant, Edwin L. Reynolds, in his capacity as 
First Assistant Commissioner of Patents or Acting Com- 
ver, since the date given in answer 

to Interrogatory 12, been designated, designated himself, 


or served as a member of the Trademark Trial and Ap- 
peal Board to hear a case within the meaning of Section 17 
of the Trademark Act of 1946 (15 USC 1067)? 


17. If the answer to Interrogatory 16 is in the affrma- 
identify each such case and indicate the disposition 


18, On what date, if at all, did Edward J. Brenner first 
plaintiff’s Petition to the Commissioner of Patents, in 
person, in Cancellation 8,733? 


19. Did Edward J. Brenner authorize or direct Edwin 
L. Reynolds to render a decision on plaintiff’s petition to 
the Commissioner of Patents, in person, in Cancellation 


2). Under what authority did defendant, Edwin L. Reyn 
olds, act on plaintiff’s Petition to the Commissioner of 
Patents, in person, in Cancellation 8,738, on February 16, 
1967? 
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21. Has defendant, Edwin L. Reynolds, acted on any peti- 
tion to the Commissioner of Patents under Trademark 
Rule 2.146, other than the petition in Cancellation 8,738? 


23. Does defendant, Edwin L. Reynolds, in his capacity 
as First Assistant Commissioner of Patents, have super- 
visory authority over the Trademark Trial and Appeal 
Board or the members thereof? 


25. Did Application Serial No. 172,441 comply with all 
requirements of the statutes and rules prerequisite to is- 
suance of a registration thereon at the time it was pub- 
lished in the Official Gazette on May 12, 1964? 


26. Was Application Serial No. 172,441 ever published 
in the Official Gazette for opposition anytime other than 
on May 12, 1964? 


28. Did the defendants, or either of them, or anyone 
acting under their authority, refuse to withhold issuance 
of a registration on Application Serial No. 172,441 after 


being apprised of the fact that a civil action was then 
pending in the United States District Court for the South- 
ern District of New York between The Goodyear Tire & 
Rubber Company and the applicant, Weather-Rite Sports- 
wear Co., Inc.? 


33. Is the registration sought to be cancelled in Cancel- 
lation 8,738 involved in Civil Action 65C476, pending in the 
United States District Court for the Southern District of 
New York between The Goodyear Tire & Rubber Company 
and Weather-Rite Sportswear Co., Inc.? 


34. Did Mr. Roeming, on behalf of the Commissioner of 
Patents in Civil Action 2894-64, in this Court on Decem- 
ber 11, 1964, represent to the Court that ‘‘. .. if this 
Court should dismiss this complaint, the plaintiff can just, 
by the asking, find out on what day the registration of 
Weather-Rite would be issued and it would be possible 
for him to file a petition to cancel it on the very day it 
was issued...’ and that ‘¢... he clearly has his remedy 
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by petition to cancel’ and that ‘tthe complaint should 


clearly be dismissed as to Prayer A’’? 


35. Did Mr. Roeming, on behalf of the Commissioner of 
Patents in Civil Action 2894-64, in this Court on Decem- 
ber 11, 1964. represent to the Court that Congress pro- 
vided a remedy for plaintiff in this situation under Sec- 
tion 14 of the Trademark Act of 1946? 


36. Did either defendant authorize Mr. Roeming to state 
before the United States District Court for the District 
of Columbia in Civil Action 2894-64 on December 11, 1964 
that plaintiff ‘+... clearly has his remedy by petition to 
cancel ...°? the registration which was about to be issued 
by the Commissioner of Patents on Application Serial No. 
172441? 

37. Did the United States District Court for the District 
of Columbia hold, in an opinion filed February 23, 1965 in 
Civil Action 2894-64 between The Goodyear Tire & Rubber 
Company and The Commissioner of Patents that the 


plaintiff still has open to it the remedy of having the reg- 
istration to be issued on Application Serial No. 172,441 
cancelled by the Patent Office after registration? 


38. Did the Patent Office remit plaintiff to a remedy under 
Section 14 of the Trademark Act of 1946 (15 U.S.C. Sec. 
1064) for cancellation of Registration No. 811,725, as held 
by the United States Court of Appeals for the District 
of Columbia Court on December 29, 1965 in Appeal 19276? 


29. Do the defendants have a duty under Section 14 of 
the Trademark Act of 1946 to conduct cancellation pro- 
ceedings? 

40. Are defendants conducting cancellation proceedings 


under Section 14 of the Trademark Act of 1946 at this 
time with respect to Registration No. 811,725? 


42c. Has Registration 811,725 been recorded with the 


Bureau of Customs under Section 42 of the Trademark 
Act of 1946? 
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42d. If the answer to Interrogatory 42¢ is in the affirma- 
tive, state whether the Bureau of Customs will be informed 
of canvellation of Registration 811,725 by the Commissioner 
of Patents if the registration is ordered cancelled in Can- 
cellation 8,738, 


43. Was a copy of defendants’ Answer to Complaint in 
the present action furnished Weather-Rite Sportswear Co., 
Inc. or their attorneys of record in Cancellation 8,738? 


44. What is the authority for including Paper No. 12 
in the Patent Office file of Registration $11,725? 


45. Will the Commissioner of Patents be bound by the 
final decision in Civil Action 65C476 in the United States 
District Court for the Southern District of New York 
in any respect whatever? 


46. If the answer to Interrogatory 44 is in the affirma- 
tive, state in what respect the Commissioner of Patents 
would be bound. 


47. Does the Commissioner of Patents have any basis in 
fact or law upon which he could intervene in Civil Action 
65C476 in the United States District Court for the South- 
ern District of New York? 


49. Has either of the defendants or anyone acting under 
their authority read any of the pleadings of record in 
Civil Action 65C476 in the United States District Court 
for the Southern District of New York? 

49a. If the answer to Interrogatory 49 is in the affirma- 
tive, identify and quote each pleading which refers to 
Registration 811,725. 


50. Do any of the pleadings in Civil Action 65C476 in 
the United States District Court for the Southern District 
of New York seek cancellation of Registration $11,725? 


51. Would the final action by the Patent Office in Can- 
collation 8,738 be subject to judicial review in the United 


lls 


States District Court for the Southern District of New 


York? 


. Does the Commissioner of Patents have the right to 
ervene ina civil action in which judicial review is sought 

of the final action of the Patent Office in a trademark can- 
cellation proceeding conducted in accordance with See- 


tion 1+ of the Trademark Act of 1946 (15 U.S.C. 1064)? 


55. What *tunnecessary work’? on the part of the Pat- 
nt Office is or would be avoided by suspending action in 


» 


Gancaiing ion $,758 under the circumstances of this case? 


5+. Did defendants or any person acting under their’au- 
thority refuse on February 20, 1967 to suspend ex parte 
proceedings in Application Serial No. 226,675 upon re- 
quest of the applicant pending the outcome of ancillary 
concurrent use proceedings? 


ANNEX B 
Text of Statutes and Rules 
IL. Title 35, United States Code, Sections 3 and 6 


° 


See. 3. Officers and employees 


A Commissioner of Patents, one first assistant commis- 
sioner, two assistant commissioners, and not more than 
fifteen examiners-in-chief, shall be appointed by the Presi- 

t, by and with the advice and consent of the Senate. 

1@ assistant commissioners shall perform the duties per- 
taining to the office of commissioner assigned to them by 
the Commissioner. The first assistant commissioner, or, in 
the event of a vacancy in that office, the assistant commis- 
sioner senior in date of appointment, shall fill the office 
of Commissioner during a vacancy in that office until a 
Commissioner is appointed and takes office. The Secretary 
of Commerce, upon the nomination of the Commissioner 
in accordance with law, shall appoint all other officers and 
employees. 
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The Secretary of Commerce may vest in himself the func- 
tions of the Patent Office and its officers and employees spec- 
ified in this title and may from time to time authorize 
their performance by any other officer or employee. The 
Secretary of Commerce is authorized to fix the per annum 
rate of basic compensation of each examiner-in-chief in the 
Patent Office at not in excess of the maximum scheduled 
rate provided for positions in grade 17 of the General 
Schedule of the Classification Act of 1949, as amended. 
(Amended September 6, 1958, Public Law 85-933, sec. 1, 
72 Stat. 1793; September 23, 1959, Public Law 86-370, sec. 
1(a), 73 Stat. 650; and August 14, 1964, Public Law 88- 
426, sec. 305(26), 78 Stat. 425). 


Sec. 6. Duties of Commissioner 


The Commissioner, under the direction of the Secretary 
of Commerce, shall superintend or perform all duties re- 
quired by law respecting the granting and issuing of 
patents and the registration of trademarks; and he shall 
have charge of property belonging to the Patent Office. 
He may, subject to the approval of the Secretary of Com- 
merce, establish regulations, not inconsistent with law, 
for the conduct of proceedings in the Patent Office. 


II. Rule 2.146(a) 


Petition to the Commissioner. (a) Petition may be 
taken to the Commissioner (1) from any repeated action 
or requirement of the Examiner of Trademarks, not sub- 
ject to appeal under rule 2.141, in the ex parte prosecution 
of an application: (2) in cases in which the statute or the 
rules specify that the matter is to be determined directly 
by or reviewed by the Commissioner; and (3) to invoke 
the supervisory authority of the Commissioner in appro- 
priate cireumstances. 


(b) Any such petition must contain a statement of the 
facts involved and the point or points to be reviewed 
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action requested. Any brief in support thereof 
should acvompany or be embodied in the petition; in con- 
tested cases any brief in opposition shall be filed within 
Ofteen days after service of the petition. Where facts 
re to be proved in eX parte cases (as in a petition to re- 
ive an abandoned application), the proof in the form 
vits or declarations in accordance with rule 2.20 

and exhibits, if any) must accompany the petition. 


*) An oral hearing will not be held except when con- 
sidered necessary by the Commissioner. 


i) The mere filing of a petition will not stay the period 
for replying, to an Examiner's action, nor stay other pro- 


ce OMIT LS. 


ns. 


Authority to act on a petition may, when appro- 
t legated by the Commissioner. 


equired for a petition to the Commis- 


IL Title 15, United States Code, Section 1067 


See. 17. Interference, opposition, concurrent 
pplication, cancellation—Procedure 


In - case of interference, opposition to registration, 

application to register as a lawful concurrent user, or 

cation to cancel the registration of a mark, the Com- 

-r shall give notice to all parties and shall direct a 

mark Trial and Appeal Board to determine and de- 

ride the respective rights of registration. The Trademark 

Trial and Appeal Board shall include the Commissioner, 

the Assistant Commissioners, and such Patent Office em- 

ployees designated by the Commissioner and whose quali- 

ns have been approved by the Civil Service Com- 

sion as being adequate for appointment to the position 

of examiner in charge of interferences. Each case shall be 

heard by at least three members of the Board the members 

hearing such case to be designated by the Commissioner 
(Amended Aug. 8, 1958, 72 Stat. 540). 
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Sec. 34. Remedies—Injunctions 


The several courts vested with jurisdiction of civil ac- 
tions arising under this Act shall have power to grant 
injunctions, according to the principles of equity and upon 
such terms as the court may deem reasonable, to prevent 
the violation of any right of the registrant of a mark reg- 
istered in the Patent Office. Any such injunction may in- 
clude a provision directing the defendant to file with the 
court and serve on the plaintiff within thirty days after 
the service on the defendant of such injunction, or such 
extended period as the court may direct, a report in writ- 
ing under oath setting forth in detail the manner and form 
in which the defendant has complied with the injunction. 
Any such injunction granted upon hearing, after notice to 
the defendant, by any district court of the United States, 
may be served on the parties against whom such injunction 
is granted anywhere in the United States where they may 
be found, and shall be operative and may be enforced by 
proceedings to punish for contempt, or otherwise, by the 
court by which such injunction was granted, or by any 
other United States district court in whose jurisdiction the 
defendant may be found. 


Enforcement by other courts. The said courts shall have 
jurisdiction to enforce said injunction, as herein provided, 
as fully as if the injunction had been granted by the 
district court in which it is sought to be enforced. The 
clerk of the court or judge granting the injunction shall, 
when required to do so by the court before which applica- 
tion to enforce said injunction is made, transfer without 
delay to said court a certified copy of all papers on file 
in his office upon which said injunction was granted. 


Notice of suit to Commissioner. It shall be the duty of 
the clerks of such courts within one month after the filing 
of any action, suit, or proceeding arising under the pro- 
visions of this Act to give notice thereof in writing to the 


sioner setting forth in order so far as known the 

do addresses of the litigants and the designating 

umbers of the registration or registrations upon 

hich the action, suit, or proceeding has been brought, and 

: seve ty other registration be subsequently included 

in the action, suit, or proceeding by amendment, answer, 

or other pleading, the clerk shall give like notice thereof 

Commissioner, and within one month after the 

i ts rendered, appeal taken or a decree issued the 

elerk of the court shall give notice thereof to the Com- 

missioner, and it shall be the duty of the Commissioner 

on receipt of such notice forthwith to endorse the same 

he fle wrapper of the said registration or registra- 

ms and to incorporate the same as a part of the con- 
tents of said fle wrapper. 


[Filed March 6, 1968] 


Request by Defendants for Clarification of “Pretrial Examiner’s 
Further Recommendation on Defendants’ Opposition To 
and Motion To Strike Interrogatories” 

Br his indicated further recommendation dated Feb- 
ruary 28, 1968, the Pretrial Examiner has recommended 
that defendants’ objections to certain enumerated inter- 
rogatories be sustained, and that defendants’ objections 
otherwise be overruled. With regard to the interroga- 
tories embraced by the latter, recommendation was further 

**that the defendants may have until March 25, 1968, 

thin which to respond.’’ However, no recommendation: 

was made as to who should answer, the defendants per- 
sonally or their attorney 


At the hearing held on February 23, 1968, counsel for 
defendants called attention to an order by this Court in 
Horizons Titanium Co. v. Mueller, Secretary of Commerce, 
and Watson, Commissioner of Patents (Civil Action No. 
2079-59), dated May 16, 1960, whereby defendants’ op- 
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positions to interrogatories inter alia were overruled, with 
the concluding proviso that ‘‘answers may be made on 
behalf of Defendants by their attorney under oath.’’ The 
same leave was sought for defendants’ attorney here, to 
facilitate answering of any interrogatories. Clarification 
on that point is requested. 


Respectfully submitted, 


JosEPH SCHIMMEL 
Solicitor, 
United States Patent Office 
March 6, 1968 Attorney for Defendants 


[Filed March 6, 1968] 


Objections by Defendants to “Pretrial Examiner’s Further 
Recommendation on Defendants’ Opposition To and Motion 
To Strike Interrogatories” 


Pursuant to Rule 9(i)(2), defendants hereby object to 
the indicated further recommendation by the Pretrial Ex- 
aminer dated February 28, 1967, to the extent that the 
Pretrial Examiner thereby implicitly recommends denial 
of defendants’ motion to strike ‘‘Puarntirrs First Set oF 
INTERROGATORIES TO DEFENDANTS’’ and recommends that de- 
fendants’ specific objections to certain interrogatories be 
overruled—viz. all those interrogatories not enumerated in 
the second paragraph of the recommendation. 


The Pretrial Examiner has expressly agreed with the 
position taken by defendants concerning the limited nature 
of this civil action (defendants’ points 2 and 5), by finding 
that ‘‘* * * in an action under the Administrative Pro- 
cedure Act, such as this, the Court would have no trial 
function and must act on the record of the Patent Office, 
* * >> Of course, this is in line with the view of the 
Supreme Court as indicated in United States v. Bianchi, 
373 U.S. 709, 715-716, where judicial review under the Ad- 
ministrative Procedures Act was relied upon as a prime 
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example of *treview limited to the administrative record,’ 
in constrt ning the proper scope of review under the ‘‘Wun- 
ich Act.** Moreover, the appeal aspect of the Court's 
review under the Administrative Procedures Act has been 
recognized by this Court in Winkler v. Ladd, Comr. Pats., 
550, 138 USPQ 666 (affd. 143 USPQ 172). 
g the case, none of the posed interrogatories could 
be relevant, or lead to the discovery of relevant informa- 
tion, as recognized by the Court in ruling on objections to 
lucing documents and answering interrogatories in 
Lake Door Company v. United States et al. 31 
FRD 258 (DC Mich., 1962). After finding that in this 
4ivil action ‘*the Court would have no trial function and 
must act on the record of the Patent Office,’’ the Pretrial 
Examiner fell short in concluding that only ‘‘the foregoing 
umerated] questions would be irrelevant and would not 
discovery of relevant information.’ Clearly, this 
: g should have applied to all the interrogatories. 
For that fundamental reason, as well as another posed in 
defendants’ point 6, defendants’ motion to strike the en- 
tire set of interrogatories should be granted. 


Additionally, regarding the fourth paragraph of the 
recommendation, wherein the Pretrial Examiner recom- 
mends ‘*that the defendants’ objections otherwise be 
oremreee defendants rely upon their specific points 8, 

, i, ee lle, lle, 12, 13, 15, 16 and 19, as to which the 

ner made no specific comment. The objec- 
tions fear by these points are meritorious, it is 
submitted, and should not have been overruled. 


Defendants’ points referred to hereinabove are repro- 
duced in the accompanying Appendix. 
Respectfully submitted, 


JoserH SCHIMMEL 
Solicitor, 
United States Patent Office 
March 6, 1968 Attorney for Defendants 


March 6, 1968 


I hereby certify that two copies of the foregoing Request 
BY DerreENDANTS FOR CLARIFICATION oF ‘‘PRETEIAL Ex- 
AMINER’S FURTHER RECOMMENDATION ON DEFENDANTS’ Op- 
POSITION TO AND Motion To Strike INTEBROGATORIES’’ and 
OxssEcTIoNs BY DEFENDANTS To ‘‘ PRETRIAL EXAMINEB’s Fz- 
THER RECOMMENDATION ON DEFENDANTS’ OPPOSITION TO AND 
Motion to Strike INTERROGATORIES’? were mailed today, 
March 6, 1968, to Mr. Francis C. Browne, ¢/o Browne, 
Schuyler & Beveriddge, 1815 H Street, N.W., Washington, 
D. C., 20006, attorney for plaintiff. 


JOSEPH SCHIMMEL 
Solicitor 


APPENDIX 


2. Plaintiff, as a party to the indicated cancellation pro- 


ceeding, is fully informed of the reasons for suspension. 
There simply is no need to elicit any further facts. The 
nature of the present suit is one for review of the record 
in the cancellation proceeding, as though on appeal. Wink- 
ler v. Ladd, Comr. Pats., 221 F. Supp. 550, 138 USPQ 666 
(affd. 143 USPQ 172). 

* ° . ° 


3. In line with original point 2, the Court’s review should 
be limited to consideration of the written record in the sus- 
pended cancellation proceeding, thus obviating any proper 
roll for discovery here. The Supreme Court has cited the 
Administrative Procedure Act, particularly former sec- 
tion 1009 of Title 5 U.S.C., as a foremost example of ‘‘re- 
view limited to the administrative record,’* in United 
States v. Bianchi & Co., 373 U.S. 709, 715-716. This is 
the very jurisdiction plaintiff pleads. [Note Sikera v. 
Brenner, Comr. Pats. (CA DS, May 8, 1967), 379 F. 2d 134, 
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USPQ 385, fin. 3, where the Court explained that **5 
. $$ 02-04, as coditied by Public Law 89-554, SO Stat. 
_, takes the place of what was formerly 5 U.S.C. 
$1009."°] Also, as recognized in Seagram et al, vy. Dillon 
(CA DC, 1965) SEE F. 2d 497, ‘(t]he doctrine of ‘exhaus- 
tion of administrative remedies’... encompasses the prin- 
‘iple that a ruling of an administrative officer .. . will not 
de set aside by a court upon evidence W hich was not before 
that offcer."’ Thus, plaintiff's interrogatories are not rele- 
vant to the subject matter of the action and cannot lead 
the discovery of facts pertinent here, and are therefore 
roper and objectionable as ‘‘irrelevant.’’? See Walled 
Lake Door Company v. United States, (DC Mich, 1962) 
31 F.R.D. 258. where the Court sustained objections by 
ICC as to production of documents as ‘irrelevant, since dn 
reviewing an administrative order the Court must base its 
decision solely on the evidence in the record.”? The only 
interrogatories that might be warranted in this kind of ac- 
tion would be those directed to the procurement of simple 
facts to clarify or narrow the issues inv olved in the agency’s 
-cision. ¢.g. were reliance had therein on “long standing 
practice” of the agency, without any amplification. That 
is not the case here. However, should plaintiff demonstrate 
the need for any facts to clarify or narrow the issue, then 
defendants stand ready to answer appropriate relevant 
-rrogatories, as indicated in original point 4. 


While it is probably obvious, one further reason why 
review in this action should be limited to the administra- 
tive record merits consideration. In a real sense, the merit 
of registrant Weather-Rite’s request for suspe ension of the 

Cancellation proceeding is to be reviewed in this action, 

although Weater- Rite is not a party to the present action. 
short? the Court grant either of plaintff’s Prayers A or 

_ Weather-Rite would be adversely affected. Hence, in 
nea ae fairness to Weather-Rite, the Court should 
not consider any evidence beyond that considered by de- 
fendants in suspending the Cancellation proceeding, as to 
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which Weather-Rite has had an opportunity to state its 
position. 


6. Defendants’ suspension of plaintiff’s Cancellation pro- 
ceeding, at the request of the registrant Weather-Rite, is 
comparable to a judge’s postponement of a trial, upon mo- 
tion of a defendant. Where the administrative proceed- 
ing has the quality resembling that of a judicial proceed- 
ing, those responsible for the administrative determina- 
tion should not be subjected to examination. United 
States v. Morgan, 313 U.S. 409, 422. ‘‘Just as a judge 
cannot be subjected to such a scrutiny . .. so the integrity 
of the administrative process must be equally respected.”’ 
Accordingly, plaintiff’s interrogatories are improper here. 


8. Interrogatories 1-5, 8, 12-15, 18-21 and 23, calculated 
to elicit information upon which plaintiff at most might 
hope to challenge the authority of defendant Reynolds in 
rendering the agency action complained of here, are clearly 


irrelevant. That authority cannot be questioned in this 
action. In paragraph 5 of its complaint, plaintiff alleged 
as a jurisdictional basis the pertinent part of the Admin- 
istrative Procedure Act, 5 U.S.C. 701-706, and defendants 
admitted jurisdiction under 5 U.S.C. 704 as to Prayers A 
and C [sce original answers 4 and 5 as well as proposed 
amended answers + and 5], the only prayers of any sub- 
stance [sce following point 9 as to remaining Prayer B]. 
However, an essential prerequisite for any jurisdiction 
under that Act is that the agency action complained of be 
final, as specified by 5 U.S.C. 104. Any questioning by 
plaintiff of defendants for the purpose of challenging de- 
fendant Reynolds* authority to render the agency action 
complained of could only impeach its finality, and henee 
the very jurisdiction plaintiff has pleaded. Consequently, 
these interrogatories are irrelevant and to force answers 
thereto would be pointless. 
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9, Interrogatories 6, 7, 16 and 17 only pertain to Prayer 
B. and therefore are irrelevant to the only real subject 
matter before this Court—viz. defendants’ suspension of 
the Cancellation proceeding instituted by plaintiff. The 
Court has no jurisdiction where Prayer B is concerned, 
decause there has been no final agency refusal to include 
defendants as members of the particular Trademark Trial 
and ances Board to eventually consider the merit of 
plai *s Cancellation petition, and also because the em- 
paneling of any particular board is by law committed to 
agency discretion. Attention is directed to the para- 
graph beginning at the bottom of page 2 of defendant Reyn- 
olds’ decision of February 16, 1967 (Exhibit D, forming 
part of defendants’ recent Motion For Leave To Amend 

nee w here it was held that in view of suspension of 


Commissioner designate himself a member of the 
panel hearing this case is moot at the present time.’’ As 
for inclusion of defendant Reynolds in that panel, plaintiff 


made no such request, apart from eliciting no final refusal. 
The fundamental need for finality of agency action is em- 
shasized by recent Court of Appeals decisions, e.g.: 


a v. Brenner, Comr. Patents (CADC, May 8, 
967) 379 F. 24 134, 153 USPQ 585 


Phillips Petroleum Co. v. Brenner, Comr. Patents (CA 
DC, June 29, 1967) F. 2d —, 154 USPQ 211 


No petitioner for cancellation of a trademark can be 
permitted to pick his own particular board, any more than 
plaintiff could demand that any particular judge hear this 
action. However, by Prayer B, plaintiff would enlist the 
aid of the court to achieve the former, in clear violation 
of the constitutional principle of separation of powers. 
Manifestly plaintiff’s Prayer B is a transparent sham, de- 
<oid of any substance. Consequently, the indicated inter- 
rogatories, pertaining only to service by defendants on 
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prior boards and empaneling of a board for plaintiff’s 
Cancellation petition, are irrelevant. 


11. Interrogatories 18, 22, 29, 30, 32, 33, 40, 49, 50, 53 
and 54 require no answers since defendants have already 
provided plaintiff with the desired information. In United 
States v. General Motors (DC Ill. 1942) 2 F.R.D. 528, the 
Government asked ‘‘May interrogatories be used as a sub- 
stitute for a bill of particulars, and may a party having 
voluntarily given specifications be required again to give 
them by interrogatories?” The Court replied ‘‘[t]he 
answer to both questions is no.’” 


11b. Interrogatory 22 asks if defendants denied plain- 
tiff’s request for an oral hearing on its petition to the 
commissioner. However, defendants have admitted the 
allegation in paragraph 23 of the complaint which con- 
cerns defendant Reynolds’ ‘‘refusing to hold an oral hear- 
ing.”’ Obviously, this interrogatory requires no answer. 


11c. Interrogatories 29 and 30 require no answer. These 
request information about the issuance of Registration 
811,725, the very registration plaintiff seeks cancellation of 
in the Patent Office! However, defendants have ad- 
mitted paragraph 7 of the complaint which alleges the 
filing by plaintiff ‘‘{o]n or about July 28, 1966°° of its 
‘‘verified petition to cancel United States Trademark Reg- 
istration 811,725, which issued July 26, 1966 to Weather- 
Rite Sportswear Co., Inc.”’ The same admission em- 
braces interrogatory 32 as well. As plaintiff well knows, 
the precise date of filing the cancellation petition was July 
28, 1966, a matter of no material significance here. 


11d. Interrogatory 33 inquires whether the ‘‘registra- 
tion sought to be cancelled in Cancellation 8, 738,°° ie. 
Registration 811,725, is ‘‘involved in Civil Action 65C476,"" 
and what basis defendants might have for believing so. 
However, since defendants have admitted paragraph 17 
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of the complaint, which alleges recognition by the ruling 
member of the Trademark Trial and Appeal Board ‘that 
the civil suit is not concerned with the cancellation of re- 
spondent’s registration here involved,’’ answering this 
interrogatory is deemed unnecessary. Of course, defend- 
ants have no more of the pleadings in that suit than did the 
Boats member then, whereas plaintiff is a party to that 

tit and therefore better informed. The position of de- 
fendants remains the same on that matter, and has been 
comprehensively stated by ae ruling Board member in 
his decisions of December 9, 1966 and January 19, 1967, 
and by defendant Reynolds in his decision of February 16, 
1967 (Exhibits B-D accompanying defendants’ recent “Mo- 
tion For Leave To Amend Answer’’). Moreover, since 
these are essential components of the record which the 
Court will review, in accordance with 5 U.S.C. 706, “final 
sentence, these facts will be before the Court. 


lle. Interrogatories 49 and 50 are subordinate to 33 dis- 
ad above, and appear to have been included only for 


eir nuisance value. The same objection applies. 


ne Interrogatories 10, 25, 31, 37-39, 44-47, 51, and 52 
clearly improper, in soliciting legal conclusions or 
instead of facts. As stated by the Court in 

ed States v. General Motors (DC Ml, 1942) 2 F.R.D. 

i)t was never intended that a party should by inter- 
rogatories compel the adverse party to submit every item 
of evidence he expects to produce on the trial of the case 
[, nor is a party expected in answer to interrogatories, to 
state his opinions on matters of law or fact.’? Interroga- 
tory 25 is particularly unwarranted, since Weather-Rite 
(the owner of Application S.N. 172,441 which issued as 
Registration $11,725) is not a party here and plaintiff is 
fully informed of the position taken by the Patent Office 
concerning republication in S.N. 172,441, which plaintiff 
unsuccessfully sought in Goodyear Tire & Rubber Co. v. 
Commissioner of Patents, 234 F. Supp. 509, 144 USPQ 


526; affd. 355 F. 2d 109, 148 USPQ 124; cert. denied 384 
U.S. 941; 149 USPQ 906. 


13. Interrogatory 11 is irrelevant, since the final clause 
excludes situations where any party consented to suspen- 
sion. Here, the registrant specifically asked for the sus- 
pension (see Exhibit A accompanying defendants’ ‘‘Mo- 
tion For Leave To Amend Answer,”’ particularly part b). 
However, it should be clear to plaintiff from the decisions 
of the ruling Board member and defendant Reynolds (Ex- 
hibits B-D accompanying that same motion) that no prior 
instances of suspending cancellation proceedings as such 
are relied upon. Hence, interrogatory 11 would be un- 
warranted even if ‘‘one or more’’ did not appear in its final 
clause. 


15. Interrogatory 24 is unreasonable on its face, since 
it is not limited to communications pertaining to Cancella- 
tion 8,738, the only record that is relevant to this action. 
Indeed, the interrogatory extends to any and all communi- 
cations from Weather-Rite, regardless of the business at 
hand. However, plaintiff may be assured that all com- 
munications from Weather-Rite pertaining to Cancellation 
8,738 are of record therein. 


16. Interrogatories 25-28 and 34-38 are irrelevant to the 
only real issue before this Court, viz, whether or not de- 
fendants’ suspension of the Cancellation proceedings, at 
the specifie request of the registrant, was warranted on the 
record in the Cancellation proceeding. These interroga- 
tories merely relate to events prior to issuance of Regis- 
tration 811,725, or to the merits thereof. Mr. Roeming’s 
representations in this Court on behalf of the Commis- 
sioner of Patents in Civil Action 289464 (corresponding to 
the case cited in point 12) are matters of judicial record, 
well known to plaintiff. Moreover, plaintiff has already 
been apprised of defendants’ position concerning those 
representations, as having no bearing on suspension of 
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the Cancellation proceeding (see Exhibits C and D accom- 
panying defendants’ **Motion For Leave To Amend An- 
swer.”* particularly the second and third paragraphs of Ex- 
hibit C. and the second paragraph on p. 2 of Exhibit D). 
Defendants therefore should not be compelled to repeat 
themselves needlessly (see authority cited in point 11). It 
might be added, however, that when Mr. Roeming made 
such representations, plaintiff had not even filed Civil 
Action 65 C476 against Weather-Rite. The persistance of 
that suit and its issues, as represented to defendants in 
the record of the Cancellation proceeding, constitute the 
very basis for the suspension. 


17. Interrogatories 41 and 42 are irrelevant, inasmuch 
as plaintiff has never so much as alleged that any of its 
imported goods have been impounded by the Bureau of 
Customs, or that its business has in any other way been 
interferred with, by reason of Registration $11,725 having 
been recorded with the Bureau of Customs under 15 U.S.C. 
1124. The mere recording of that registration could not 


affect plaintiff adversely. Consequently, this line of ques- 
ioning is clearly pointless. However, plaintiff should re- 


registrations with the Bureau of Customs (see 19 C.F.R. 
11.15). Also, that recording would probably have entailed 
securement by the registrant Weather-Rite of a status 
copy, as provided for by Trademark Rule 2.6(a). It is 
evident from that rule that such a copy would not indicate 
the filing of a cancellation petition, as distinguished from 
actual cancellation. 
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OFFICIAL TRANSCRIPT OF PROCEEDINGS 
Date: April 24, 1968 


(1] Washington, D. C. 
April 24, 1968. 


The above cause came on for hearing of motions before 
Tne Honoraste ALEXANDER Hoxtzorr, United States 
District Judge. 


Appearances: 
For the Plaintiff : 


Francis C. Browne, Esa. 
Ricwarp C. Browne, Esa. 


For the Defendants: 


Jere Sears, Esa. 
Solicitor, Patent Office 


PROCEEDINGS 


The Deputy Clerk: Goodyear Tire & Rubber Co. v. 
Edward J. Brenner, Commissioner of Patents, Civil Action 
445-67. 

The Court: You may proceed. 

Mr. Francis Browne: May it please the Court, my name 
is Francis Browne. I represent the Goodyear Tire & 
Rubber Company, the plaintiff in an action against the 
Commissioner of Patents and the First Assistant Commis- 
sioner of Patents acting in the name of the Commissioner. 

This action is under the Administrative Procedures Act. 

The particular matter before Your Honor this morning— 

The Court: First tell me what the action is about. 

Mr. Francis Browne: The action involves a cancellation 
proceeding in the Patent Office with respect to a trademark 
registration. 
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The Court: You say what it involves, but what is the 
eause of action? 

Mr. Francis Browne: The gravamen of the action is 
that the Commissioner of Patents is not following the 
statutes and the rnles— 

[3] The Court: What are you trying to accomplish? 

Mr. Francis Browne: This morning I am trying— 

The Court: No, no; what are you trying to accomplish 
by the action? 

Mr. Francis Browne: Compel the Commissioner to pro- 
ceed with the cancellation which he has suspended. 

The Court: What has the Commissioner done? 

Mr. Francis Browne: The Commissioner has suspended 
all action on the cancellation proceeding which Goodyear 
Tire & Rubber Company has brought to obtain cancellation 
of a registration of Goodyear DeLuxe by Weather-Rite in 
the name of Weather-Rite Sportswear Co., Inc. 

The Court: Just a moment. Let me get my bearings. 

Who brought the proceeding for cancellation? 

Mr. Francis Browne: The Goodyear Tire & Rubber Com- 
pany, Your Honor. 

The Court: To cancel a trademark issued to somebody 
else? 

Mr. Francis Browne: That is correct, Your Honor, 
according to Section 14 of the Trademark Statute. 

The Court: And the Commissioner has refused to pro- 
ceed with the proceeding, is that it? 

Mr. Francis Browne: He formerly instituted the 
[4] proceeding and then suspended it by motion of the 
registrant, Weather-Rite Sportswear Company. 

The Court: On what ground did he suspend it? 

Mr. Francis Browne: On the ground that there is a civil 
action pending between the Goodyear Tire & Rubber Com- 
pany and Weather-Rite Sportswear in the Southern Dis- 
trict of New York involving the registration, which is not 
true. 

The Court: What do you mean, involving the registra- 
tion? An action to do what? 
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Mr. Francis Browne: The action in the civil suit in New 
York between Goodyear and Weather-Rite is to enjoin 
Weather-Rite from using a trademark. There is no relief 
sought with respect to the registration in that proceeding. 

The Court: Now tell me what is before me this morning. 

Mr. Francis Browne: In order to develop the facts, first 
of all, the authority of the Commissioner to— 

The Court: First tell me what is before me this morning. 

Mr. Francis Browne: Before you this morning are ex- 

ceptions to the Pretrial Examiner’s recommendations on 
a set of interrogatories propounded by the plaintiff to the 
Commissioner of Patents. 
[5] There was an objection, at first, by the Patent Office, 
to the whole set, on the ground that you could not serve 
interrogatories on the Commissioner under the Adminis- 
trative Procedures Act, but that was held to be overruled 
by Judge Sirica and it was sent back to the Pretrial 
Examiner for a ruling on the specific interrogatories. 

On the specifie ruling the Pretrial Examiner overruled 
some of the objections and sustained others. 

The plaintiff is here to review that action. 

The Court: Those were interrogatories filed by the 
plaintiff against the Commissioner? 

Mr. Francis Browne: That is correct. 

The Court: Very well. 

Mr. Francis Browne: The folder which I have handed 
up to Your Honor, the part to which I have turned sets 
forth the specific interrogatories which the Pretrial 
Examiner held need not be answered by the defendants. 

The Court: The Pretrial Examiner held that they should 
be answered? 

Mr. Francis Browne: Those are the ones that he held 
need not be answered. That is why the plaintiff is here 
asking— 

The Court: Where are the interrogatories themselves? 
[6] Mr. Francis Browne: The interrogatories themselves, 
the full set will be found on the tab which is marked 5, 
above the tab marked 5. 
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The Court: Is it the document entitled Plaintiff’s First 
Set of Interrogatories to Defendants? 

Mr. Francis Browne: That is correct, Your Honor, that 
is the complete set as submitted to the Pretrial Examiner. 

The Court: Very well. 

Mr. Francis Browne: The defendant made objections to 
all of the interrogatories seriatim. 

The Court: What is before me are those interrogatories 
to which objections were sustained by the Pretrial 
Examiner, is that it? 

Mr. Francis Browne: That is correct. 

And the Pretrial Examiner’s recommendation, which is 
before Your Honor, is tab 15. Tab 15 is the last page of 
the Pretrial Examiner’s recommendation. 

The Court: If you will pardon me a moment, I want to 
read the Pretrial] Examiner’s ruling. 


( Pause.) 


The Court: Now you may proceed, sir. 
Mr. Francis Browne: The interrogatories which the 


Pretrial Examiner sustained objections to are recapitulat- 
[7] ed in the appendix to the plaintiff’s objection, which 
is tab 23. Following page 13 of that material is an annex 
A, which sets forth the specific interrogatories on which 
the plaintiff asks a ruling. 

The Court: Where are the specific interrogatories in- 
volved in this motion? 

Mr. Francis Browne: If Your Honor is with me at tab 
23, Plaintiff’s Objections to Further Recommendations of 
Pretrial Examiner— 

The Court: What I want is a copy of the interrogatories 
that are involved on this motion. 

Mr. Francis Browne: I have appended those as 
appendix A to that paper, Your Honor, following page 13 
of that paper. 

The Court: What tab number? 

Mr. Francis Browne: Tab 23. If Your Honor will start 
from the bottom and work up— 


The Court: Tab 23? 

Mr. Francis Browne: Appendix A. They are interroga- 
tories numbered 1 through 54, but not all consecutively. 

The Court: I see the interrogatories but I want only 
those which are involved in this motion. 

Mr. Francis Browne: Those are the ones involved 
[8] in this motion for the plaintiff. 

The Court: They are not all the interrogatories? 

Mr. Francis Browne: Not all of them, no, Your Honor. 

The Court: Very well, you may proceed. 

Mr. Francis Browne: Taking the first interrogatory, 
there is a question of jurisdiction here of the Commissioner 
to perform the act that he did, of suspending the cancella- 
tion proceeding. 

The statute provides the Secretary of Commerce may 
vest in himself any and all functions which are assigned 
by statute to the Commissioner. What we want to know 
is whether the Secretary of Commerce has ever vested 
such functions in himself. 

The Court: I think all functions relating to patents 
which are reposed in the Secretary of Commerce have 
been delegated to the Commissioner of Patents. I am not 
going to investigate that. 

Mr. Francis Browne: The Court would take judicial 
notice of the fact that they have? I would be satisfied 
with that, the Court taking judicial notice of the fact that 
the Secretary of Commerce has vested in himself and has 
redelegated to the Commissioner. 

(9] The Court: I will inquire of counsel for the Patent 
Office is that the fact, Mr. Sears? 

Mr. Sears: Where this case is concerned, yes. 

The Court: No; the question is, has the Secretary of 
Commerce delegated his powers to the Commissioner of 
Patents? 

Mr. Sears: That is correct. 

The Court: Has he or hasn’t he? 

Mr. Sears: Yes. 
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The Court: Very well. The Court will take judicial 
notice of a t 

Mr. Francis Browne: Interrogatory No. 5, the question 
is directed to the defendant Edward J. Brenner as to 
whether he has ever acted in person on a petition to the 
Com ioner of Patents under Rule 2146(a) of the Trade- 

ark Rules. 

The Court: How is that relevant? 

Mr. Francis Browne: It is relevant, Your Honor, because 
of the fact that the rules say that an aggrieved party may 
petition the Commissioner, and the Commissioner has not, 
to our knowledge, ever acted on any such petition; he has 
delegated it to another party. 

The Court: Pen the Commissioner does not 
[10] mean that he has to act in person. 

That is the difference abetwecs the administrative process 

e judicial process. A judge can’t have a subordinate 
him. ut when it comes to the administrative 
that is one of the very essences of the adminis- 

namely, that the head of the agency may 
€ delegate certain authorities to his subordinates. 

Of course. I am quite sure that the Commissioner of 
Patents can’t individually pass on all the petitions that 
are presented to the Commissioner of Patents. 

Mr. Francis Browne: That is right, Your Honor. There 
is precedent, however, for a previous Commissioner having 
acted in person. 

The Court: How is that relevant? 

Mr. Francis Browne: It is relevant here, Your Honor, 
becanse the Commissioner himself is not only the admin- 
istrative official but he, by statute, is a member of the 
Trad¢mark Trial and Appeal Board, which is the tribunal 
before which this cancellation proceeding is pending. So 
he is in the unique situation of not only being the person 
to whorn the petition is directed but he is a member of 
the body whose action is sought to be reviewed on that 
petition. 
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The Court: I think this interrogatory is too far afield. 
(11] Mr. Francis Browne: Then the next interrogatory, 
No. 6, whether or not the Commissioner has ever designated 
himself as a member of the Trademark Trial and Appeal 
Board. 

The Court: What is the answer to that, Mr. Sears? 

All you had to do is to telephone and find out, Mr. 
Browne. 

Mr. Sears: To my knowledge, Mr. Brenner has not, but 
Mr. Reynolds has, the other defendant. 

The Court: Mr. who? 

Mr. Sears: Mr. Reynolds, the First Assistant Commis- 
sioner. 

We have two defendants here, Mr. Brenner, the Com- 
missioner of Patents, and Mr. Reynolds, the First 
Assistant Commissioner of Patents. 

Now the specific interrogatory here was whether Mr. 
Brenner had ever served on a Trademark Trial and 
Appeal Board, and to my knowledge he has not. 

The Court: Very well. You have the information. 

Mr. Francis Browne: Then— 

The Court: A great deal of information sometimes 
required by interrogatories can be obtained by a telephone 
call and it isn’t necessary to do superfluous paperwork or 
to trouble the Court with it. 

(12] Mr. Francis Browne: We tried that, Your Honor, 
but defendant wouldn’t stipulate what the facts were or 
answer them. 

The Court: Very well. 

Mr. Francis Browne: 6(a) then becomes moot because 
the answer was in the negative. 

The Court: Very well. 

Mr. Francis Browne: 8, on what date did the Commis- 
sioner of Patents, Edward Brenner, personally first see 
the Patent Office file of the cancellation in question? 

In other words, I presume that in view of Your Honor’s 
ruling the Commissioner isn’t personally expected to look 
at all of these things— 


140 


the defendants as to whether he saw it or not? 

The Court: No, I don't think so. He is entitled to see 

every file in the Patent Office, being the head of the Patent 
and whether he has seen a particular file or not, he 
ght not remember, in the first place. 

t is like asking me whether I have ever seen a par- 
ticular file in a particular case in this Court. I couldn’t 
tell you. 

[13] But in any event, it is irrelevant, even if the informa- 
tion exists. 

Mr. Francis Browne: In the present case the First 
Assistant Commissioner represents that he was acting 
under direction of the Commissioner and— 

The Court: I think this is all shadow boxing, if I may 
use the vernacular, Mr. Browne. 

Mr. Francis Browne: All right. Then let’s move on to 
No. 9. The question is whether the Commissioner of 
Patents has ever issued any regulations or caused to be 
issued by any person acting under his authority, any rules 
of practice, regulation or oral or written statement of 
policy setting forth guidelines to be followed by members 
of the Trademark Trial and Appeal Board or the Assistant 
Commissioner of Patents with respect to suspension of 
cancellation proceedings in the United States Patent Office 
pending the outcome of a civil action between the parties 
to such cancellation proceedings. 

The Court: Now so far as this refers to rule or regula- 
tion, you can find that in the printed book of rules of the 
Patent Office. 

When it comes to intramural communications between 
the Commissioner and his subordinates, you are not 
entitled [14] to see them. 

Mr. Francis Browne: Your Honor, that may be one of 
the issues to be tried on the merits, as to whether we are 
entitled to know what instructions are given with respect 
to administration of the statute and the rules. 


141 


The Court: Well, it may be that would be one of the 
issues, but I am not going to determine now that you are 
entitled to it. 

Mr. Francis Browne: All we need as an answer to this 
is whether any such have been issued, not what they are. 

The Court: No. 

Mr. Francis Browne: If the answer is that the only 
things that have been issued are those which are in print, 
we would accept that as an answer, because we don’t know 
how to conduct proceedings before the Patent Office, Your 
Honor, unless we know what rules we are supposed to 
follow. 

The Court: You area patent lawyer, I presume. 

Mr. Francis Browne: Yes, and I have read every rule 
and I don’t find one which gives the Commissioner the 
authority to suspend cancellation proceedings. 

The Court: It doesn’t have to. That is a matter of dis- 
cretion. Just as I don’t know of any rule of civil 
[15] procedure which expressly authorizes the Court to 
stay proceedings, yet we stay proceedings constantly. 

That is part of the discretion of the administrative 
tribunal. 

Mr. Francis Browne: That is exactly the point I want 
to reach, is it diseretionary. If it is discretionary. then 
we can go to the merits of whether he abused this disere- 
tion. 

The Court: No, no, I don’t think I am going to require 
an answer to such an interrogatory. 

Mr. Francis Browne: No. 10, under what statute, rule 
or regulation or statement of policy did the defendants 
contend the Commissioner of Patents or anyone acting 
under his authority may suspend all action in a trademark 
cancellation proceeding in the Patent Office. 

The Court: That is an argumentative question. I think 
the Pretrial Examiner was quite correct in sustaining an 
objection to that. 

Mr. Francis Browne: I would just like to make of record 
the fact that the Commissioner cited no such authority in 


142 


his suspension and the Pretrial Examiner didn’t cite any, 
either. 

The Court: He doesn’t have to. A judge very (16] often 
doesn’t cite authorities for his action, sometimes he does, 
but there is no compulsion to do it. 

Mr. Francis Browne: Again I say, Your Honor, we will 
take the position that that is another difference between 
the judicial process and the administrative process. The 
administrator has to be bound by published rules. 

The Court: Why don’t you confine yourself to trying 
this case instead of trying to conduct an investigation of 
the Patent Office? 

Mr. Francis Browne: I am only trying to find out the 
facts, Your Honor. 

The Court: Let’s pass on to the next. 

Mr. Francis Browne: 11, what is the cancellation docket 
number of each cancellation proceeding in the Patent 
Office, except the one in suit, in which action such pro- 
ceeding was suspended by the Patent Office pending the 
outcome of a civil action between the parties? 

The Court: That is an improper interrogatory. 

Mr. Francis Browne: The Commissioner says that this 
is consistent with previous actions and he hasn’t said what 
previous actions he is talking about. 

The Court: That doesn’t make any difference. 

Mr. Francis Browne: 16, has defendant Reynolds [17] in 
his capacity as First Assistant Commissioner of Patents, 
ever been designated, or designated himself— 

The Court: You have the answer to that. 

Mr. Francis Browne: That has been answered. 

And if the answer is in the affirmative, under 17, identify 
each such case and indicate the disposition thereof. This 
is to test the inconsistencies of the action of the First 
Assistant Commissioner, arbitrary, capricious, and incon- 
sistent. 

The Court: I am reminded of Ralph Waldo Emerson, 
who said that a foolish consistency is the hobgoblin of 
small minds, or words to that effect. 
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Suppose you prove that he has been inconsistent. No 
two cases are alike that are within the discretion of the 
judicial or quasi-judicial officer. 

No, I think you will have to confine yourself to this par- 
ticular case. 

Mr. Francis Browne: Then the next question, No. 18, 
on what date, if at all, did Edward J. Brenner, the Com- 
missioner, see the cancellation petition? 

The Court: I see no relevancy to that. 

Mr. Francis Browne: Then the next question, 19, did 
Edward J. Brenner, the Commissioner, authorize and 
[18] direct Edward L. Reynolds, the First Assistant Com- 
missioner, to render a decision on plaintiff’s petition to 
the Commissioner, in person? 

The Court: I don’t think you are at liberty to make that 
inquiry. 

Mr. Francis Browne: No. 20, under what authority did 
defendant Reynolds act on plaintiff’s petition to the Com- 
missioner of Patents, in person, in cancellation so-and-so 
on February so-and-so? 

The Court: That is an argumentative question. 

Mr. Francis Browne: 21, has defendant Reynolds acted 
on any petition to the Commissioner of Patents under the 
trademark rules? 

The Court: I will sustain the Pretrial Examiner’s ruling. 

Mr. Francis Browne: No. 23, does defendant Reynolds, 
in his capacity as First Assistant Commissioner of Patents, 
have supervisory authority over the Trademark Trial and 
Appeal Board or the members thereof? 

The Court; I will disallow every interrogatory that 
doesn’t deal with the particular case to which you are a 
party. 

Mr. Francis Browne: Well, this does pertain to [19] a 
ease to which we are a party. 

The Court: No, I will sustain the Pretrial Examiner. 

Mr. Francis Browne: 25, did Application Serial No. 
172,441—that is, the application on which the registration 
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muestion is in ultimate issue—comply with all require- 


of the statute and rules prerequisite to issuance of 
ration thereon at the time it was published in May 


That is not a proper interrogatory. You 
are asking for a ruling on a question of law by an inter- 
Togatory. 

And No. 26 is likewise inappropriate. 

You can search the Official Gazette. 

Mr. Francis Browne: May I interject at this point, 
om Honor, the reason for these particular questions 
s back to a case which was before the District Court 

e and the Court of Appeals, where we sought to compel 
Commissioner of Patents to publish this mark a second 

for opposition because it was not in condition for 

tration, and he represented to this Court, Your Honor, 

t the day the registration would issue we could petition 
cancel. We petitioned to cancel and then he turns around 
[20] the proceedings. That is why we are 


1g 
£ 
he 


tote 
% 
4 


b 
© 


et ef 


The Court: He doesn’t dismiss the proceedings; he 
stays it during the pendency of a civil action between the 
parties. 

Mr. Francis Browne: Meanwhile we are denied due 
process. 

The Court: I am not going to ask you to read every 
interrogatory. I can read them myself. I have them before 
mé. 

Mr. Francis Browne: I think 33, Your Honor, is a proper 
question. That goes right to the heart. 

The Court: Let me read that. 

Mr. Francis Browne: 33, is the registration sought to 
be cancelled in Cancellation 8,738 involved in Civil Action 
65C476, pending in the United States District Court for 
the Southern District of New York? 

The Court: I think you can answer that yourself by 
looking at the file in that case. 
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Mr. Francis Browne: The Commissioner, on the other 
hand, has acted in this case without any evidence to 
support himself, and I wanted to get an admission of 
fact, really. 

The Court: You haven’t got the right to inquire [21] into 
the workings of the Commissioner’s mind. 

Mr. Francis Browne: This isn’t pertaining to his mind, 
Your Honor. 

The Court: I have ruled. I won’t allow that inter- 
rogatory. 

Mr. Francis Browne: Numbers 34 and 35 and 36 and 37 
and 38 are grouped together on the question of whether 
or not the Commissioner did represent to this Court, as 
a basis for his dismissing our previous complaint, that 
he would allow a cancellation proceeding to be conducted. 

The Court: All you need do is to order a transcript of 
what was said in this Court. 

Mr. Francis Browne: Then 39, there is a question as to 
whether, do the defendants have a duty, under Section 14 
of the Trademark Act of 1946, to conduct cancellation 
proceedings. That is a question they can answer yes or no. 

The Court: Those are questions of law that you can 
argue one way or the other. 

Mr. Francis Browne: Well, he could say whether he 
has the duty or not, because I contend that he is derelict 
in his duty in not conducting the cancellation proceeding. 

The Court: 49, I think, if I may say so, is an im- 
pertinent question, did cither of the defendants or anyone 
[22] acting under their authority read any of the plead- 
ings of record in Civil Action number so-and-so. 

Mr. Francis Browne: Does Your Honor hold that is 
pertinent? 

The Court: I think that it is not allowable and in addi- 
tion to that, it is impertinent and discourteous. 

Mr. Francis Browne: Well, if Your Honor please, this 
is the basis— 

The Court: I know you did not mean to be discourteous 
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but it is discourteous to the Commissioner to say to him 
did you read the pleadings in such-and-such an action. 

Mr. Francis Browne: This is the very thing upon which 
he based his suspension of the proceedings, Your Honor. 
I think I am entitled to know whether he did read them 
or not. 

The Court: No, you are not. 

You are entitled to contest his action, his decision, but 
you are not entitled to pry into his office and ascertain 
how he did his work. 

Mr. Francis Browne: I think I would be entitled to 
know whether or not there is any reference in the records 
of the Patent Office from the Clerk of the Southern Dis- 
trict of New York to the pendency of the action. 

The Court: You didn’t ask that. 

[23] Mr. Francis Browne: I believe that was allowed by 
the Pretrial Examiner. 

The Court: That is No. 50. 

Mr. Francis Browne: 50 says do any of the pleadings 
seek cancellation. bs 

The Court: Well, you can find that out for yourself 
because the pleadings in the United States District Court 
are in the public files. 

Mr. Francis Browne: And then again going to what 
recourse we would have to show that we have— 

The Court: 51 asks a question of law. 

The same as to 52. 

53 is obviously inappropriate. It is like asking a judge 
why did he make such-and-such a decision, on what did 
he base it. Yon can’t do that, Mr. Browne. 

Mr. Francis Browne: Well, I was under the erroneous 
impression, Your Honor, that in the administrative process 
you can inquire into the basis for the administrative officer 
refusing to act. 

The Court: When an administrative officer acts in a 
quasi-judicial capacity he is not subject to being questioned, 
any more than a judge is. 
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Mr. Francis Browne: Then I am mistaken in my 
[24] understanding of the purpose of the Administrative 
Procedures Act, Your Honor. 

The Court: I think you are wasting your time, Mr. 
Browne. I think you ought to confine yourself to trying 
to show that the action was erroneous, but this is not the 
way to do it. 

Mr. Francis Browne: Our problem here, Your Honor, 
the defendant takes the position— 

The Court: I have ruled. I am not going to allow these. 

Mr. Francis Browne: All right, Your Honor. 

The Court: Do you care to be heard, Mr. Sears? 

Mr. Sears: May it please the Court, defendants have 
also filed objections to this very same further recommenda- 
tion of the Pretrial Examiner. 

In our original folder the Pretrial Examiner’s recom- 
mendation is tabbed as D. 

The Court: Yes, I have read it. I have read it during 
Mr. Browne’s argument. 

Mr. Sears: In the third paragraph of the recommenda- 
tion, Mr. Finn, the Pretrial Examiner, seemingly agrees 
with the position defendants have consistently taken in 
this action that under the Administretive Procedures Act 
[25] discovery simply has no proper place, that review 
by the Court would be on the written record made in the 
Patent Office. 

The Court: Well, I am going to overrule the objections 
to the Pretrial Examiner’s recommendations. You may 
submit an order accordingly. 

Mr. Sears: Does this mean, Your Honor, that the 
defendants will not have to answer any of the interroga- 
tories? 

The Court: The defendant doesn't have to answer any 
of the interrogatories that were before the Court on this 
motion. 

Mr. Sears: There is a second motion before this Court. 
I am mistaken, Your Honor. 
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The Court: I am taking one at a time. 

Now what is the next motion? 

Mr. Sears: The next motion is brought by defendants. 
It is really objections to that part of Mr. Finn’s recom- 
mendation that would have defendants answer the other 

srrogatories not already discussed. 

The Court: Where are the other interrogatories to be 
found in the folder? 

Mr. Sears: I can refer to the other interrogatories, 
Your Honor, in their full text. This is tab A of the 
original folder. 

[26] We have to figure out from deduction just what 
interrogatories Mr. Finn thought the defendant should 
answer because he doesn’t enumerate them. 

The first one would be No. 2. 

The Court: No. 2 you don’t have to answer. 

Now what is next? 

Mr. Sears: The next one would be No. 3. 

The Court: I don’t think that is a proper interrogatory. 

Mr. Sears: The next is 4. 

The Court: What is the objection to 4? 

Mr. Sears: The objection there is that we have virtually 
conceded as much through our answer. We don’t contend 
otherwise. He was Commissioner. 

The Court: Very well. Then No. 4 is superfluous. 

Mr. Sears: That is true. It is assumed by the very 
nature of the suit. He wouldn’t be a party here. , 

The Court: What is next? 

Mr. Sears: No. 6. I have already answered that orally 
this morning. He is not. 

The Court: I wish you had a set typed out separately 
as to the interrogatories to which you are objecting. 

{27] Mr. Sears: Yes, I regret that, Your Honor. I 
thought one text would suffice. 

The Court: What is next? 

Mr. Sears: No.7. This question is premature. 

The Court: Why is No. 7 objectionable? 
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Mr. Sears: For the simple reason no noard has been 
impancled, I can say that much, no board has been im- 
paneled to— 

The Court: I think you should answer No. 7. That is 
just a routine question relating to a particular action. 

Mr. Sears: 7(a), I suppose that would go along with 7. 

The Court: Yes. 

Mr. Sears: No. 12. It’s on page 4. This inquires when 
Assistant Commissioner Reynolds assumed office. 

The Court: That is a matter of record. Why don’t you 
telephone the Patent Office and find out, Mr. Browne? 

Mr. Francis Browne: I have asked Mr. Sears to tell me 
informally and he won’t. 

The Court: What is the date? 

Mr. Sears: Personally, I don’t know the answer. I 
will have to ask Mr. Reynolds. 

The Court: Well, you find out and telephone Mr. 
[28] Browne. The Court’s time oughtn’t to be wasted this 
way, you know. 

Mr. Sears: 13, has Mr. Reynolds continuously held the 
office from that date. 

The Court: I don’t see any reason for allowing that. 

Now what else? 

Mr. Sears: 14. 

The Court: Yes. 

What else? 

Mr. Sears: 15. 

The Court: You can answer that. That is a matter of 
record. While the question shouldn’t be aked because all 
you have to do is, as I say, telephone and find out, but it 
is there and you can answer it. 

Mr. Sears: 16. This inquires whether the First Assistant 
Commissioner Reynolds has ever designated himself or 
served as a member of the Trademark Board. 

The Court: Very well, what is next? 

Mr. Sears: 22. It is on page 5. 22 is really answered 
in the record. 
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The Court: Very well, what is next? 

Mr. Sears: 24. 

{29] The Court: Why do you object to 24? 

Mr. Sears: 24, Your Honor, is not confined to the matter 
at hand. In other words, it is conceivable— 

The Court: If 24 is limited to this case would there be 
any objection to it? 

Mr. Sears: We could give the answer here. The answer 
is no, there is no other correspondence not found in the 
respective files. 

The Conrt: Very well, you have your answer. 

Mr. Francis Browne: I think that probably answered 
it. I don’t see why he objected. 

he Court: What is next, Mr. Sears? 

Mr. Sears: 27, did a registration ever issue under Regis- 
tration No. 780649— 

The Court: What is the objection to that? 

Mr. Sears: It is not relevant to the particular cancella- 
tion matter here. I think this refers to a number applied 
to an imminent registration that was recalled. 

The Court: Registration 780649, is that the matter °in- 
volved in this case? 

Mr. Sears: No, the registration here is 811725, a 
different number. 

The Court: But what is 780649, what is its connec- 
[20] tion with this case? 

Mr. Sears: At one time, I believe, the application of 
Weather-Rite for registering their mark was about to issue 
as a registration, and I believe this number was applied, 
but then it was revoked. 

The Court: Then what is the objection to the interroga- 
tory? 

Mr. Sears: I suppose if we answer any interrogatories 
we could answer that. 

The Court: I think you can answer that. I think 27 
is all right. 

Mr. Sears: 29. 
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The Court: Isn’t that the same as 27? I mean it is ruled 
by the same point. 

Mr. Sears: Well, it is related to it, yes. 

The Court: I think I will allow 29. 

What is next? 

Mr. Sears: 30. That is the very registration they seek 
to cancel. 

The Court: I think you can answer that. 

Anything else? 

Mr. Sears: 31, on what date was registration, so forth, 
first subject to cancellation under Section 14 [31] of the 
Trademark Act of 1946. 

The Court: That is a mixed question of law and fact. 

What is next? 

Mr. Sears: 32, on what date did the defendants receive 
the petition of plaintiff to cancel that prior registration. 

The Court: Why shouldn’t that be answered? 

Mr. Sears: We could answer it. They already know the 
information, though. They already know when it was filed. 
They did the filing. 

The Court: Is it in the public file? 

Mr. Sears: Yes, it’s public. 

The Court: They did the filing? 

Mr. Sears: Plaintiffs actually filed it. 

The Court: I see. Very well. 

What is next? 

Mr. Sears: We go over to page 9. Interrogatory 41, 
has the Commissioner of Patents furnished status copies 
of registration, so forth, to anyone. 

The Court: Very well. 

What is next? 

Mr. Sears: Should that be answered or not? 

[32] The Court: What is next? 

Mr. Sears: Of course, 41(a). if the answer to 41 is in the 
affirmative, did such copies include a reference to the fact 
that such registration is the subject of pending cancella- 
tion. 

The Court: Very well. 


Anything else? 

Mr. Sears: 42, have the defendants received any com- 
munication, either orally or in writing, from the Bureau 
of Customs, with respect to that given registration. 

The Court: Very well. 

Mr. Sears: 42(a) is, of course, contingent on 42. 

The Court: Very well. 

Mr. Sears: 42(b), (c). 

The Court: I see the entire 42 group is really one and 
the same. 

Anything more? 

Mr. Sears: 48, on page 10, has the Commissioner of 
Patents taken any steps to— 

The Court: Very well. 

What is next? 

Mr. Sears: 49, has either of the defendants or anyone 
ecting—I think we have already discussed 49. 

(33] The Court: I think I passed on that. 

Mr. Sears: I think so. 

The Court: What is next? 

Mr. Sears: And that is all. 

The Court: I will allow interrogatories 7, 15, 27, 29 and 
30. 

I will hear you, Mr. Browne, as to the other interroga- 
tories, if you wish to be heard. 

Mr. Sears: Could I make one further comment, Your 
Honor, before I sit down? 

The Court: Yes, surely. 

Mr. Sears: The defendant sought clarification from the 
Pretrial Examiner as to who should answer, the counsel 
for the defendants, Mr. Schimmel, say, or the defendants 
personally, Mr. Brenner and Mr. Reynolds, and we have 
precedent from the District Court here. 

The Court: What is your point? 

Mr. Sears: A question of who personally should do the 
answering, Mr. Brenner or Mr. Reynolds— 

The Court: It doesn’t make any difference. One of 
them should swear to the answers. 
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Mr. Sears: Would it be sufficient if Mr. Schimmel, the 
Solicitor— 
[34] The Court: Oh, I think so. 
Mr. Sears: —could answer, to give the information? 
The Court: Oh, yes, provided he wants to swear to the 
answers. 
Mr. Sears: All right, he will swear to them. 
The Court: Now do you wish to be heard, Mr. Browne? 
Mr. Francis Browne: Nothing further, Your Honor. 
The Court: Then I will allow interrogatories 7, 15, 27, 
29 and 30, and disallow the balance. 
Counsel may submit an order accordingly. 
is better to have a single order on both motions. 
(The hearing stood concluded.) 


Order 


The respective objections of plaintiff and defendants to 


the ‘‘Pretrial Examiner’s Further Recommendation on De- 
fendants’ Opposition to and Motion to Strike Interroga- 
tories’’ having come on for hearing, it is this 2nd day 
of May 1968, ORDERED 

(1) that plaintiff’s objections are overruled: 


(2) that defendants’ objections are overruled insofar as 
they pertain to interrogatories 7, 15, 27, 29 and 30 (and all 
subdivisions thereof), but are otherwise sustained: and 

(3) that defendants may have fifteen (15) days from this 
date to file answers to the foregoing enumerated inter- 
rogatories, which answers may be made under oath by 
their attorney, the Solicitor of the United States Patent 
Office. 


Approved as to Form: 
Francis C, Browne 
Attorney for Plaintiff 


15+ 
{Filed May 15, 1968 ] 
Answers to Interrogatories 
Pu 


rstant to the order dated May 2, 1967, defendants, 


through their attorney under oath, answer interrogatories 


27, 29 and 30 of **Plaintitf’s First Set of Interroga- 
es to Defendants”’ as follows: 


. No. 


Ta. [No answer required in view of negative answer 
to 7.] 

. Yes. 

.No. [Registration No. 780,649 was withdrawn on 
the very day it would have issued, in compliance 

h a court restraining order obtained by plaintiff 

» day before. See CA DC Appeal No. 19,276, JA- 
. 75 and 168, also Brief for Appellant, p. 4]. 

29. Yes. 


29(a). 811,725; July 26, 1966. 
30. Yes. 


JosEPH SCHIMMEL 
Joseph Schimmel, 
Solicitor, 
United States Patent Office, 
Attorney for Defendants 
State or Viecrs1a ) tes 
Cousty ov AgLisctos § SS. 


Signed and sworn to before me on May 15, 1968. 


Viecrsta J. SIGMon 
Notary Public 


My Commission Expires October 9, 1971. 
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Plaintiff's Exhibit 4 
Plaintiff's First Set of Interrogatories to Defendants 

Plaintiff requests that each defendant answer, under oath, 
in accordance with Rule 33 of the Federal Rules of Civil 
Procedure, each and all of the following Interrogatories: 

7. Has the Commissioner of Patents designated the mem- 
bers of the Trademark Trial and Appeal Board who are 
to hear Cancellation 8,738? 

Answer: No. 


7a. If the answer to Interrogatory 7 is in the affirmative, 
state the names and titles of each person thus designated 
and the date on which such designation was made. 

Answer: [No answer required in view of negative 
answer to 7.] 

15. Was defendant, Edwin L. Reynolds, First Assistant 
Commissioner of Patents on February 16, 1967? 

Answer: Yes. 


27. Did a registration ever issue under Registration 
No. 780,649? 

Answer: No. (Registration No. 780,649 was withdrawn 
on the very day it would have issued, in compliance with a 
court restraining order obtained by plaintiff the day before. 
See CA DC Appeal No. 19,276, JAT4, 75 and 168, also 
Brief for Appellant, p. 4]. 


29, Did the Commissioner of Patents issue a registration 
to Weather-Rite Sportswear Co., Ine. on application Serial 
No. 172,441? 

Answer: Yes. 

29a. If the answer to Interrogatory 29 is in the affirma- 
tive, state the number of the registration and the date of 
issue. 

Answer: $11,725; July 26, 1966. 

30. Did a registration issue under Registration No. 
$11,725? 

Answer: Yes. 
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OFFICIAL TRANSCRIPT OF PROCEEDINGS 
Before: Jupce ALEXaNDER HoLTZoFF 


Washington, D. C. 
October 24, 1968. 


0] The above-entitled action came on for trial before 
the Hosogaste Arexanper Hortzorr, United States District 


tae 


Judge. 
APPEABANCES 
n behalf of the plaintiff: 
Feancis C. Browse, Eso. 
n behalf of the defendant: 


Jere Sears, Esa. 


PROCEEDINGS 


[3] The Deputy Clerk: The case of Goodyear Tire & Rub- 
ber Company versus Edward J. Brenner, Commissioner of 
Patents and Edwin L. Reynolds, First Assistant C ommis- 
sioner of Patents, Sub Nomine, the Commissioner of 


The | C ourt: You may proceed. 

Mr. tes May it please the Court. My name is 
Francis Browne. I represent the plaintiff, Goodyear Tire 
& Rubber Company in this action against the C ommissioner 
of Patents and First Assistant Commissioner of Patents, 
Mr. Brenner and Reynolds, respectively. 

I would like to move the admission for the purpose of this 

case, Mr. Alan Cooper of Tennessee. He will not partici- 


pate in oral argument, but I would like to have him seated 


at counsel table. 
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The Court: Mr. Cooper, it gives the Court a great pleas- 
ure to admit you. 

Mr Browne: Also at counsel table is Mr. Richard C. 
Browne, a member of the Bar of this Court. 

This is an action brought under the Administrative Pro- 
cedure Act to compel the Commissioner of Patents to go 
forward or allow to go forward a cancellation proceeding 
in regard to a trademark registration, [4] this cancellation 
proceeding having been suspended now for over two years. 
This matter was before this Court and the Court of Ap- 
peals in a previous posture, namely, before issuance of 
the registration which is now involved in the cancellation. 

The Court: There is a proceedings before the Commis- 
sioner. That is a proceeding to cancel registration of trade- 
marks, is that it? 

Mr. Browne: That’s correct, Your Honor. 

The Court: And you’re seeking relief in the nature of 
mandamus? 

Mr. Browne: That is correct, Your Honor, for admin- 
istrative action unlawfully withheld or unreasonably de- 
layed, or if it is a matter of discretion, we contend that 
discretion has been abused and the action in arbitrary, 
sapricious, Without reasonable basis, contrary to the statute 
and in excess of statutory jurisdiction. Before the reg- 
istration was issued the plaintiff sought to require the Com- 
missioner to publish the trademark after the applicant 
considerably amended his application. 

The Court: I’m curious to know just what is the trade- 
mark, 

Mr. Browne: The trademark, (I hesitate to use the word 
trademark) what is shown in the registration sought to be 
[5] cancelled, is Goodyear Deluxe by Weatherite, for a 
line of rainwear and boots and shoes, things of that nature. 
And the registrant's name is Weather-Rite Sportswear 
Company, Ine., New York. 

The Court: But the registrant doesn’t use the name 


Goodyear, does it? 


=o 
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Mr. Browne: The registrant uses ‘‘Goodyear Deluxe by 
Weatherite’’ on the goods which it sells, and they obtained 
2 registration of **Goodyear Deluxe by Weatherite’’ from 
the Commissioner who refused to publish the mark a second 
time after the applicant had amended his application and 
because it was refused registration. But the Commissioner 
refused. and this Court refused to compel him to publish 
it a second time so we could file an opposition to maintain 
the status quo. 

The Court of Appeals affirmed the judgment of this 
Court and remitted us to our remedy under Section 14— 

The Court: Section 14 of what? 

Mr. Browne: Section 14 of the Trademark Act of 1946. 

The Court: No. Please refer to the code. You know, 

I can’t possibly have every statute that has ever been 
passed by Congress in my library. We always ask for 
citations. 
[6] Mr. Browne: It is Title 15 United States Code, 1064. 
At the time we sought to have the Commissioner publish 
the mark again so we could oppose under Title 15 United 
States Code 1063 this Court and the Court of Appeals said 
we had an adequate remedy by way of petition for cancel- 
lation under Title 15 of the United States Code 1064 on 
the day the registration would be issued, therefore we would 
not be irreparably damaged by allowing the mark to he 
registered, because we had adequate remedy at law by 
way of a petition for cancellation. 

Two days after the registration was issued, the plaintiff 
filed a petition for cancellation pursuant to Title 15 United 
States Code 1064, and the procedures were duly instituted 
in accordance with that section of the statute and the trade- 
roark rules and practice in the patent office. The registrant 
answered. Discovery was begun by way of subpoena to 
take the discovery deposition of a vice-president of the 
registrant company. At that juncture, the registrant moved 
to suspend proceedings in the cancellation on the ground 
that there was a civil action pending in the United States 
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District Court for the Southern District of New York be- 
tween the plaintiff, The Goodyear Tire & Rubber Company 
and registrant, the Weather-Rite Sportswear Company, Inc. 
[7] The Court: Before you proceed. I would like to in- 
quire of both counsel, in order that I may make my schedule 
accordingly, are you going to offer any testimony or are 
you going to submit the matter on oral arguments? 

Mr. Browne: The matter will be submitted on the record 
of the Patent Office and other documentary evidence. I 
don’t intend to call any live witnesses, 

The Court: How long will your argument take? 

Mr. Browne: I would suspect that my opening statement 
plus my trial brief would take care of all argument neces- 
sary, and I would simply put in the record to constitute 
the evidence in the ease. 

The Court: I assume the Patent Office is not going to 
offer any testimony, is that correct? 

Mr. Sears: No, Your Honor. Just parts of the cancel- 
lation file. 


The Court: I mean you’re not going to call any wit- 
nesses? 

Mr. Sears: No, Your Honor. 

The Court: Thank you. 

Well, suppose we take our luncheon recess at this time. 


(Whereupon, the Court recessed to reconvene at 1:45 
p.m.) 


[8] AFTERNOON SEssIoN 
1:47 p.m. 
Judge Holtzoff: You may proceed. 


Opening Statement on Behalf of Plaintiff 
by Francis C. Browne 


(Resumed) 


Mr. Browne: Thank you, Your Honor. 
In this action, as I stated just before the lunch recess. 
we are seeking to compel the Commissioner of Patents to 
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allow a cancellation proceeding to go forward, in other 
words, it is in the nature of a mandamous action. Because— 

Judge Haltzotf: You didn’t state in your memorandum 

¢ ground the Commissioner stayed the proceedings. 
That is the important thing, isn’t it? 

Mr. Browne: The facts are, Your Honor, there is a civil 

action pending between The Goodyear Tire and Rubber 

1y and the Weather-Rite Sportswear Company, In- 
corporated. in the United States District Court for the 
$ District of New York. 

Judge Holtzof¥: Ob, that doesn’t appear in the memo 
randum. 

ees rowne: Oh, I thought it did. I am sorry. It cer- 

inly is a fact. 
Judge Holtzoff: And did the Commissioner stay the 
yroceedings pending that action? 

Mr. Browne: Our point is, Your Honor, the action does 

rot involve the registration. 

Judge Holtzoff: I understand but I want to know what 
reason the Commissioner had or gave, whether it is good 
or bad, for staying the proceeding. 

Mr. Browne: In order that I will not misquote the Com- 

ner, in paper number 22 dated February 16, 1967, 
the Patent Office file— 

Judge Holtzoff: I haven’t got the file before me. 

Mr. Browne: That is correct. I would go as directly 
as possible to the critical paragraph which says—this is 
the Assistant Commissioner Reynolds speaking for the 


Comrnissioner: 


‘It may be conceded that there is nothing which requires 
this office to suspend proceedings in a situation such as is 
here involved. But there is certainly nothing to preclude 
such suspension and it is in accordance with the practice 
which has been consistently followed in similar cases for 
mmany years. This practice, it may be noted, was recently 
approved by the United States District Court for the South 
ern District of New York in an opinion dated January 19, 
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1967, in Tuvache Emilio Pucci, International, Incorporated, 
et al, 65 Civil 3730, in which the [10] court declined to 
suspend action pending determination of a related case by 
the Trademark Trial and Appeal Board and clearly indi- 
cated that the court case should take precedence.’’ 


Judge Holtzoff: Well, now, who are the parties to the 
action of the court? 

Mr. Browne: The parties to the action in the court in 
New York are The Goodyear Tire and Rubber Company 
and Weather-Rite Sportswear Company, Incorporated, the 
same parties involved in the cancellation in the Patent 
Office. 

Judge Holtzoff: And what relief is asked in the New 
York Case? 

Mr. Browne: The plaintiff seeks injunction against all 
use of Goodyear by the defendant. 

Judge Holtzoff: Well, isn’t it sensible to suspend or to 
stay proceedings in one tribunal or another instead of both 
going on at the same time? 

Mr. Browne: It didn’t work out that way, Your Honor, 
in the Diplomat Tie, Webley versus Diplomat Tie case, in 
the District Court for the District of Maryland. They went 
through that whole trademark infringement and unfair 
competition case and at the conclusion Judge Watkins re- 
fused to do anything regarding cancellation of the registra- 
tion which, in his opinion, he said had really been litigated 
by [11] consent in the action, and yet he refused to do 
anything. He said that is the province of the Patent Office. 

Judge Holtzoff: Yes, I know, but isn’t it sensible for 
the Patent Office to stay action until the litigation is de- 
termined and then to act? 

Mr. Browne: Not necessarily, Your Honor. 

Judge Holtzoff: No, not necessarily, but I say isn't it 
sensible? 

Mr. Browne: Not in this ease, Your Honor, No. We 
say it is an abuse of diseretion in this case beeause two 
years ago the Patent Office suspended the cancellation pro- 
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ceeding and the litigation in New York Still isn’t out of the 
pretrial stage. 

Now, when we applied for relief at the request—at the 
suggestion of the courts of the District of Columbia by way 
of petition for cancellation, the Administrative Procedure 
Act entitled us to a speedy remedy and we say the Commis- 
sioner of Patents has no right to hold up for two years 
2 cancellation pending disposition of a case in a Federal 
court which doesn't involve the registration sought to be 
cancelled. 

Judge Holtzoff¥: Well, you brought a suit against the 
opposing party for infringing your trademark, is that it? 

Mr. Browne: Our common law trademark, Goodyear. 
12] Judge Holtzoff: Yes. Well, now, if you prevail, 
hen that would be res judicata, wouldn’t it, that you are 
entitled to cancellation of the other trademark? 

Mr. Browne: No, Your Honor. The Court of Appeals 
of this Cireuit last said that rule 13(a) as to the compul- 
sory counterclaims doesn’t apply in the Patent Office and 
wouldn't be res judicata because the right to register is 
not the same as the right to use. 

Judge Holtzoff: That wasn’t my question. I am not 
talking about compulsory counterclaims. I say as between 
I ties that would be res judicata, wouldn’t it? 

Mr. Browne: No, Your Honor, not as to the right to 
maintain a registraiton because this registration has a dis- 
claimer of the words Goodyear Deluxe, and— 

Judge Holtzoff: Oh. 

Mr. Browne: The registrant would argue that he could 
still retain that registration even though he doesn’t have 
a right to use Goodyear. 

Judge Holtzoff: Well, what are you seeking to cancel? 

Mr. Browne: We are seeking to cancel the entire regis- 
tration because it includes the words Goodyear Deluxe by 
Weatherite. Now, Goodyear is one factor, Deluxe is an- 
other. [123] and Weatherite is another. 

Judge Holtzoff: Suppose the word Goodyear was out of 
that trademark. You wouldn’t object, would you? 
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Mr Browne: If it was out of the trademark we would 
still have the problem of the Deluxe and Weatherite com- 
bination but I think if the thing would be settled on that 
basis we probably would settle. As a matter of fact, 
Weatherite has a separate registration of just the word 
Weatherite alone and we have not attacked that. Weath- 
erite alone. 

Judge Holtzoff: Anybody has a right to use the word 
deluxe. I say anyone has a right to use the word deluxe. 
I can see very well how you would object to somebody else 
using the word Goodyear. 

Mr. Browne: And we certainly do. 

Judge Holtzoff: And what I don’t understand offhand 
is how the Patent Office ever registered a trademark in the 
first place with the word Goodyear in it. 

Mr. Browne: Well, the courts in this circuit told us that 
we could have it cancelled after it issued. 

Judge Holtzoff: No, they didn’t say that. 

Mr. Browne: Pardon me. I am sorry. They said we 
could petition to cancel, I am sorry. 

Judge Holtzoff: No. I am asking you—perhaps I [14] 
ought to ask Mr. Sears after he—when he addresses the 
court, on what theory the Patent Office would register a 
trademark for, say, John Smith with the name Goodvear 
in it. 

Mr. Browne: I am amazed that they did, Your Honor, 
but that is why this is so important to us and why we want 
a determination by the Patent Office, the one who issued 
the registration, to come first and then the courts in New 
York— 

Judge Holtzoff: You practically brought two proceed- 
ings against two different people. 

Mr. Browne: No, same people. 

Judge Holtzoff: Involving the same issue. 

Mr. Browne: No. The same person involving the same 
mark. (Goodyear Deluxe by Weatherite. 

Judge Holtzoff: Oh. Very well. Now, I think it is good 
judicial administration to stay one or the other until one 
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comes to conelusion instead of letting two cases in two 
itferent tribunals proceed at the same time. 

Mr. Browne: Well, that is why we are here, Your Honor. 
We don't feel that way because the issues are different. 
The issue of right to retain this registration is not before 

civil court. Now, the civil courts have taken the posi- 
on that they are entitled to the expertise of the Patent 
Office before they pass on a case. There is a presumption 
of correect- [15] ness that attaches to the Patent Office ac- 
tion and now we have the Patent Office saying, as in the 
Emilio Pucci case, we have the Gaston Alphonse act. The 
court in that case said, on trademark cases we don’t have 
to wait. 

Judge Holtzoff: When was the New York action filed? 

Mr. Browne: February of 1965. 

Judge Holtzoff: 1965. 

Mr. Browne: That is right, Your Honor. 

Judge Holtzoff: You say it isn’t at the pretrial stage yet. 

Mr. Browne: That is correct, Your Honor, and that is 
why we are complaining about the Patent Office holding 
up two years on our cancellation. 

Judge Holtzoff: Well, I understood that the civil calendar 
in New York was pretty well up to date. 

Mr. Browne: Well, the fact is that under the pretrial 
procedure it has been assigned to former Chief Judge Ryan, 
personally to him, and the defendant took 14 months from 
just this current month in which to come up with findings 
of fact which they would like to have the plaintiff stipulate. 
The plaintiff prior to that time had nine months in which 
to prepare proposed findings to see if the defendant would 
stipulate. That is where the case stands right now and 
there [16] is not much prospect of it coming to trial in any 
immediate future. The Patent Office could have decided 
this case and had it out and up in the court by that time. 

Judge Holtzoff: You are not required to take nine 
months, are you? You are only permitted. [f you want 


expedition, you can submit whatever papers you have to 
the court. 
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Mr. Browne: This took nine months for the plaintiff to 
vet its material together and it resulted from eight volumes 
of proposed facts going back to 1898 when the company 
was first founded and going product line by product line to 
show the good will it had in Goodyear and all the facts 
to support it, so it took nine months for the plaintiff to 
do all that and yet the defendant came in this month with 
two little booklets about an inch thick which it took them 
14 months to compile and they have been, only been in 
business since 1957. 

Judge Holtzoff: Well, now, that is water under the 
bridge. isn’t it? Now— 

Mr. Browne: It is not under the bridge yet, Your Honor. 
That is the trouble. The thing is pending up there and we 
don’t know when it is going to be decided. 

Judge Holtzoff: Well, why don’t you apply to the judge 
in the Southern District of New York for—to grant the 
case? 

Mr. Browne: We are handling it as expeditiously as 
[17] the judge will permit us. He has given the people 
the time. Each time that—in fact, they were supposed to 
have had this material in six months ago and they kept 
getting extensions of time and they are doing the same de- 
laying tactic there that they did in the Patent Office in 
getting this proceeding stayed. 

Judge Holtzoff: They didn’t get the proceedings stayed. 
They made a motion and the stay was granted by the Com- 
missioner. 

Mr. Browne: On the representations made by the reg- 
istrants, Weather-Rite. It was on the basis of their repre- 
sentation about what the civil action contained in New 
York that the Commissioner stayed it and I think the 
Commissioner was taken in by it, and that is why we 
would— 

Judge Holtzoff: What do you mean by taken in? 

Mr. Browne: Because the representations made by the 
registrants were less than candid, Your Honor. 


166 


Judge Holtzot¥: I beg pardon? 

Mr. Browne: The representations made by the regis- 
trants Were less than candid, Your Honor. 

Judge Holtzotf¥: I beg pardon? 

Mr. Browne: The representations made by the regis- 
trants— 

ige Holtzoff: I don’t like to see slang used in the 
courtroom by members of the Bar, Mr. Browne. 

Mr. Browne: I am sorry that I have to use it. 

] Judge Holtzoff: You mean they misrepresented 
igs to Judge Ryan? 

Mr. Browne: Pardon? 

Judge Holtzotf: Do you mean—you mean that they mis- 
represented things to the Commissioner? What did they 
misrepresent? 

Mr. Browne: I didn’t say they misrepresented. I said 
hey placed an interpretation on what was before the court 
in New York such that it caused the Commissioner of 
Patents to think that the registration rights would be de- 
cided in the New York case, and that is not so. Just as in 
the Wembley versus Diplomat case, the District Court in 
Maryland didn’t decide the registration rights. Neither 
do we think the court will decide them in New York becayse 
the registration isn’t before them in the court in New York. 

ige Holtzoff: I think your—this impresses me as being 
quite right, but don’t you think that if you prevail in the 
New York action, it will then follow the Commissoiner 
would cancel the registration of the trademark? 

Mr. Browne: This goes to the question of damage in the 
interim, Your Honor. The registrant has registered his 
mark with the Bureau of Customs and we can’t get the 
3urean of Customs to strike that from the register during 
the pendency of [19] of this cancellation. They said no, 
we will have to wait until the Patent Office cancels it be- 
fore we can cancel it. We are being damaged every day. 

Another thing, if I may say, there is a publication put 
out here recently which shows registrations which are 
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presently in force. Included in there are not only the regis- 
tration we seek to cancel but two other numbers which 
were never issued to Weatherite for the same mark. 

Now. this is how we are damaged and that is why we 
don’t feel we should be made to wait disposition of the 
action in New York. 

Judge Holtzoff: Just a moment. Let me take this one 
step at a time. I am not familiar with this registration in 
the Bureau of Customs. What is that registration for? 

Mr. Browne: That is to first of all, prevent importation 
of goods into the United States bearing any mark which 
is confusingly similar to the mark recorded with Customs. 
It has to be registered in the Patent Office first. Likewise, 
if that registration is granted by the Patent Office, and is 
recorded with Customs, the owner of the registration uses 
that at the port of entry to say: ‘‘I have a registration, I 
can bring my goods in under this mark but nobody else 
can bring in goods under a similar mark.”’ 

[20] Judge Holtzoff: Well, is anybody importing any 
goods into the United States under this trademark? 

Mr. Browne: They have been previously, Your Honor, 
and as of the moment we are in the discovery stage, still 
in the Southern District of New York and I can’t answer 
that question. We think there are because there have been. 
We know there have been and that has been establishd as 
a fact. Whether they are today or not I can’t say. 

Judge Holtzoff: Well, now, actually how are you being 
damaged—the opposing concern is probably a very small 
concern, isn’t it? 

Mr. Browne: Well, They were doing over $5 million 
worth of business a year while they were importing these 
things from Japan. 

Judge Holtzoff: Oh. 

Mr. Browne: No little concern. But they are certainly 
hurting Goodyear because in the record, Your Honor will 
find, there are letters that come in from all over the country 
complaining about their rainwear and they are sent to Good- 
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year Tire and Rubber Company, not to Weather-Rite, and 
every day that registration is out Weatherite represents 
t the Patent Office has seen fit to issue them a registra- 
tion, and therefore, they have prima facie evidence of 
exclusive [21] right to use Goodyear Deluxe by Weatherite 
ey have represented that to some of the largest chain 

icates in the country. 

So we are being damaged every single day, that any- 
hing remains in the hands of Weather-Rite which tends 

“e them any color of right to use Goodyear or to reg- 

it and we feel, having complied with the statute after 

ng been before this very court once before and re- 

ting us toa remedy under Section 14 of the Trademark 

t, Title 15, U.S. Code 1064, that we should be entitled to 

pate ie Gispoation of the administrative proceeding 

prescribed by statute and rules and withholding of that 

tion 1 an da delay of that action for more than two years 

is discretionary even, is an abuse of discretion be- 

cause it seems to me, six months’ delay might have been 

excusable, but a year, a year and a half, two years, is un- 

conscionable on the part of any administrative official and 

I refer to the Fifth Circuit case in the Longshoremen and 

also refer to Deering Milliken and a number of other cases 

in my brief which say that to unduly delay or to withhold 
action is to deny due process, 

Now, we are not asking this court to tell the Commis- 
sioner how to decide this case. We don’t go to the merits. 
It is only to compel him to let the proceeding go forward in 
[22] accordance with his rules and the statute. 

Now, the evidence that we will put in will be simply the 
record of the Patent Office to show what transpired but 
frankly, I don’t think there will be anything that will be 
very startling by way of the evidence beyond what I have 
said, 

I think Your Honor may be interested in reading the 
pleadings in the Southern District of New York to satisfy 
Your Honor registration $11725 is no where involved and 
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if it was, the clerk of the Southern District is required by 
statute to notify the Commissioner of the pendency of 
such action and the Commissioner puts such a notice in 
the file of the registration involved. 

There is no such notice in the Patent Office now. So the 
evidence will tend to show a negative, really, show a lack 
of basis for the Commissioner’s action rather anything to 
justify the action, and that is where we stand right at 
the moment. 

I will offer the respective exhibits in evidence after the 
Patent Office has opened. 

Judge Holtzoff: Mr. Sears. 


Opening Argument on Behalf of the Defendants 
by Mr. Jere Sears 


Mr. Sears: May it please the court, Mr. Browne has 
(23] indicated generally what the nature of the New York 
action is. Your Honor earlier asked him what the mark 
is, Goodyear Deluxe by Weatherite. That mark is involved 


in the New York action. 

He has also indicated that the registration is not in- 
volved. To the Patent Office’s knowledge based upon the 
original pleadings in that cause, the registration is not. 
The reason for that is. 

Judge Holtzoff: In other words, you gentlemen agree 
that the registration is not involved in the New York action. 

Mr. Sears: To my knowledge it is not. 

Judge Holtzoff: Well, you represent the Patent Office. 

Mr. Sears: We agree. 

Judge Holtzoff: You gentlemen are agreed it is not 
involved. 

Mr, Sears: I speak only from knowledge in the original 
pleadings in that ease. 

Judge Holtzoff: Well— 

Mr. Sears: The reason T take it that the— 

Judge Holtzoff: The court expects unequivocal state- 
ments from Government counsel. 
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Mr. Sears: Again, I only have knowledge of the original 
ur Honor. 
Judge Holtzotf¥: Well, you are supposed to bring 
> knowledge up to date. 


original pleadings. 
ze Holtzotf: Well, the registration—then the office 
is based upon an action in which the registration is 
involved. 

Mr. Sears: That is correct, Your Honor. 

Judge Holtzoff: Very well. 

Mr. Sears: I would point out in that connection that the 
New York action was filed in February of 1965 and the 
registration did not issue until July of 1966. The regis- 
tration was not in being at the time the New York action 
was fled. 

Judge Holtzoff: Now, will you explain why the proceed- 
ing was stayed by the Commissioner of Patents? 

Mr. Sears: All right. The proceeding was stayed, Your 
Honor, at the request of Weather-Rite Sportswear Com- 
pany, the registrant. They called— 

Judge Holtzoff: You mean at their motion? 

Mr. Sears: Yes, on their motion. To that motion 
Weather-Rite coupled copies of the original pleadings 4n 


rademark [25] Trial and Appeal Board that handles in- 
terlocutory matters, could clearly see that the mark was 
olved, that Goodyear complained about Weather-Rite’s 
use of the mark, that Goodyear sought a permanent injune 
tion against Weather-Rite from using the word Goodyear 
in almost any context, and also on the basis of an affirma- 
tive counterclaim by Weather-Rite, the Trademark Trial 
and Appeal Board member passing on this matter could 
also see that Weather-Rite had invoked that court’s juris 
diction under Section 1119, Title 15, United States Code. 
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Under that provision, the New York Court could over- 
haul the register for the Commissioner, could resurrect 
cancelled registrations, cancel registrations from the reg- 
ister, do almost anything to make the registration record 
of the Patent Office right. 

Now, Weather-Rite sought cancellation from the New 
York court on no less than, say, 20 odd registrations of 
Goodyear. Hence, the jurisdiction of that court w here the 
register is involved has already been invoked by Weather- 
Rite. 

Judge Holtzoff: Well, now, Mr. Sears, is it your thought 
or is it not your thought that the Federal Court in New 
York has a right to order the Commissioner to cancel the 
registration? 

Mr. Sears: Very definitely. But— 

[26] Judge Holtzoff: Very definitely what, yes or no? 

Mr. Sears: Yes. The New York court could, if it ever 
learns about the registration. 

Judge Holtzoff: Well, but the registration is not involved 
in the pleadings. 

Mr. Sears: It could not have been on file on the basis 
of the original pleadings and Mr. Browne represents to 
the Patent Office, and I believe also to this court, that to 
date the New York court has not been apprized of the fact 
that the mark in that suit has been registered. 

Judge Holtzoff: Well, I suppose it is no secret. You 
will have to enlighten the court on this. Can a trademark 
be—can a registration of a trademark be cancelled in any 
proceeding to which the Commissioner of Patents is not 
a party? 

Mr. Sears: Oh, yes. I refer to Section 1119. 

Judge Holtzoff: Yes, I have it before me. Oh, yes. 

Mr. Sears: The Commissioner need not be a party. 

Judge Holtzoff: As a matter of curiosity, Mr. Sears, ] 
would like to ask you, if you can enlighten me, how the 
Patent Office would register the name Goodyear at the 
request of somebody whose name is not Goodyear, when 


a 
ne—when [27] a man by the name of Goodyear has 
already ~ 
Mr. Sears: Iam not here really to represent Weather- 
Rite or justify the registration on the merits, Your Honor. 
Judge Holtzot¥: I understand but you can—you are coun- 
Lf » Government and you can inform the court as 
icus curiae. 
. Sears: All right. As best I can, there is a Supreme 
i on at about the turn of the century— 
r. Browne: 1888. 
Sears: 1888 involving the use of the expression 
ear Rubber, I believe. And at the time the Supreme 
believed that this expression was descriptive of rub- 
ber that had been processed according to the invention of 
‘harles Goodyear, who didn't give any other name to his 
process. It carried his own surname. So Goodyear rubber 
was rubber that had been vulcanized. It was descriptive. 
-re couldn't be any proprietary right in descrip- 
ressions or marks, then anybody is free to use it. 


» Holtzoff: I am not asking you about what [28] 
argument Weather-Rite might make. I am asking you in 
he name of common sense and ordinary substantial justice 
how could they, the Patent Office, register the name Good- 
year at the request of somebody whose name is not Good- 
year? You know, there are lots of people making—lots 
of concerns making vulcanized rubber. Could Firestone 
the name Goodyear or could Goodyear register 
» Firestone, for example? 

Mr. Sears: Well, I believe Your Honor is suggesting that 
today people might have lost sight of Charles Goodyear’s 
i ition as such but they do associate Goodyear with the 
Goodyear Tire and Rubber Company. 

Judge Holtzoff: They do. 

Mr. Sears: Yes. 

Judge Holtzoff: With the Goodyear Tire and Rubber 
Company. But not with Weather-Rite. 
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Mr. Sears: Now, assuming that the Supreme Court was 
correct on the descriptiveness aspect, then registration 
might be had today, for instance, if secondary meaning had 
been acquired. But this is not a— 

Judge Holtzoff: That was back in 1888, I believe, you 
said. 

Mr. Sears: Yes. There is a more recent ruling, Your 
Honor, by the Federal Trade Commission, I believe, in 
the mid- [29] fifties, to the effect that the expression Good- 
year rubber might be still used provided the manufacturer 
of whatever the article is has his name right next to it. 
In other words, Goodyear rubber by Ajax, of Oshkosh, 
something like that. So, it has been updated to that extent. 

Now. excuse me one minute. Judge Blumenfeld of the 
District Court, Federal District Court in Connecticut had 
something to say on this very point in a recent suit, the 
Goodyear Tire and Rubber Company versus Topps of 
Hartford. 

Now, Topps of Hartford is a retailer of Weather-Rite’s. 
Suits had been brought against Topps by Goodyear to en- 
join them from peddling rain coats saying with the mark 
Goodyear Deluxe by Weatherite on it, say. Now, this par- 
ticular opinion by the judge goes off on the motion for a 
preliminary injunction, This was denied. And one of the 
criteria the judge considered was the probability of suc- 
cess in the action, the major action, and on that point the 
judge specifically commented that this was a very sticky 
or involved mixed question of fact and law. The judge 
acknowledged the Supreme Court ruling. I believe he 
also acknowledged the FTC involvement more recently. He 
wouldn’t—he couldn't bring himself to agree that the sue- 
cess of the suit was that probable. 

[30] Incidentally, in this same action the judge looked 
into the question of irreparable harm and he has a very 
interesting discussion on that point. He noted, for in- 
stance, that the Goodyear Tire and Rubber Company had 
been suing a succession of Weather-Rite’s customers across 
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the land, gaining these injunctions, and this had been going 
on for some time and on that basis he couldn't conclude 
that irreparable harm would result if he didn’t grant the 
injunction. 
ige Holtzotf¥: Well, I think if Weather-Rite manu- 
factures defective merchandise under the name Goodyear, 
that certainly would hurt Goodyear if as Mr. Browne says 
Weather-Rite does 35 million worth of business. I thought 
perhaps it was some little bit of a concern. 
Mr. Sears: Well, I think that is still small by comparison 
to Goodyear’s business. 
Judge Holtzoff: Oh, yes, of course. But I think 1888, 
that is 50 years ago, conditions have changed. 
= Sears: Well, again— 
Judge Holtzoff: And you wouldn’t—do you mean that 
S ent Office would register a trademark which any- 
applied for with the name Goodyear in it, Goodyear 
DY ae ohn Jones? 
: I can’t say, Your Honor, I know what [31] 
aes case. I will not attempt to justify it fur- 
I rare merely indicated a position. 
dge Holtzoff: In other words, this was not an inad- 


i Seas It might possibly have been inadvertent, yes. 
« Holtzoff: Well, I would think if it was an inadvert- 
. the Patent Office would act expeditiously to cure it? 

Well, you may proceed. You have answered my question. 
It does seem to me— 

Mr. Sears: Excuse me one minute. 

Judge Holtzoff: —it is absurd as well as unfair that 
anyone who sells rubber products could get a trademark 
Goodyear because the average person never heard of the 
Goodyear patent issued a 100 years ago. We think of 
Goodyear rubber as rubber manufactured by Goodyear, 
Firestone tires as tires manufactured by Firestone, and 
sO on. 

Mr. Sears: That may be but, of course, Weather-Rite is 
not a party in this action. 
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Judge Holtzoff: Well, I just—no, but it seems to me— 
I am not referring to that. It seems to me to be a bit 
absurd that a person can go ahead and procure a registra- 
tion at [32] the Patent Office under those circumstances, 
However, I am not here to review that. 

Mr. Sears: All right. As far as the Patent Office clean- 
ing its own house, a Commissioner once took that view in 
a cancellation matter. He said in effect if we made a mis- 
take, if we registered this mark in error, well, for heaven 
sakes, we will correct it and we can do it more readily 
than the court where the parties were involved in litigation. 

I would like to hand up a copy, Your Honor, of that 
opinion. It is a First Cireuit— 

Judge Holtzoff: Whose opinion? 

Mr. Sears: Of the First Cireuit Court of Appeals. That 
circuit affirmed an injunction granted by the lower court 
against a defendant in prosecuting a trademark registra- 
tion cancellation proceeding in the Patent Office. It has 
a very interesting background to it. Initially suit was 
brought for a trademark infringement. The defendant 
zame to the Patent Office and instituted a cancellation pro- 
ceeding against the registration. The plaintiff asked or 
moved for a suspension of that proceeding pending the 
outcome of the infringement cause. The trademark ex- 
aminer at the time agreed. He didn't see the sense in 
duplicative efforts and he also saw that the outcome in the 
earlier filed equity action, the court action, [33] might well 
control the outcome of his proceeding. 

Now. the defendant who had brought this cancellation 
proceeding petitioned to the Commissioner and this is the 
occurrence I speak of. The Commissioner overruled his 
trademark examiner and said, well, get on with this pro- 
ceeding. We can do it more readily, whereupon the plain- 
tiff registrant went back to the court and sought an injune- 
tion against the defendant from prosecuting this eancella- 
tion matter before the Commissioner, before the Patent 
Office, And this injunction was sustained by the First 
Cireuit Court of Appeals. 
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That decision is the Dwinell-Wright Company versus 
National Fruit Products Company, 1942. And there are 
some Very interesting statements. 

Judge Holtzotf: You haven't given me the citation. 

Mr. Sears: This is 129 Federal Reporter 2nd, S48, Your 
Honor. 

I think the Commissioner could well have cited this pre- 
eedent in this very situation because a cancellation proceed- 
ing was nvolved, the propriety of suspending it. Both 
views are given through the trademark examiner and the 
Commissioner, and in effect, the court overruled the Com- 
ee 

e Holtzoff: The court enjoined— 
Sears: The party from prosecuting before the [54] 
missioner. 
e Holtzoff: Until when? 
rs: As I understand it, until the suit was termi- 
nated. the earlier filed equity suit. 
Judge Holtzoff: Very well. 


Mr. Sears: Now, I would like to pursue this matter of 
irreparable harm, Your Honor. Mr. Browne has mentioned 
the recordation of Weather-Rite’s mark with the Customs 


Bureau but he has not even asserted that any of Good- 
vear’s goods have been impounded or that the importation 
of any goods of theirs has been interfered with in any way. 

Judge Holtzoff: Well, I personally think that the real 
harm would come from a matter referred to by Mr. Browne. 
Mr. Browne said that a lot of complaints have been re- 
ceived by Goodyear against the quality of the goods. The 
purchaser is assuming they were made by Goodyear. 

Now, I think that is a serious matter. 

Mr. Sears: That may be, Your Honor, but the cancella- 
tion of the registration would not stop Weather-Rite from 
using that mark. Only the New York action could stop 
that. In other words, you do not have to have a registered 
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trademark to use the mark. Use precedes registration. 
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Judge Holtzoff: Now, let me ask you this. Suppose [35] 
Goodyear prevails in the New York action. What effect 
will that have on the registration—on the proceeding to 
cancel the registration? 

Mr. Sears: The member of the Trademark Trial and Ap- 
peal Board who ruled on Weather-Rite’s motion indicated 
that he would abide by any injunction that precluded 
Weather-Rite’s use of the word Goodyear in this sense. 
He recognized that use of the word Goodyear was essential 
to use of the mark. It is a composite mark, Goodyear 
Deluxe by Weatherite, and registration, of course, should 
conform to use. 

Judge Holtzoff: Well, now, you said that the member 
of the Patent Office Board indicated he would follow the 
ruling of the court. Will that be regarded as res judicata 
or would it be followed on the theory of comity? 

Mr. Sears: It is res judicata as to right to use and I 
can explain that by referring to the Dunhill case of the 
Court of Customs and Patent Appeals. 

Judge Holtzoff: There is no question about the fact that 
it would be res judicata on Weather-Rite’s right to use the 
trademark. I am going to repeat my question. My ques- 
tion is, would the Trial Board in the Patent Office regard it 
as res judicata for the purposes of cancellation of the trade- 
mark or would they merely regard it as persuasive and on 
the theory [36] of comity? 

Mr. Sears: Might I introduce our exhibits and I can 
read the very words— 

Judge Holtzoff: No, no. Can't you tell me? 

Mr. Sears: The statements made by that member of the 
Trademark Trial and Appeal Board as I recall, was that 
it would control or words to that effect. 

Judge Holtzoff: I see. They didn’t indicate whether it 
would control on the theory of res judicata or on the theory 
of comity. 

Mr. Browne: It says here ‘‘may well have a bearing”’, 
are the words the Board used, Your Honor. 
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Ses Holtzot: 1 beg your pardon? 
Browne: **May well have a bearing.”” 
Holtzorf¥: Now, do TL understand you, Mr. Sears, 
» New York action was brought betore the cancella- 
vroveeding f 

Mr. Sears: Yes. The New York action was filed in 
February of 1905.) The cancellation proceeding was filed in 
July of 1966, about a year and a half. 

Judge Holtzotf: Lam surprised that they have not been 
able to bring the New York action to trial. However, there 
2 { me reason for it because the New York Court 

ot have just delayed. What do you say about 
> jurisdiction or power of this court to grant the relief 
prayed for? 

Mr. Sears: The complaint had three prayers, Your 

r. We have—the Patent Office has admitted jurisdic- 
tion as to prayers A and C. 

Judge Holtzotf: A and C. Let me see. In other words, 
that order admits that this court has jurisdiction to order 
or direct the Commissioner to vacate the stay and resume 
he proceedings. 

. Sears: That is correct. 
Ju rdge ee And C—well, C is the same thing. 
rs: In B, however, the plaintiff sought to select 
parsienlar panel of the Trademark Trial and Appeal 
rd to consider the merits. This is premature and it is 
oe a matter of discretion with the Commissioner. 
cae Holtzotf: Well, if I correctly construe Mr. 
Browne's argument, he is not asking for the relief specified 
in the prayer B. He is asking for relief in the nature of 
the mandamus to require the Commissioner of Patents to 
vacate the stay and proceed with the cancellation pro- 
ceeding. 

Mr. Sears: However, he hasn’t explicitly dropped B. 
He hasnt withdrawn prayer B, to my knowledge. 

[38] Judge Holtzoff: No, he hasn’t withdrawn but he 
hasn’t mentioned it in his argument and I always assume 
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that anything that isn’t mentioned by counsel in oral argu- 
ment is not being pressed and is being abandoned. 

Mr. Sears: All right. Now, Mr. Browne has volunteered 
one statement by the member of the Trademark Trial and 
Appeal Board as to what would ensue following the New 
York action. Here is another statement. This appears 
in his decision of December 9, 1966, paper 14. ‘‘ Although 
it is indicated by petitioner’’—he is referring to Goodyear 
here, the plaintiff—‘‘the civil suit is not concerned with the 
cancellation of respondent’s registration here involved, 
the injunctive relief which petitioner is seeking therein in 
respect to respondent’s use of the term Goodyear will un- 
questionably have a direct bearing on the question of re- 
spondent’s right to maintain its registration of a com- 
posite mark which includes said term as a salient feature 
thereof.”’ 

Now, Mr. Browne has indicated that in the registration, 
Weather-Rite has disclaimed the words ‘‘Goodyear De- 
luxe by’’, I believe, or something to that effect, exclusive 
of the composite mark. Now, this doesn’t mean that Good- 
year isn’t part of that mark whatsoever. The Court of 
Customs and Patent Appeals is quite clear on that point. 
[39] Judge Holtzoff: Well, of course, that disclaimer 
wouldn’t help Goodyear. They don’t want the name Good- 
year used even as part of anything else. 

Mr. Sears: On the other hand, if Weather-Rite is pre- 
eluded or enjoined from using the term Goodyear, how in 
the world could they use this particular composite mark? 

Judge Holtzoff: They couldn’t. They would have to use 
the name Weather-Rite and I don’t think it ought to be 
allowed to use the name Goodyear. 

Mr. Sears: Well, again that goes to the merits. 

Judge Holtzoff: Yes. 

Mr. Sears: I am not prejudging what might oceur on 
that merit. Now— 

Judge Holtzoff: You know, it does seem to me to be a 
terrible imposition for somebody to go in and register 
somebody else’s name as part of a tradmark. Now, I can 
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understand if another—if a namesake of Goodyear regis- 
tered the name Goodyear, he would have a right to do that 
providing he didn’t imitate the Goodyear design, and so 
on. but here. would John Smith have a right to come into 
the Patent Office and register the name Goodyear? I 
shouldn't think so. 

Mr. Sears: Well, of course, he would have to use the 
term and my point is that— 
[40] Judge Holtzoff: Well, suppose— 

Mr. Sears: Registration— 

Judge Holtzot¥: —he used it this way. Suppose John 
Senith was a dealer in tires and he advertised that I sell 
Goodyear tires and he kept advertising along that line. 
Would he have the right to register the name Goodyear 
as part of his trademark? 

Mr. Sears: As part of his trademark? Again, I hesitate 


say. 

Judge Hokzoe Of course, I understand that. 
shouldn’t think he would. 

Mr. Sears: ae right. May I submit the Patent Office 


Exhibit? 

Judge Holtzoff: Yes, you may hand it up. 

Mr. Sears: All right. Any objection? 

Mr. Browne: I understand these are simply for the con- 
venience of the court. I understand these matters that are 
being handed up are simply for the convenience of the 
court because they are matters which plaintiff intends to 
introduce in evidence as plaintiff’s exhibits. 

Judge Holtzoff: Don’t just hand up exhibits. I think 
they onght to be offered in evidence. 

Mr. Sears: I offer them in evidence. 

[41] Jndge Holtzoff: What are you offering? 

Mr. Sears: I offer, sir— 

Judge Holtzoff: Let’s proceed in order. I think Mr. 
Browne should offer his evidence first, unless he yields to 
you. 

Mr. Sears: All right. Do you want to offer yours in 


evidence? 
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Mr. Browne: Not yet. I will wait until you close your 
opening argument. If we start putting in our evidence— 

Judge Holtzoff: Is there anything you wish to add to 
your remarks at this time? 

Mr. Sears: Well, Your Honor, I thought this instru- 
ment would amount mostly to opening argument. That is 
why I have offered the evidence now. 

Judge Holtzoff: The order of proceedings of the trial 
is first opening arguments of both counsel, then presenta- 
tion of evidence by the plaintiff, then presentation of 
evidence by the defendant. 

Mr. Sears: All right. 

Judge Holtzoff: Then, if any, closing arguments. 

Mr. Sears: Then, I will reserve my other remarks for 
the closing argument. 

Judge Holtzoff: Well, suppose you make them now. 
[42] Just what—you can’t offer evidence now but you may 
make any remarks you wish. 

Mr. Sears: All right. I intended, Your Honor, to refer 
to certain pages of the papers. 

Judge Holtzoff: Then, you had better reserve your re- 
marks until the evidence is offered. 

Now you may proceed, Mr. Browne. 

Mr. Browne: I just wanted to touch on one or two points 
which I had not had any notice that Mr. Sears was going 
to rely upon any authority other than those in the Patent 
Office record—Dwinell-Wright case in 128 Federal 2nd 
S48. We had notice of that. But I don't think it is perti- 
nent from the way he described it. 

Judge Holtzoff: We will leave that to your closing argu- 
ment. Do you have any evidence to offer? 

Mr. Browne: Yes, I do, Your Honor. 

Judge Holtzoff: Suppose you proceed. 

Mr. Browne: I might explain that pursuant to an agree- 
ment between Mr. Schimmel, Solicitor of the Patent Office, 
and myself and of which Mr. Sears has been informed, 
rather than having a subpoena duces teeum to have the 
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Patent Office bring in the original record upon which this 
action was based. it has been agreed that we would com- 
pare our fle copy [43] with the Patent Office record and 
we would xerox our copies and submit that in lieu of the 
original record with the same force and effect. 

Judge Holtzoff: That is much better. 

Mr. Browne: So. I would like to offer first as plaintiff’s 

chibit 1 an item which was so bulky that it couldn't con- 
Iuded with the Patent Office record of the 


c 


(The document referred to was marked Plaintiff’s Ex- 
it No. 1 for identification.) 


Judge Holtzotf: Well, now— 
ars: No objection. 
Holtzoff: How is that relevant? I don’t want 
nber the record with irrelevant material even if 
there is no objection. 

Mr. Browne: It is the basis, Your Honor, upon which 

the District Court here and the Court of Appeals here re- 
rn tiff to a remedy under Title 15, United States 
Code, 1064 by way of petition to cancel. 
(4t] Jndge Holtzoff: Yes. I think I am going to exclude 
the record. You can refer to the opinion of the court or 
order of the Court of Appeals, but the whole volumineus 
record, I don’t think should be here. 

Mr. Browne: Well, I only intend to use portions of it 
and those portions are the ones to which counsel for the 
Patent Office made representations to this court regarding 
the effect of issuing a registration subject to cancellation 
proceeding, as compared to the opposition proceeding. 

Jndge Holtzoff: I am not interested in representations 


made by counsel. 
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Mr. Browne: We feel there was a breach of faith by 
the Patent Office in light of representations made to this 
court. 

Judge Holtzoff: I will read the record. I don’t think it 
appropriate to accuse anybody of breach of faith, Mr. 
Browne. You didn’t quite mean that. 

Mr. Browne: Perhaps I have chosen the wrong word to 
describe what I understand to be the facts and I will only 
rest on what the record says. 

Judge Holtzoff: The words breach of faith imply dis- 
honesty of some kind and I know you didn’t mean that. 
Dishonesty or deceit. 

[45] Mr. Browne: I can only go by what the record says 
and that is why I want the record in. 

Judge Holtzoff: I don’t think members of the Bar ought 
to neuse each other of breach of faith. At least members 
of the Patent Bar don’t do it. 

Mr. Browne: Ordinarily we don’t, Your Honor. 

Plaintiff’s Exhibit 2 is the xerox copy of the plaintiff's 
file copy of cancellation $738, Goodyear Tire and Rubber 
Company versus Weather-Rite Sportswear Company, In- 
corporated, which has been compared with the record. 

Judge Holtzoff: I don't care about the comparison. 

Mr. Browne: And there is one thing, item number 3, 
which is a Post Office certified mail return receipt which is 
not included but it is immaterial. 

Judge Holtzoff: I don’t care about that. This is a copy 
of what proceeding? 

Mr. Browne: This is the cancellation proceeding which 
has been suspended. Plaintiff's Exhibit 2 


(The document referred to was marked Plaintiff’s Ex- 
hibit No. 2 for identification.) 


Judge Holtzoff: Will you want the order which stayed 
or suspended the proceeding and the opinion or memo- 
randum of the [46] Patent Office official, Mr. Browne? 

Mr. Browne: This includes the decision. 
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Judge Holtzotf: I know, 1 know, but you find it for me. 
= Browne: I am sorry. Yes, sir. That is a paper— 

udge Holtzotf: I think the court is entitled to that much 
lp from counsel. 

Mr. Browne: Paper 22. 

Judge Holtzoff: This is a very voluminous record. 

Mr. Browne: That is right, Your Honor. The order— 

Judge Holtzotf¥: Put a bookmark or a tab or something. 
Mark it. Would you mind writing something on it? 

Mr. Browne: I presume you would like me to mark the 
action by the Trademark Trail and Appeal Board from 

which we petitioned. 

ige Holtzoff: I would like the order staying the pro- 
aes and any memorandum or opinion accompanying it, 
it be the action of the Trial Board or the Com- 
or both. When I say Commissioner, I mean 

istant Commissioner. 

Mr. Browne: The four that I mark are the order to 
show cause entered by the member of the Trademark Trial 
and Appeal Board, the decision of the Trademark Trial 
and i Appeal [47] Board suspending proceedings, the denial 
of a petition for reconsideration of that decision, and then 
the decision of Assistant Commissioner Reynolds on the 
petition to the Commissioner. Those four. 

Judge Holtzoff: I see. Now, if you will bear with me 
a moment while I go over nithie papers that you have marked. 

Very well. Anything else? 

Mr. Browne: Yes, I do. Plaintiff’s Exhibit 3, certified 
copy of the file wrapper and contents of registration num- 
ber §11725 which is the subject of the cancellation proceed- 
ings. 

Jndge Holtzoff: In other words, file wrapper. Trade- 
mark. 

Mr. Browne: Of the registration, yes. As it stood as of 
the time the cancellation proceeding was commenced. 


(The document referred to was marked Plaintiff’s Ex- 
hibit No. 3 for identification.) 
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Plaintiff’s Exhibit 4, the interrogatories and answers to 
the interrogatories which were submitted to the defendants 
and answered by defendants after having hearing by this 
court. 


(The document referred to was marked [48] Plaintiff's 
Exhibit No. 4 for identification.) 


There is only one comment I would like to make on the 
timing here, I think, to which reference has been made as 
between the filing of the pleadings, the issuance of the 
registration, the petition for cancellation, and the suspen- 
sion of proceedings. 

When Weather-Rite sought suspension by motion, they 
appended to the motion the pleadings in the New York case 
as they stood as of the time of their motion, which was 
after the registration issued. 

Now, Mr. Sears is trying to relate his argument back to 
what the pleadings showed at the time answer was filed or 
at the time complaint was filed. That is not the papers upon 


which the Patent Office acted. They acted on the papers 
presented by Weather-Rite which were up to date as of a 
date after the registration issued. 

Judge Holtzoff: Well, have the issues changed? 

Mr. Browne: No, sir. 

Judge Holtzoff: Well, that doesn’t make any difference. 

Mr. Browne: Thank you very much. Plaintiff rests its 


case. 
[49] Judge Holtzoff: Defense counsel? 

Mr. Sears: Your Honor, I have some certified copies of 
papers from the file of the cancellation petitioner matter. I 
intended to offer them in evidence. However, it seems that 
Mr. Browne has submitted al Ithese papers in uncertified 
form. 

Judge Holtzoff: IT don’t care whether they are certified 
or not. 

Mr. Sears: All right. I mentioned earlier I would like 
to refer to certain page— 

Judge Holtzoff: Yes. 
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af. Sears: —in one of these papers. 
Judge Holtzot¥: Well. now, just a moment. You can 
go that in your final argument. 
Sears: All right. 
udge Holtzot¥: Now, do you have any evidence to offer? 
. Sears: No. 
nudge Holtzot¥: Defense rests? 
: No. I would like a few closing remarks. 
¥: I know, but you have to rest first and 
have closing remarks. 
Sears: All right. Defense rests. 
» Holtzotf: Do you wish to add anything by way of 
ty 4 re s-marks? 


_Mr. Bromnes I w ae waive closing arguments and 


Judge Holtzoff: Now, I will hear you. 


Closing Argument on Behalf of the Defendants 
By Mr. Jere Sears 


Mr. Sears: All right. I will try to be very brief, Your 
Honor. The remarks I have here are addressed primarily 
to the apnea brief which I haven’t referred to earlier in 

intiff’s file. 
udge Holtzoff: You mean the plaintiff’s. 
Mr. Sears: Plaintiff’s pretrial brief, yes. One point that 
-iff makes in this brief is that copies of the pleadings 
submitted with Weather-Rite’s motion for suspension are 
allegedly hearsay. I would point out— 

Judge Holtzoff: No, no. They are not hearsay. They 
are not proof of the facts stated therein but they are proof 
of what the status of the proceeding is or what the issues 
are. 

Mr. Sears: And with regard to the timing aspect, Your 
Honor, I tried to make this clear, I hope, that the pleadings 
that Weather-Rite submitted with paper number 7 in the 
[51] cancellation file— 
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Judge Holtzoff: What is that? 

Mr. Sears: That would be plaintiff’s exhibit— 

Judge Holtzoff: What is paper number 7? That is what 
I want to know. 

Mr. Sears: It is the motion by Weather-Rite to suspend 
the cancellation proceeding. 

Judge Holtzoff: Why don’t you say so instead of giving 
its number? 

Mr. Sears: All right. As part of the trademark rules, 
Your Honor, every attorney who submits a signed paper 
in effect certifies that he has read it and he thinks there is 
good basis for it, so I don’t think hearsay is at all proper. 

I will go on. I know you have spoken on that. 

There is another paper, I believe it is number—the tab is 
12. It is plaintiff’s Exhibit 2, page 14, at the very bottom. 

Judge Holtzoff: What is it? 

Mr. Sears: It is a paper submitted by the plaintiff in 
connection with this motion for suspension. It follows 
(52] that— 

Judge Holtzoff: Well, what is the paper? The number 
doesn’t help but the title of the paper would. 

Mr. Sears: It is entitled ‘‘Petitioner’s Response to 
Order of Board to show cause why proceedings should not 
be suspended.”’ 

Judge Holtzoff: Now, I will be glad to hear from you. 

Mr. Sears: At the bottom of page 14. plaintiff here stated 
with refernce to itself: ‘‘Petitioner would be put to further 
expense and trouble if required to move to amend the 
pleadings in the civil action at this time or later to bring 
in the matter of the right of respondents to maintain the 
registration.’ 

In other words, plaintiff is well aware of its right under 
Section 1119, Title 15, United States Code, to amend its 
complaint in the New York action to seek cancellation by 
the court of the registration involved here. And yet, plain- 
tiff says it is too expensive to take that simple step. 

T think that is all T eare to say. 

Judge Holtzoff: Do you wish to respond? 
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Closing Argument on Behalf of the Plaintiff 
By Mr. Francis C. Browne 


ne: As far as the last comment is concerned, 
the plaintitf has the right to elect its statutory 


= ‘Browne: how ever it wishes, particularly when it 
has been remitted by the Court of this circuit to a remedy 
under the cancellation section, Title 15, 1064. 
Judge Holtzoif: You don’t mean to say ae the Court 
of Appeals limited you to that remedy, do you? 
Mr. Browne: They did not limit us to it but on the facts 
re at that time, they said that would be adequate. 
Judge Holtzotf: Yes, it would be. 
Mr. Browne: That is all we are seeking, adequate 
remedy. 
Judge Holtzoff: Very well. 
= an action for relief in the nature of a mandamus 
> Commissioner of Patents in effect to require 
m to vacate a stay granted by him staying proceedings 
pending in the Patent Office to cancel a trademark of which 
the plaintiff complains, and to resume the progress of the 
proceeding for cancellation. The proceeds to cancel the 
trademark is authorized by Title 15 U.S. Code 1064. 
The salient facts are as follows: 

e plaintiff had brought an action in the United [54] 
States District Court for the Southern District of New 
York to enjoin the defendant named in that action from 
using the word Goodyear in its trademark. This trade- 
mark was registered by the defendant in that action after 
the action was filed. Subsequently the plaintiff brought a 
proceeding in the patent office for cancellation of that 
tradernark. Such a proceeding is authorized by 15 US. 
Code 1064. Neither the New York action nor the cancella- 
tion proceeding in the Patent Office has as yet come to final 
hearing 
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On the Motion of the defendant in the New York action 
who had registered the trademark to which the plaintiff 
objects, the Patent Office has stayed the cancellation pro- 
ceeding pending before it until the final determination of 
the New York action. The plaintiff brought an action be- 
fore this Court against the Commissioner of Patents to re- 
quire him to vacate the stay and to proceed with the can- 
cellation proceeding. 

At the outset this Court had grave doubts as to whether 

it has the power to grant relief that the plaintiff seeks be- 
cause it is an interjection of the Court into an administra- 
tive proceeding pending before an administrative body, 
before the proceeding is completed. Ordinarily, any re- 
view of administrative action is had only in respect to final 
action. 
(55] However, for the purpose of this case, the counsel 
for the Commissioner of Patents does not contest the power 
of the Court to grant that limited relief and the Court will, 
therefore, act on the merits of the issues raised by the 
complaint. Even if the Court had the power to set aside 
and vacate the action of the Commissioner of Patents and 
to require him to proceed, that should be done only if the 
Court is convinced that there has been an abuse of discre- 
tion on the part of the Commissioner. The Court is unable 
to find any abuse of discretion. 

Here are two proceedings involving the right of the 
same party to use a particular trademark. One proceed- 
ing is a civil action for an injunction pending in the Fed- 
eral Court. The other is a proceeding in the Patent Office 
for the cancellation of the trademark. The issues are sub- 
stantially the same in both proceedings. 

Irrespective of whether any final judgment of the New 
York Court would be res judicata, the appropriate officials 
of the Patent Office have indicated they would follow it. 
To allow two proceedings to be actively proseented at the 
same time where both involve the same issue, and substan- 
tially the same trademark would not be efficient adminis- 
tration. 
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The Court is of the opinion that the Commissioner [56] 
not only did not abuse his discretion but that he properly 
used his discretion. Ome proceeding or the other should 
be stayed while the other is brought to a conclusion. 

The plaintiff complains of the fact that it has taken too 
long a time for the New York case to be released for trial. 

that complaint is justified or not, it is a matter of 

Court cannot take cognizance. Perhaps the 

plaintiff, if necessary, could move in the New York pro- 

ceeding to advance this cause, but that is not a matter for 
this Court. 

In light of these considerations, the Court will render 
jadgment in favor of the defendant, dismissing the com- 
plaint on the merits. 

Counsel may submit proposed findings of fact and con- 
clusions of law and a proposed judgment. 

We will take our mid-afternoon recess at this time. 


(Whereupon, at 3:05 o'clock p.m., the Court was re- 


cessed.) 
Reporter's Certificate 


Certified as the Official Transcript of the Oral Opinion 
of the Court. 


Srmos Bayks, Jr. 
Simon Banks, Jr. 
Court Reporter 
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[2] Opinion of the Court 


The Court: This is an action for relief in the nature of 
a mandamus against the Commissioner of Patents in effect 
to require him to vacate a stay granted by him staying 
proceedings pending in the Patent Office to cancel a trade- 
mark of which the plaintiff complains, and to resume the 
progress of the proceeding for cancellation. The proceed- 
ing to cancel the trademark is authorized by 15 U.S. Code 
1064. 

The salient facts are as follows: 

The plaintiff had brought an action in the United States 
District Court for the Southern District of New York to 
enjoin the defendant named in that action from using the 
word Goodyear in its trademark. This trademark had been 
registered by the defendant in that action. Subsequently 
the plaintiff brought a proceeding in the Patent Office for 
cancellation of that trademark. Such a proceeding is au- 
thorized by 15 U.S. Code 1119. Neither the New York 
action nor the cancellation proceeding in the Patent Office 
has as yet come to final hearing. 

On the motion of the defendant in the New York action 
who had registered the trademark to which the plaintiff 
[3] objects, the Patent Office has stayed the cancellation 
proceeding pending before it until the final determination 
of the New York action. The plaintiff brought an action 
before this Court against the Commissioner of Patents to 
require him to vacate the stay and to proceed with the can- 
cellation proceeding. 

At the outset this Court had grave doubts as to whether 
it has the power to grant relief that the plaintiff seeks be- 
cause it is an interjection of the Court into an administra- 
tive proceeding pending before an administrative body, 
before the proceeding is completed. Ordinarily. any re- 
view of administrative action is had only in respect to final 
action. 

However, for the purpose of this ease, the counsel for 
the Commissioner of Patents does not contest the power 
of the Court to grant that limited relief and the Court will, 
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therefore, act on the merits of the issues raised by the 
complaint. Even if the Court had the power to set aside 
and vacate the action of the Commissioner of Patents and 
to require him to proceed, that should be done only if the 
Court is convinced that there has been an abuse of discre- 
tion on the part of the Commissioner. The Court is un- 
able to find any abuse of discretion. 

[4] Here are two proceedings involving the right of the 
same party to use a particular trademark. One proceeding 
is a civil action for an injunction pending in the Federal 
Court. The other is a proceeding in the Patent Office for 
the cancellation of the trademark. The issues are substan- 
tially the same in both proceedings. 

Irrespective of whether any final judgment of the New 
York Court would be res judicata, the appropriate officials 
of the Patent Office have indicated they would follow it. 
To allow two proceedings to be actively prosecuted at the 
same time where both involve the same issue, and substan- 
tially the same trademark would not be efficient administra- 
tion. 

The Court is of the opinion that the Commissioner not 
only did not abuse his discretion but that he properly used 
his discretion. One proceeding or the other should be 
stayed while the other is brought to a conclusion. 

The plaintiff complains of the fact that it has taken too 
long a time for the New York case to be released for trial. 
Whether that complaint is justified or not, it is a matter 
of which this Court cannot take cognizance. Perhaps the 
plaintiff, if necessary, could move in the New York pro- 
ceeding to advance this cause, but that is not a matter 
for this Court. 

[5] In light of these considerations, the Court will render 
judgment in favor of the defendant, dismissing the com- 
plaint on the merits. 

Counsel may submit proposed findings of fact and con- 
clusions of law and a proposed judgment. 

We will take our mid-afternoon recess at this time. 


(Whereupon, at 3:05 o’clock p.m., the Court was re- 
cessed. ) 
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Reporter's Certificate 


Certified as the Official Transcript of the Oral Opinion 
of the Court. 


Smmon Bangs, Jz. 
Simon Banks, Jr. 
Court Reporter 
Rm. 4419 
US. District Court 
Washington, D. C. 


Findings of Fact and Conclusions of Law 
Frinvincs or Fact: 


1. This is an action under the Administrative Procedure 
Act (5 U.S.C. 701-706) in which Plaintiff seeks an order 
directing Defendants to resume proceedings in Trademark 
Cancellation 8,738 and proceed to completion thereof with- 
out further suspension, in the absence of agreement by the 
parties or a court order to the contrary. The complaint 
also requested the Court to order and direct the named 
Defendants to perform their statutory duty of determining 
and deciding, as members of the Trademark Trial and 
Appeal Board, the right of registrant to retain Registra- 
tion 811,725, involved in said Cancellation proceeding, but 
this request was tacitly withdrawn by Plaintiff in its pre- 
trial brief and at trial. 


2. Weather-Rite Sportswear Co., Inc., filed Trademark 
Application Serial Number 172,441 on July 3, 1963 for 
registration of “‘GOODYEAR DELUXE BY WEATH- 
ERITE”’ for rainwear. 


3. Trademark Application Serial Number 172,441 was 
amended on October 22, 1964, after publication of the ap- 
plication in the Official Gazette of the United States Patent 
Office on May 12, 1964 for purposes of opposition as pro- 
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vided by Title 15, United States Code, Section 1065 (See- 
tion 13 of the Trademark Act of 1946). 


+. Plaintiff in the present case sought, in an antecedent 
civil action in this court (The Goodyear Tire & Rubber 
Company v. The Commissioner of Patents, Civil Action 
2804-64), to have Application Serial Number 172,441 pub- 
lished after amendment thereto on October 22, 1964 to 
intitf an opportunity to oppose said application 

he amended form. 


5. The antecedent civil action was dismissed by this 
court and the dismissal was affirmed by the United States 
Court of Appeals for the District of Columbia Circuit in 
Appeal No. 19.276. decided December 29, 1965, Plaintiff 
being remitted to the remedy provided by Title 15, United 
States Code, Section 1064 (Section 14, Trademark Act of 
1945) by way of cancellation of the registration as soon as 
it would issue. 


6. Defendant. The Commissioner of Patents, issued 
Trademark Registration $11,725 on July 26, 1966, based on 
the aforementioned Application Serial Number 172,441 
without having published the application a second time in 
the Official Gazette of the United States Patent Office for 
purposes of opposition under Title 15, United States Code, 
Section 1062 (Section 13, Trademark Act of 1946). 


7. Two days after Registration 811,725 was issued by 
Defendant, The Commissioner of Patents, namely on July 
28, 1966, Plaintiff filed in the Patent Office a petition to 
cancel the registration as provided by statute in Title 15, 
United States Code, Section 1064 (Section 14, Trademark 
Act of 1946) and in accordance with Rules 2.111 et seq. of 
the Trademark Rules of Practice of the Patent Office. 


&. On July 28, 1966, Plaintiff filed a petition in the 
Patent Office under 15 U.S.C. 1064, seeking cancellation of 
Registration No. 811,725. This petition initiated Trade- 
mark Cancellation proceeding No. 8,78. 
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9. Defendant, The Commissioner of Patents, duly insti- 
tuted the cancellation proceeding as Trademark Cancella- 
tion 8,738 and directed a Trademark Trial and Appeal 
Board ‘‘to determine and decide the respective rights of 
registration’’ in accordance with Title 15, United States 
Code, Sections 1067 and 1068 (Sections 17 and 18, Trade- 
mark Act of 1946). 


10. Plaintiff gave notice on October 7, 1966 of the pro- 
posed taking of a discovery deposition of a corporate 
officer of the registrant corporation on October 17, 1966. 


11. Registrant thereafter moved, on October 12, 1966, 
to suspend all proceedings in the trademark cancellation 
pending termination of a civil action between registrant 
and The Goodyear Tire & Rubber Company filed in the 
United States District Court for the Southern District of 
New York on February 15, 1965. (The Goodyear Tire & 
Rubber Company v. Weather-Rite Sportswear Co., Inc., 
Civil Action 650476.) 


12. One member of the Trademark Trial and Appeal 
Board, on October 27, 1966 issued an order to show cause 
against the Plaintiff why proceedings in the trademark 
cancellation should not be suspended as desired by the 
registrant. Plaintiff responded to the order, pointing out 
that the regstration sought to be canceled in Cancellation 
8,738 was not involved in the civil action pending in the 
Southern District of New York and asking that proceedings 
in the cancellation be allowed to go forward. 


13. Following the order to show cause why the foregoing 
suspension should not be granted, and petitioner's re- 
sponse thereto, a member of the Trademark Trial and 
Appeal Board suspended proceedings on December 9, 1966, 
“pending the final outcome of the civil suit between the 
parties ....’’ In doing so, he noted that ‘‘[{a]lthough ... 
the civil suit is not concerned with the cancellation of 
respondent's registration here involved, the injunctive re- 
lief which petitoner is seeking therein in respect to re- 
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spondent’s use of the term “GOODYEAR” will un- 
apts have a direct bearing on the question of re- 

pondent’s right to maintain its registration of a composite 
mark which includes said term as a salient feature thereof.” 


14. On petition for reconsideration, the member of the 
Trademark Trial and Appeal Board adhered to his de- 
cision suspending proceedings, noting with respect to the 
civil action between the parties that ‘ta decision by the 
United States District Court will be binding on the Patent 

fice whereas a decision by the Trademark Trial and 
Appeal Board would be only advisory in respect to the 
pica of the civil suit.”’ 


. Upon subsequent petition to the Commissioner of 

>a tents to exercise his supervisory authority, the First 

mmissioner sustained the foregoing suspen- 

der, Cea that such ‘does not deny the peti- 

right to maintain the present proceeding ; at most, 

werk delays the decision somewhat in the interest of 

avoiding unnecessary work by the parties and the Patent 

Ofice."” The decision also notes that while ‘‘Title [15], 

Sections [1067 and 1068], does not, in terms, authorize the 

suspension of a cancellation proceeding . . . authority to 

suspend such proceedings in the interest of expediency and 

orderly conduct is inherent in the right to hold them at 

all.’ Plaintiff thereby exhausted its administrative rem- 

edy as to the relief sought in Prayers A and C of the 
complaint in this action. 


16. Registration 811,725 is not referred to in any plead- 
ings before the United States District Court for the South- 
ern District of New York as far as the record of the 
present action shows and there is no record in the files of 
Registration $11,725 or Cancellation 8,738 of a notice from 
the Clerk of the United States District Court for the 
Southern District of New York to the Commissioner of 
Patents that Registration 811,725 is involved in any ac- 
tion pending in that court, as required by Title 15, United 
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States Code, Section 1116 (Section 34, Trademark Act 
of 1946), if such was or is the fact. 


17. The cancellation proceedings have remained sus- 
pended for two years and the civil action in the Southern 
District of New York is still in the pre-trial stage, no 
date for trial having been forecast or set. 


18. The foregoing temporary suspension of proceedings 
in Cancellation 8,738 does not constitute any abuse of 
discretion by the Officials of the Patent Office, but on the 
contrary amounts to a reasonable exercise of good judg- 
ment and proper discretion on their part. 


Concuusion oF Law: 
1. The Complaint should be dismissed. 


Approved as to form: 


Francis C. BkowNE 
Francis C. Browne 
Counsel for Plaintiff 
December 19, 1968 


Joseph Schimmel 
Solicitor 
United States Patent Office 
Counsel for Defendants 
December, 1968 


This action came on to be heard at this term and there- 
upon consideration thereof, it is this — day of December, 
1968, 

ApgvpGEp that the complaint be and it is hereby dis- 
missed. 


Approved as to form: 


Francis C. Browne 
Francis C. Browne 
Counsel for Plaintiff 


United States Patent Office 
Counsel for Defendants 


Notice of Appeal 


Pursuant to Rule 3, Federal Rules of Appellate Pro- 
cedure, notice is hereby given that The Goodyear Tire & 
Rubber Company, plaintiff above named, hereby appeals 
to the United States Court of Appeals for the District 
of Columbia Circuit from the Order and Final Judgment 
entered in this action on December 20, 1968, dismissing 
plaintiff’s Complaint. 


Respectfully, 


Tue Goopyear Tire & RusBER CoMPANY 
By Frascis C. Browne x 
Francis C. Browne 
Esquire 
Attorney for plaintiff 
Dated: February 18, 1969 
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Docket Entries 
Civiz Docker 
UNITED STATES DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 
Date 
1967—Deposit for cost by 
Feb. 24—Complaint, appearance. filed. 


Feb. 24—Summons, copies (4) and copies (3) of Com- 
plaint issued $1 & 2 ser. 3-10; DA ser. 3-1; A.G. 
ser. 3-2 


Apr. 25—Answer of defts. to complaint; ¢/m 425: 
appearance of Joseph Schimmel. filed. 


Apr. 25—Calendared(N) AC/. 


Aug. 30—Interrogatories of pltf to defts: ¢/m 8-30-67. 
filed. 


Sept. 14—Opposition of defts. to interrogatories and 


motion to strike; P&A; ¢/m 9-11-67; MLC. filed. 


Sep. 19—Opposition of plaintiff to opposition of de- 
fendants to interrogatories and motion to strike: 
c/m 9-18-67. filed. 


Sep. 20—Motion of defts for leave to file amended an- 
swer; P&A; Exhibits A thru D; ¢/m 9-20-67: 
M.C. filed. 


Sept. 26-—Opposition of pltf to motion of defts to amend 
answer; ¢/m 9-26-67. filed 


Sep. 29—Recommendation allowing motion of defend- 
ants for leave to amend answer; allowing amend- 
ment to answer contained in the motion to be the 
answer. AC/N Pretrial Examiner. 


Oct. 3—Supplemental P&A of deft in support of opposi- 
tion to and motion to strike interrogatories; ¢/m 
10-3-67. filed. 
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Det. 13—Memorandum of pltf; in reply to supplemental 
P&A in support of deft's opposition to motion to 
strike interrogatories: ¢ m 10-13. filed. 

. 18—Addendum by pltf. to memorandum in reply to 
supplemental P&A’s in support of opposition of 
defts. to motion to strike interrogatories; ¢/m 
10-16-67. filed. 

. 23—Recommendation sustaining defts’ opposition 
to and motion to strike interrogatories. AC/N 
(Signed: 10-2£67) Pretrial Examiner. 

Oct. 30—Obdjections of pltf to recommendation of pre- 
trial examiner on defts’ objections to pltf’s inter- 
rogatories: ¢ m 10-30-67; M.C. filed. 

Oct. 31—Addendum to objections of pltf to recommen- 
dation of Pretrial Examiner on defts’ objections 
to interrogatories; Appendices A & B; c/m 10- 
31-67. 

Nov. S—Answer of defts to objections of pltf and ad- 
dendum to Recommendation of Pretrial Exam- 
iner: Exhibits A & P; c/m 11-8-67. filed. 

Norv. 16—Replry of pltf to answer of defts to pltf’s ob- 
jections and addendum to recommendation of Pre- 
trial Examiner; c/m 11-16-67. filed. 

Nov. 17—Objections of pltf to recommendations of Pre- 


trial Examiner argued and taken under advise- 
ment. (Rep. Nicholas Sokal) Sirica, J. 


Nov. 20—Transcript of proceedings 11-17-67, pp. 1-23. 
(reported by Nicholas Sokal. Clerk’s copy) filed. 


1968 


Jan. 3—Order sustaining objections of pltf. to recom- 
mendations of pretrial examiner; referring orig- 
inal objections to interrogatories by deft. to pre- 
trial examiner ruling on merits of each inter- 
rogatory; allowing certification to Court of Ap- 
peals. (N) Sirica, J. 
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Feb. 28—Recommendation sustaining in part and over- 
ruling in part deft’s objections to interrogatories ; 
giving defts. until March 25, 1968 to respond. (AC 
/N) Pretrial Examiner 


Mar. 5—Objection of pltf. to further recommendation 
of pretrial examiner on defts’ objections to and 
motion to strike pltf’s interrogatories; Annex A 
and Annex B; M.C. filed. 


Mar. 6—Objections of deft. to pretrial examiner’s rec- 
ommendations; ¢/m 3-6; N.C. filed. 


Mar. 6—Request by defts. for clarification of pretrial 
examiner’s recommendations; appendix. filed. 


Mar. 12—Reply of pltf. to defts’ request for clarifica- 
tion of pretrial examiner’s further recommenda- 
tion on defts’ opposition to and motion to strike 
interrogatories; c/m 3-12. filed. 


Mar. 12—Reply of pltf. to defts’ ‘‘objection to pretrial 
examiner’s further recommendation on defts’ op- 
position to and motion to strike interrogatories; 
c/m 2-12. filed. 


Mar. 12—Opposition of defts. to ‘‘pltf’s objections 
to further recommendation of pretrial examiner 
on defts’ objection to and motion to strike pltf’s 
interrogatories’’; ¢/m 3-12. filed. 


May 2—Order overruling pltf’s objections to the Pre- 
trial Examiner’s Further Recommendation on 
Defts’ Opposition to Motion to Strike Interroga- 
tories; overruling defts’ objections insofar as they 
pertain to interrogatories 7, 15, 27, 29 & 30 (and 
all subdivisions thereof), but are otherwise sus- 
tained; defts. to have 15 days to file answers to 
the enumerated interrogatories. (N) Holtzoff, 
J. 
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May 16—Answers of defts. to interrogatories; ¢/m 5-16. 
fled. 


Jun. 3—Transeript of proceedings, +24-68. Vol. I, pp. 
1-34. (reported by Gerald Nevitt. Clerk’s copy.) 
filed. 

Oet. 18—Trial brief by pltf.: ¢/s 10/18/68; Appendix 
I, Il, ILI. filed. 

Oct. 21—Hearing begun: concluded; finding for defts. 
(judgment to be presented) (Rep: Ruth Taylor in 
place of Simon Banks.) Holtzoff, J. 

Dec. 13—Transcript of proceedings of Oct. 24, 1968; 
pages 1-5: (Rep: Simon Banks, Jr. Court’s copy. 
filed. 

Dee. 16-—Objections of pltf. to defts’ suggested Find- 
ines of Fact & Conclusions of Law and pltt’s coun- 
ter-suggestions; ¢/m 11-19-68. _ filed. 

Dec. 20--Findings of Fact and Conclusions of Law (N) 
Holtzoff, J. 


Dec. 20—Judgment dismissing the complaint. (N) Holt- 
zoft, J. 


1969 


Feb, 18—Notice of appeal of pltf; deposit by Browne 
$5.00. (copy mailed to Joseph Schimmel). filed. 

Feb. 18—Order authorizing deposit of $250.00 cash in 
lien of cost bond on appeal. () McGuire, J. 


Feb. 19—Cash deposit by pltf. $250.00 in lieu of order 
of 2-18-69. filed. 


Feb. 20—Cost bond on appeal (cash security) of pltf. in z 
amount of $250.00 per order. filed. 


